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F O R E W O R D 
ADVANCES IN CHEMISTRY S E R I E S was f ounded i n 1949 b y the 

A m e r i c a n C h e m i c a l Society as an outlet for symposia a n d co l 
lections of data in special areas of t op i ca l interest that c o u l d 
not be accommodated i n the Society's journals. It provides a 
m e d i u m for symposia that w o u l d otherwise be fragmented, 
the ir papers d i s t r ibuted among several journals or not p u b 
l i shed at all. Papers are refereed c r i t i ca l l y accord ing to ACS 
ed i tor ia l standards a n d receive the care ful attention a n d proc 
essing characterist ic of ACS publ icat ions . Papers p u b l i s h e d 
in  ADVANCES IN CHEMISTRY S E R I E S are o r i g ina l contr ibut ions 

not p u b l i s h e d elsewhere i n who le or major part a n d inc lude 
reports of research as well as reviews since symposia m a y 
embrace bo th types of presentation. 
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P R E F A C E 

khis vo lume grew out of the recognit ion , some two years ago, that 
w h i l e hundreds of books h a d been w r i t t e n o n the science of chemistry , 

none h a d appeared o n the important quest ion of l ega l rights a n d p r o b 
lems of chemists a n d engineers. T h e need was perce ived b y the staff of 
the A m e r i c a n C h e m i c a l Society responsible for reso lv ing l ega l prob lems 
encountered b y its members . A c c o r d i n g l y , the D i v i s i o n of Profess ional 
Relat ions a n d the C o u n c i l C o m m i t t e e o n Profess ional Relat ions spon
sored a sympos ium on this subject at the C e n t e n n i a l meet ing of the 
A m e r i c a n C h e m i c a l Society i n A p r i l , 1976. T h e papers have since been 
u p d a t e d for this book to i n c l u d e the latest legis lat ion. 

T h e authors represent the entire spec trum of points of v i e w — e a c h 
offers the reader n e w in format ion a n d data o n w h i c h to base his opinions 
a n d actions. I n c l u d e d are wel l -es tab l i shed l ega l precedents, leg is lat ion 
n o w before Congress w h i c h m a y affect the future of research i n A m e r i c a , 
a n d suggested n e w legis lat ion. Extens ive b ib l iographies permi t the reader 
to ga in a complete unders tand ing of those areas w h i c h he wishes to 
pursue further . 

T h e audience for this p u b l i c a t i o n is in tended to be chemica l s c i 
entists. H o w e v e r , research scientists a n d engineers i n general s h o u l d 
find the in format ion useful . A l l the topics are concerned w i t h important 
r ights of those engaged i n research a n d development . 

T h e editors w o u l d l ike to express their sincere thanks to those w h o 
contr ibuted to the sympos ium a n d hence this book. T h e contr ibutors ' 
efforts are an important milestone i n a n e w attempt at awareness of i n d i 
v i d u a l a n d societal r ights a n d of factors that w i l l inf luence the future 
deve lopment of our technology. 

Rohm and Haas Co. WARREN D. NIEDERHAUSER 
Spring House, Pa. 19477 
University of Wyoming E . GERALD MEYER 
Laramie, Wyo. 82071 
March 1977 
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1 

Careers Combining Chemistry and the Law 

MARCUS B. F I N N E G A N 

Finnegan, Henderson, Farabow, and Garrett, 1775 Κ St., N.W., 
Washington, D. C. 20006 

The logic and discipline acquired in the study of chemistry 
and chemical engineering can be readily transmuted into 
the study and practice of law. Lawyers with an under
graduate degree in chemistry traditionally enter the prac
tice of patent law. New avenues, however, have opened up, 
particularly with the burgeoning development of consumer
ism. Product liability, environmental law, and food and 
drug law are examples of the possibilities. The field of the 
transfer of technology from industrialized nations to the 
developing nations provides an especially important oppor
tunity for a lawyer with a chemical background since over 
half of the technology transferred today is chemical 
technology. 

"e are i n a n interest ing s i tuat ion i n the w o r l d today. It is a t ime of 
* ^ explosive change. O n l y 150 generations ago m a n a c q u i r e d the 

ab i l i t y to communicate f rom one generation to the next b y record ing his 
history, thereby preserv ing the accumulated k n o w l e d g e of each genera
t i o n a n d p r o v i d i n g the means to pass i t a long to the next. O n l y 14 gen
erations ago the p r i n t i n g press was invented a n d p u t in to use. F o r the 
first t ime i t was possible to disseminate k n o w l e d g e general ly . O n l y six 
generations ago m a n obta ined steam power—f ive generations ago, trans
portat ion b y ra i l r oads—four generations ago, the te lephone—three gen
erations ago, the in terna l combust ion engine, a n d a l l i t has meant to us , 
b o t h good a n d b a d — t w o generations ago, rad io a n d televis ion. W i t h i n 
just the past generation w e have seen the evo lut ion a n d general use of 
that a m a z i n g device , the computer , w h i c h is chang ing a l l our l ives. 

These achievements are evidence of the i n c r e d i b l y accelerated pace 
of change that exists i n the w o r l d today. N o one can afford to s tand 
s t i l l , or he w i l l be passed by . O v e r 9 0 % of the engineers w h o have ever 
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2 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

been t ra ined i n the history of the w o r l d are s t i l l p r a c t i c i n g today. A m a z 
i n g l y enough, the total re corded k n o w l e d g e i n the w o r l d today has d o u 
b l e d since 1950. 

T h e rate of g r o w t h of our k n o w l e d g e a n d technology means b o t h 
turbulence a n d opportuni ty . Because of the technology explosion, there 
is a larger opportuni ty than before for a career re la t ing chemistry w i t h 
the l a w . A career i n chemistry , of course, represents a commitment to 
k e e p i n g u p w i t h the technology explosion. A career i n l a w , o n the other 
h a n d , is a commitment to ameliorate a n d to mit igate the displacements 
i n our social a n d l ega l structures that are caused b y the fast -paced 
g r o w t h of technology. 

Careers w h i c h interrelate chemistry a n d the l a w are not as u n u s u a l 
as one m i g h t suspect. A person m a y obta in a degree i n chemistry or 
c h e m i c a l engineer ing to pursue a l i f e - l ong career as a chemist or c h e m i c a l 
engineer. Sometimes, however , he finds that a career i n chemistry does 
not prov ide h i m w i t h the satisfactions he ant i c ipated . H e m a y desire a 
career that involves more contact w i t h people a n d less d irect contact 
w i t h chemistry . T h i s sequence of changes i n career objectives often 
leads to a desire to pursue the pract ice of l a w . 

For tunate ly , i t is surpr i s ing ly easy to transmute the d i s c ip l ine of 
chemistry into the d i s c ip l ine of l a w . T h o u g h t processes i n these t w o 
disc ipl ines are closely analogous, a n d they t e n d to cross-support each 
other. T o s tudy chemistry successfully, a person must have the a b i l i t y 
to construct a persuasive sy l log ism. T h i s same a b i l i t y is , of course, a 
p r i m a r y asset to any lawyer . 

B o t h chemistry a n d the l a w are f o u n d e d on l og i ca l a n d s y m m e t r i c a l 
bases. O r g a n i c chemistry fo l lows a very l og i ca l system. C e r t a i n rules 
must be obeyed, a n d i f one violates these rules, he does not get the 
des ired results. T h e s tudy of chemistry teaches b o t h deduct ive a n d 
i n d u c t i v e reasoning. A good lawyer requires b o t h of these ski l l s . F o r 
example , i f a l awyer is w r i t i n g a br ie f to convince an appel late (xmrt that 
i t shou ld reverse a dec is ion m a d e b y a l ower court , he w i l l have to take 
establ ished lega l pr inc ip les f r om earl ier cases and , p r i m a r i l y u s i n g deduc 
t ive logic , contr ive them to construct a persuasive sy l log ism. 

A t the b e g i n n i n g o f a lawsui t , a l a w y e r m a y col lect m a n y d o c u 
ments, most ly authored b y a witness or i n c l u d i n g letters addressed to 
that witness. T h e l awyer then prepares to take this witness's test imony 
b y o r a l examinat ion ( c a l l e d a deposi t ion) outside the courtroom to 
discover w h a t facts the witness knows about the case. T h i s exercise 
requires the l a w y e r to s tudy a n d to analyze these documents to l earn , 
t h r o u g h induc t ive logic , w h a t motivates this par t i cu lar witness , w h a t 
p r o m p t e d h i m to m a k e the statements that he m a d e i n certa in letters, 
w h a t objectives he was seeking, a n d w h a t admissions he m i g h t n o w m a k e . 
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1. F i N N E G A N Chemistry and the Law 3 

I n a depos i t ion b y o ra l examinat ion before t r i a l , the witnesses the 
l a w y e r w i l l be examin ing are n o r m a l l y hosti le or adversary. I n these s i tua 
tions induc t i ve l og i c can be a p o w e r f u l w e a p o n w h i c h enables the l a w y e r 
to d i v i n e w h a t k i n d of person the witness is , h o w he is l i k e l y to answer 
questions, w h a t his biases are, a n d h o w the l a w y e r c a n strengthen his 
o w n case or w e a k e n his opponent 's t h r o u g h the examinat ion of this 
witness . 

L a w school records show that persons t ra ined i n science a n d e n g i 
neer ing t y p i c a l l y do exceptional ly w e l l i n l a w school . T h i s m a y seem 
somewhat surpr i s ing , g iven the convent ional w i s d o m that such major 
fields of s tudy as engl i sh l i terature , economics, ph i losophy , history, a n d 
p o l i t i c a l science a n d government are more closely re lated to, a n d there
fore better preparatory t r a i n i n g for, the s tudy of l a w than science or 
engineer ing . I n ac tua l pract ice , however , the t r a i n i n g rece ived b y c h e m 
ists a n d engineers i n undergraduate school fits except ional ly w e l l into 
the f ramework of the ana ly t i ca l capabi l i t ies a good l a w student a n d 
l a w y e r must possess. 

O n e m a y w e l l ask: h o w do y o u go about a c q u i r i n g a l a w degree i f 
y o u are a chemist or a c h e m i c a l engineer? T h e major popu la t i on centers 
of the U n i t e d States—e.g. , N e w Y o r k , W a s h i n g t o n , Det ro i t , C h i c a g o , S a n 
Fran c i s co , L o s Ange les , St. L o u i s — h a v e excellent l a w schools. M a n y of 
t h e m h o l d even ing classes that a chemist or engineer can at tend to 
receive a f u l l y accredi ted l a w degree. I n m y experience some of the best 
lawyers w i t h w h o m I have associated, a t ta ined the ir l a w degrees t h r o u g h 
even ing courses. W h e n a l a w student has to go to the extra t rouble of 
h o l d i n g d o w n a job d u r i n g the day , perhaps even earn ing his o w n tu i t i on , 
a n d a t tending l a w school i n the evenings, he is a lready demonstrat ing 
the type of a m b i t i o n a n d determinat ion that w i l l make h i m a strong 
l awyer . T h e challenges imposed b y a t tending evening l a w school t e n d 
to p u t a compet i t ive edge on a l a w y e r that w i l l s tand h i m i n good stead 
i n future courtroom arenas. 

O n c e a chemist or chemica l engineer has obta ined his l a w degree, 
w h a t does he do w i t h i t? A n u m b e r of different career paths are open to 
h i m . Perhaps the most t rad i t i ona l route w o u l d be to become a patent 
l awyer . O f t en , lawyers t ra ined i n chemistry first a c q u i r e d the incent ive 
for a t tending l a w school f r o m exposure to patent lawyers , usua l ly i n a 
corporat ion environment . F r e q u e n t l y , such lawyers were actual ly i n v e n 
tors before they became lawyers . 

F o r someone t ra ined i n the disc ip l ines of chemistry, patent l a w c a n 
b e a fasc inat ing career. I t is not necessary, of course, to be sk i l l ed i n a l l 
phases of chemistry to be a successful c h e m i c a l patent lawyer . O n c e one 
has l earned the general theories of chemistry a n d the vocabulary , i t is 
not dif f icult for inventors , scientists, or engineers to exp la in to h i m the 
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4 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

deta i l ed technology of the ir par t i cu lar fields. D u r i n g his career a c h e m i 
c a l patent l a w y e r w i l l p r o b a b l y be exposed to m a n y different phases a n d 
nuances of the general field of chemistry . T h i s can be a thoroughly 
enjoyable a n d r e w a r d i n g aspect of such a career. 

T h e n e w a n d b u r g e o n i n g field of consumerism has opened u p some 
n e w avenues for careers w h i c h interrelate chemistry a n d the l a w . T o d a y , 
i f a company puts a defect ive product o n the market , people are l i k e l y 
to get in jured , a n d injuries automat ica l ly create l ega l disputes. Those 
disputes are b e c o m i n g increas ingly complex technological ly . S i m i l a r l y , 
where env ironmenta l a n d eco log ica l havoc is or m i g h t be w r e a k e d b y 
the careless use of technology, or for other reasons, major l i t i ga t i on is 
often the result . S u c h l i t igat ion can either be pr ivate or government 
i n d u c e d . 

T h e g r o w t h of technology has, therefore, l e d to branches of l a w 
w h i c h are i n the ir ear ly stages of development . E n v i r o n m e n t a l protec
t i o n l a w , f ood a n d d r u g l a w , consumer protect ion l a w , a n d others are 
opportunit ies avai lab le to the l a w y e r t r a i n e d i n chemistry or c h e m i c a l 
engineering. 

Patent l a w , however , is p r o b a b l y s t i l l the most usua l area of pract i ce 
for a chemica l ly t ra ined lawyer . T h i s field i n itself has a b r o a d spectrum 
of endeavors. B a s i c to the pract i ce of patent l a w is the preparat ion a n d 
prosecut ion before the U . S. Patent a n d T r a d e m a r k Office of appl i cat ions 
for c h e m i c a l patents, b u t the patent attorney c o u l d also get i n v o l v e d i n 
trade secrets, trade secret l i t i ga t i on , a n d patent in fr ingement l i t igat ion . 
T h e patent l a w y e r also m a y d e a l w i t h the important problems of l i c ens ing 
or transfer of technology, i n c l u d i n g the internat ional transfer of tech
nology to the deve lop ing or t h i r d - w o r l d nations. T h e c h e m i c a l patent 
l a w y e r certa inly has a role to p l a y i n reso lv ing the problems w h i c h arise 
i n the transfer of technology. P r o b a b l y over 5 0 % of the technology that 
is transferred today c o u l d be b r o a d l y categorized as b e i n g i n the c h e m i c a l 
field. 

A l a w degree, however , is no guarantee that the i n d i v i d u a l w i l l 
pursue these possible careers i n l a w successfully. T h e quest ion arises: 
w h a t are some of the par t i cu lar attributes that a person s h o u l d possess 
to be a successful lawyer? Di f ferent attorneys m a y emphasize different 
qual i t ies a n d abi l i t ies . I n general , there are fa i r l y d e m a n d i n g ski l ls 
r e q u i r e d i n the l ega l profession. 

Correc t use of the language, especial ly the w r i t t e n language, is a n 
important factor. L a w , l ike chemistry , demands a spec ia l i zed vocabulary . 
Chemists , of course, are r e q u i r e d to use a system of c h e m i c a l nomenc la 
ture w h i c h is complex but logical. It further requires a person to deve lop 
prec i s ion i n u s i n g words . I n chemistry , for example , there is not m u c h 
difference i n the spe l l ing or often i n the pronunc ia t i on of words such as 
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1. F i N N E G A N Chemistry and the Law 5 

butane a n d butene, but there is a significant difference between a butane 
a n d a butene as any chemist knows . 

A n attorney must l ikewise master the l ega l language, u s i n g its words 
a n d phrases precisely as w e l l as comprehensib ly . T h e def init ion of a 
p r o b l e m , identi f icat ion of alternative solutions, a n d explanat ion of the 
r e commended course of ac t ion are major aspects i n lega l counsel ing 
w h i c h d e m a n d language s k i l l . T h e qua l i ty of a w r i t t e n br ie f depends 
o n the w r i t e r s ab i l i t y to convey his arguments correct ly a n d conv inc ing ly . 
I n these instances the importance of w r i t t e n c ommunica t i on increases as 
the nature of the i n v o l v e d lega l issues a n d problems becomes more c o m 
plex, such as where l a w a n d technology inter twine . 

Perhaps to a greater extent than w r i t i n g s k i l l , speaking ab i l i t y is 
p o p u l a r l y associated w i t h the attorney, a n d i t does he lp a great dea l i f 
a l a w y e r is an accompl i shed speaker. I n the h igher reaches of the l ega l 
profession, par t i cu lar ly i n l i t igat ion , i t is necessary to be able to get u p 
on y o u r feet a n d log i ca l ly a n d cogently to present y o u r client's pos i t ion . 
Regardless of whether a l awyer is i n v o l v e d i n l i t igat ion , situations con
stantly arise i n w h i c h he must talk to people d irect ly a n d put his message 
across. C o m m u n i c a t i o n , therefore, is an essential a n d c r i t i ca l part of the 
pract ice of law. T h e ab i l i ty to do i t w e l l is important . 

Personal i ty factors also p l a y a role but are sometimes over looked. 
C l i ents t u r n to lawyers to solve or avert problems they face, a n d they 
w a n t to have confidence i n their attorneys. A n assertive, confident l a w y e r 
inspires that trust. M u c h of the incentive for chemists to go to the t rouble 
a n d expense of a c q u i r i n g a l a w degree arises f rom the desire for the 
increased personal contact that is offered b y a career i n l a w over m a n y 
of the t rad i t i ona l careers i n chemistry . T h u s , personal i ty is a n important 
attr ibute of a good a n d successful lawyer . 

I n l a w , par t i cu lar ly l i t igat ion , m a n y occasions arise i n w h i c h the 
ab i l i ty to analyze a n d to understand people becomes an important asset. 
I n numerous situations creat ing a rapport w i t h a f r i end ly or indif ferent 
potent ia l witness can l ead to a fu l l er revelat ion of a l l the facts k n o w n 
to the witness. I f the l awyer is unable to show unders tand ing or to 
relate to an i n d i v i d u a l , some facts m a y remain h i d d e n . 

T h e ab i l i t y to analyze people can be especial ly important i n dea l ing 
w i t h host i le parties, such as key employees of your opponent. F o r ex
ample , i n tak ing a deposit ion the good lawyer w i l l be able to observe 
the witness closely a n d observe his react ion to the questions. T h e s k i l l e d 
l a w y e r can inst inct ive ly detect excessive nervousness w h i c h w o u l d char 
acterize an area of examinat ion d i s turb ing to the witness. T h i s signals 
the l awyer to bear d o w n on this par t i cu lar l ine of quest ioning a n d estab
l i s h w h y the witness is so nervous. P u r s u i n g the l ine of i n q u i r y m a y 
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6 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

enable the l awyer to get an admiss ion on the record that w i l l u l t imate ly 
h e l p h i m w i n his case. 

C l o se ly re lated to an ab i l i t y to analyze a n d to unders tand people is 
a n inst inct ive ly curious m i n d . B o t h faci l i tate invest igat ion a n d reve la 
t i o n of f a c t s—an important funct ion of any lawyer , w h i c h l ike other 
aspects increases i n importance w i t h increas ing complex i ty of subject 
matter . Chemists inherent ly t e n d to be inquis i t ive . T h i s trait w i l l he lp 
the chemist - turned- lawyer d u r i n g i n t e r v i e w i n g of witnesses, examin ing 
of witnesses b y ora l depositions, or i n open court. W h e n cross-examining 
witnesses, he w i l l f o l l o w the witness's m e n t a l processes, l earn w h a t he 
m a y be h o l d i n g back, a n d perhaps extract test imony that w i l l be h e l p f u l 
to the lawyer 's case. 

A n o t h e r asset that chemists have w h e n they move into the l ega l 
profession is the a b i l i t y to a p p l y themselves to a specific task—i .e . , to 
persist u n t i l the task is proper ly completed , even though i t m a y require 
tedious, deta i led effort. A t ra ined chemist w i l l k n o w , for example, w h e n 
he is a l awy er representing a c l ient i n an important lawsuit , that one of 
the first things to d o is to col lect a l l of the possibly re levant documents . 
H e w i l l organize t h e m into chronolog ica l order, s tudy t h e m i n sequence, 
a n d pa instak ing ly t ry to deduce the facts f r o m the documents. T h e 
correspondence, reports, memoranda , a n d various communicat ions trans
m i t t e d between people before anyone thought about the poss ib i l i ty of 
a lawsui t , t e l l a story i n themselves. O n c e the industr ious a n d inte l l igent 
l a w y e r learns the facts of that story, he can effectively take test imony 
a n d cross-examine witnesses. T h r o u g h a deta i led a n d comprehensive 
k n o w l e d g e of the documents, the l awyer w i l l almost a lways be able to 
t e l l w h e n a witness is s traying f rom the t r u t h because his test imony w i l l 
not agree w i t h the story t o l d b y the documents . M o s t chemists w i l l have 
exper ienced s imi lar deta i led a n d intr icate m e n t a l tasks i n chemistry , 
i n v o l v i n g the assembly a n d compar ison of m a n y facts i n a l o g i c a l se
quence. A l m o s t inst inct ive ly they w i l l become good examin ing a n d 
cross-examining lawyers . 

A n o t h e r asset a chemist possesses w h e n he enters l a w is a n a t u r a l 
a b i l i t y to w o r k w i t h a n d to u t i l i z e expert witnesses. I n lawsuits w h i c h 
invo lve chemistry, such as patent, env ironmenta l , ecological , p roduc t 
l i a b i l i t y , trade secrets, a n d s imi lar l i t igat ion , expert witnesses are almost 
a lways needed. V e r y f e w judges have any extensive t r a i n i n g i n chemistry , 
a n d i t is necessary to prov ide a n expert witness to educate the judge i n 
h i g h l y t e chn i ca l subject matter . T h e t y p i c a l c h e m i c a l expert has strong 
credentials , quali f ications, experience, a n d cred ib i l i ty . I f y o u r expert is 
c o n v i n c i n g i n his test imony, the court w i l l t e n d to accept w h a t he says. 
T h e l a w y e r must prepare his expert witness for test imony, a n d i t is 
extremely h e l p f u l i f the l a w y e r h imsel f is t ra ined i n chemistry . 
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1. F i N N E G A N Chemistry and the Law 7 

A c h e m i c a l b a c k g r o u n d is va luab le to the patent l awyer w h o deals 
w i t h c h e m i c a l technology. It gives h i m a foundat ion for t a l k i n g to 
inventors, unders tanding their inventions as they are expla ined to h i m , 
a n d for ask ing the right questions. I n m a n y situations i t m a y be better 
for the c h e m i c a l patent l awyer w h o knows about a par t i cu lar subject to 
act as t h o u g h he knows very l i t t le i n order to get the inventors or expert 
witness to exp la in the technology i n his o w n terms. U l t i m a t e l y , though , 
the ab i l i t y to converse fluently about the technology signif icantly helps 
the scienti f ical ly t ra ined attorney to prov ide the best lega l advice a n d 
service. 

W h a t can the chemist w h o elects to pursue a career i n l a w expect? 
H e has m a n y opportunit ies to exercise a n d to exploit his ski l ls i n diverse 
direct ions. H e can stay enmeshed i n chemistry almost to whatever extent 
he wishes. I f he goes into c h e m i c a l patent l a w , he can assume a pos i t i on 
w i t h a large corporat ion that has a chemica l patent department. H e c o u l d 
then become i n v o l v e d i n a par t i cu lar area of chemistry , w o r k i n g on a d a i l y 
basis w i t h chemists w h o are conduct ing research a n d development i n that 
area. I n the larger companies this c o u l d be a h i g h l y spec ia l ized area. 

A c h e m i c a l patent attorney c o u l d take a pos i t ion w i t h a m e d i u m - or 
large-s ized firm a n d become i n v o l v e d i n patent l i t igat ion . I n this phase 
of the profession, the l awyer is r e q u i r e d to m a t c h wits w i t h a n opponent 
i n w h a t is rea l ly an adversary contest. F o r those w h o find satisfaction i n 
in te l l e c tua l compet i t ion , this can be a n exc i t ing career avenue. 

I n l a w one gets re lat ive ly q u i c k results as c ompared w i t h chemistry . 
I n chemistry one can w o r k for m a n y years o n a p r o b l e m before important 
results are rea l ized . I n l a w , however , most cases are resolved w i t h i n 
two to four years after they have started. I t has been sa id that the sav ing 
grace of l a w as opposed to ph i losophy is that i n l a w one is f orced 
eventual ly to come to a decis ion. Phi losophers can freely speculate for
ever. I n l a w one gets the oppor tuni ty to exercise ph i l o soph i ca l ski l ls , 
b u t the l a w y e r is faced w i t h the real i ty that the court w i l l eventual ly 
dec ide the contest. T h e l a w y e r m a y agree or disagree w i t h the court , 
but , right or w r o n g , a dec is ion is made. E v e n before the final judgment 
is reached, there are a n u m b e r of i n t e r i m opportunit ies for v i c tory a n d 
defeat w i t h rul ings o n so-cal led " in ter locutory" matters, such as s u m m a r y 
judgment motions a n d hearings on disputes that come u p i n the d is 
covery or p r e - t r i a l phase of a case. A l a w y e r m a y thus have a n u m b e r 
of m i n o r victories a n d defeats as a case progresses, b u t w h e n he works 
o n something, he can usual ly expect a q u i c k dec is ion a n d can see the 
tangib le results of his efforts. 

M o s t chemists-turned- lawyers can expect to t rave l d u r i n g the ir l a w 
pract ice . T h e areas of the l ega l profession that m i x the d isc ip l ines of 
chemistry a n d the l a w tend to f a l l into the k i n d of pract i ce that leads to 
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8 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

t rave l , at least w i t h i n the U n i t e d States a n d often internat ional ly . I n 
a d d i t i o n this career c ombinat i on w i l l p r o b a b l y be financially r e w a r d i n g , 
a n d more t h a n chemistry , a l e g a l career gives a person a chance to be 
his o w n boss. L a w y e r s , even i n firm pract ice , t e n d to w o r k large ly o n 
a n i n d i v i d u a l basis or i n s m a l l teams as cooperative units or groups. 
T h e l a w y e r is u l t imate ly accountable to his cl ients, w h o m he must satisfy. 
M o s t lawyers h a n d l e their o w n cl ients, however , a n d i n this env ironment 
the l a w y e r has a fa i r amount of f reedom. 

F o r the chemica l ly t r a i n e d lawyer , the pract ice of l a w i n v o l v i n g 
technology can be intensely cha l leng ing , interest ing, a n d absorbing . 
H o w e v e r , i t is m u c h easier to solve the p r o b l e m of to ta l immers i on i n 
l ega l pract ice t h a n the p r o b l e m of b o r e d o m sometimes resu l t ing i n other 
professions or d isc ipl ines . A s m a n y lawyers o r ig ina l ly t r a i n e d as chemists 
or c h e m i c a l engineers have discovered, m i x i n g the disc ipl ines of chemis 
try a n d the l a w provides a n exc i t ing array of opportunit ies to achieve 
satisfaction i n a s t imula t ing a n d r e w a r d i n g career. 

RECEIVED September 9, 1976. 
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2 

Proposed Revisions in the Patent Law 

P A U L I N E N E W M A N 

F M C Corporation, 2000 Market St., Philadelphia, Pa. 19103 

Over the past 10 years there have been continuing and 
diligent efforts to change the U. S. patent laws. The major 
areas for which changes have been proposed are discussed, 
including an analysis of the changes which are receiving the 
most serious consideration. Emphasis is placed on the vari
ous methods for reexamination and opposition of patents, 
on proposals for ensuring the completeness and scientific 
validity of the technical content of patents, on proposals to 
encourage patent applicants to disclose technology ordi
narily called "know-how" in addition to the technology for 
which the patent may be granted, and on various other pro
posals which are receiving substantial attention from the 
government and the patent community. 

T n recent years, there has been a sequence of b i l l s in t roduced into the 
Congress to change the patent l a w . T h e exist ing l a w , A r t i c l e 35 of 

the U . S. C o d e , was passed i n 1952, c o i n c i d i n g w i t h the start of a remark
able upsurge i n technolog ica l g r o w t h a n d scientific advance. 

T h e 1952 Patent A c t w o r k e d w e l l i n this d e m a n d i n g environment 
a n d supported a n extraordinary n u m b e r of n e w products , n e w areas of 
business, a n d n e w businesses, large a n d smal l , a l l of w h i c h flourished i n 
partnersh ip w i t h a n effective patent system. A t the same t ime , because 
of the increasing complex i ty of advances i n technology, because of the 
e x p a n d i n g v o l u m e of scientific l i terature , a n d because of the chang ing 
methodology of research a n d development , certa in areas of the patent 
l a w have been s ing led out for r e v i e w a n d "modern izat i on , " resu l t ing i n a 
n u m b e r of proposed b i l l s f o l l ow ing u p o n the report i n 1966 of the P r e s i 
dent's C o m m i s s i o n to S tudy the Patent System. 

N o n e of these proposed b i l l s has become l a w p a r t l y because these 
b i l l s , par t i cu lar ly those in t roduced w i t h i n the past two or three years, 
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10 L E G A L RIGHTS OF CHEMISTS A N D ENGINEERS 

have p r o m p t e d a far -reaching debate into the role of patents i n today's 
business a n d technolog ica l c l imate . T h e focus of this debate is reflected 
i n certa in specific proposed changes i n the patent l a w , a n d these become 
apparent f r o m a r e v i e w of Senate B i l l 2255 w h i c h was p e n d i n g i n the 
94th Congress. 

M a n y of these changes are of par t i cu lar interest to chemists a n d 
c h e m i c a l technology, a n d thus over the years the A m e r i c a n C h e m i c a l 
Society has f o l l o w e d w i t h interest the progress of proposed modif ications 
i n the patent law. These proposed changes have impl i cat ions far b e y o n d 
the p u r e l y l e g a l / a d m i n i s t r a t i v e patent pract ice . These changes affect the 
heart of the patent system, a n d the average, e m p l o y e d chemist has a stake 
i n the patent system. I n order to carry out research i n the c h e m i c a l 
i n d u s t r y for n e w products , i m p r o v e d products , a n d n e w appl icat ions a n d 
processes, almost a lways there is a commerc ia l need to part i c ipate i n the 
patent system. W i t h o u t p a r t i c i p a t i n g i n the patent system, the bases for 
a tang ib le r e t u r n o n research a n d p lant investment w o u l d b e changed , 
a n d the incent ive for innovat ive research a n d h igh-r i sk product develop
ment w o u l d be d imin i shed . 

E v e r y country i n the w o r l d has f o u n d reason to have a patent sys
tem. I t is in tended as a n incent ive system, a n incent ive for a major 
aspect of the economy: that w h i c h has to d o w i t h n e w products a n d n e w 
ideas, the commerc ia l use of n e w ideas, a n d the investment of r isk 
c a p i t a l i n n e w products . T h i s incent ive is more important i n some fields 
t h a n i n others. F o r example, i n the pharmaceut i ca l a n d pestic ide fields, 
one wonders whether there w o u l d even be pr ivate research w i t h o u t 
patents. M a n y people t h i n k n o t — o r not o n the present scale, b u t t h e n 
the government, H E W , a n d the D e p a r t m e n t of A g r i c u l t u r e m i g h t fill the 
gap. 

A patent is also a n incent ive for the disclosure of technolog ica l 
advances that m i g h t otherwise be kept secret. Patents are restr icted to 
prac t i ca l , c o m m e r c i a l ideas; bas ic scientific pr inc ip les are not patentable 
b u t are ava i lab le to a l l u p o n the ir d iscovery a n d pub l i ca t i on . 

M a n y n e w businesses started w i t h a n idea a n d a patent. H o w w o u l d 
they have been affected b y a d i m i n i s h e d patent system? W o u l d smal l 
inventors w i t h good ideas mere ly t ry to sel l the ideas to b i g business i n 
the k n o w l e d g e that w i t h o u t patents they couldn ' t compete w i t h b i g 
business? W h a t is the inventor 's protect ion against appropr ia t i on of his 
i d e a w h i l e he is t r y i n g to se l l it? 

Yet , over the years, there have been cases w h e r e patent owners have 
been f o u n d to have abused the ir patent rights i n seeking to use the 
patent asset for more t h a n its l i m i t e d proper legal purpose. At tempts to 
extend a patent m o n o p o l y to cover unpatented goods, for example, have 
cast a c l o u d over the entire system. I n today's environment of free enter-
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2. N E W M A N Revisions in the Patent Law 11 

pr ise a n d encouragement of compet i t ion , such abuses appear to have 
shi f ted certa in in f luent ia l attitudes t o w a r d harsh restrictions o n the ro le 
of patents i n our economy. W h e r e is the proper balance? W h e r e is the 
p u b l i c i n t e r e s t — i n strong encouragement of n e w discoveries, or at the 
other extreme, a complete ly open marketplace at the possible expense of 
n e w discoveries? W i l l our nat iona l economy be stronger or weaker i f 
w e sacrifice some pr ivate research a n d creat iv i ty for a more open market 
place? 

T h e answer isn't c lear a n d is the subject of c o n t i n u i n g a n d hea l thy 
debate. T h e pos i t ion has been taken b y some government spokesmen 
a n d some legislators that it's too easy today to get a patent a n d that cor
porations par t i cu lar ly shou ld have extra obstacles p l a c e d i n the p a t h of 
p a r t i c i p a t i n g i n the patent system. O t h e r government spokesmen, other 
legislators, a n d most of the indust r ia l / s c i ent i f i c c o m m u n i t y have argued 
that our need for technologica l advance is greater t h a n ever a n d that 
d i m i n u t i o n of the patent incent ive is not i n the nat iona l interest a n d not 
i n the interest of economic g r o w t h a n d i n d u s t r i a l expansion. 

T h i s debate has been s t imulated b y the considerat ion i n the Senate 
over the past f ew years of various proposals for chang ing the present 
patent l a w , cu lminat ing i n the passage of Senate B i l l 2255 i n F e b r u a r y 
1976. T h i s b i l l was not considered b y the H o u s e i n the 94th Congress , 
a n d it is h o p e d that the H o u s e J u d i c i a r y Subcommittee w i l l h o l d p u b l i c 
hearings should S.2255 or s imi lar far - reach ing patent leg is lat ion come 
before i t . 

F o l l o w i n g are some of the proposed changes that w o u l d have a n 
impac t o n the interests of chemists a n d the c h e m i c a l industry . 

Reexamination and Opposition 

I t is general ly agreed that there shou ld b e some change i n the l a w 
to fac i l i tate p u b l i c par t i c ipa t i on i n the patent examinat ion process. T h i s 
is a result of the g r o w i n g v o l u m e of the scientific l i terature a n d the 
increas ing complex i ty of the sources to be searched. A person w h o knows 
of reasons w h y a patent shou ld not have issued shou ld be able to b r i n g 
these reasons before the Patent Office, a n d the Patent Office s h o u l d 
reexamine the patent a n d r e v i e w its p r i o r decis ion. These reasons are 
almost a lways p u b l i s h e d l i terature re ferences—cal led " p r i o r a r t " i n the 
t r a d e — t h a t the patent examiner missed i n the search. 

T h e r e have been m a n y proposals on h o w to ac compl i sh reexamina
t i on . M o s t fore ign countries have a re lat ive ly s imple procedure , w h e r e b y 
for a f e w months after a patent is p u b l i s h e d some t h i r d person c a n file 
w i t h the Patent Office, i n w r i t i n g , the reasons w h y the Patent Office 
s h o u l d not grant the patent. T h e opposer a n d the patent app l i cant t h e n 
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12 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

argue about i t i n w r i t i n g ; i f n e w references are c i t ed b y the opposer, as 
is usua l ly the case, they argue about the references. I n most countries 
the app l i cant can change the c laims i f appropr iate to a v o i d the n e w 
references. E x c e p t for the possibi l it ies of abuse i n the amount of t ime 
a patent can be t i ed u p b y vigorous opposers, this isn't a b a d system. 

S.2255 goes far b e y o n d this type of oppos i t i on procedure . T h e r e 
are t w o qui te different proceedings i n S.2255, b o t h of w h i c h are n e w 
k inds of patent opposit ions. Sect ion 135 provides for a c lassical sort of 
oppos i t ion proceeding , avai lab le for the first year after the patent is 
granted b u t w i t h embel l ishments. T h e oppos i t ion is not l i m i t e d to w r i t 
ten or ora l arguments on a record , based on p r i o r art or other reasons. 
T h e r e is ava i lab le to the opposer, to the appl i cant , a n d to the Patent 
Office Sol ic i tor the f u l l sweep of federal discovery procedures—discovery 
of each other, of their chemists a n d the i r managers, of the ir files a n d 
their notebooks. T h e r e is also avai lable , i n n e w Sect ion 23, the right to 
subpoena people a n d records that have no re lat ion to either the patent 
app l i cant or the opposer a n d no invo lvement i n the opposit ion. F o r 
example , i f I at F M C w a n t e d to oppose a n app l i ca t i on filed b y C y a n a m i d 
i n the synthetic fiber area, a n d I thought that D u P o n t or E a s t m a n or 
Monsanto might have w o r k e d i n re lated areas—i.e. , h a d "pr ior k n o w l e d g e " 
that might h e l p prove that the C y a n a m i d invent ion was "obvious to one 
s k i l l e d i n the ar t " or subject to other d i s a b i l i t i e s — I c o u l d seek to b r i n g 
out this p r i o r knowledge of D u P o n t a n d E a s t m a n a n d Monsanto . O f 
course they m i g h t resist, a n d there w o u l d be motions to quash sub
poenas, motions for secrecy orders, a n d m a n y other legal actions. T h e 
Patent Office Sol ic i tor or examiner can also do this on his o w n in i t ia t ive . 
T h e purpose is c lear a n d c lear ly stated: " a comprehensive p l a n for the 
parties to a n Office proceed ing to obta in evidence." 

O n e can't argue w i t h the ph i l osophy b e h i n d this purpose. O n e can 
argue on ly w i t h the need for so elaborate a remedy at this stage of the 
patent app l i ca t i on process w h e n the possibi l i t ies for abuse a n d harass
ment are enormous. O n e can t ie u p a patent for m u c h of its l i fe , w h i c h 
w o u l d r u n f r o m the filing date a n d not be extended b y such proceedings. 
T h i s seems to m e to ou twe igh the leg i t imate benefits of b r i n g i n g p e r t i 
nent, u n p u b l i s h e d pr ivate in format ion before the Patent Office to improve 
the patent examin ing process. ( P u b l i s h e d in format ion c o u l d be sub
m i t t e d by s impler , s tandard procedures. ) W h e n y o u finish, i f y o u r funds 
h o l d out a n d assuming it's a va luab le invent ion ( i f i t weren't , i t m ight 
not be so v igorous ly opposed ) , y o u m a y have to go through a l l this 
aga in i n an in fr ingement suit against the same opposer. 

T h e chie f v i c t ims of this procedure c o u l d w e l l be sma l l companies , 
or i n d i v i d u a l s , w h o make good inventions i n fields where other companies 
are a lready established. T h e chie f beneficiaries w o u l d seem to be estab-
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2. N E W M A N Revisions in the Patent Law 13 

l i s h e d businesses w h o c o u l d be hur t b y the compet i t i on of n e w ideas or 
improvements i n the ir established businesses. O n e cannot expect that 
a l l oppositions w i l l be filed solely w i t h the p u b l i c interest i n m i n d . T h i s 
leads to another of the objections to this sort of complex oppos i t ion p r o 
ceed ing : that i t need not be used a n d there m a y be l i t t l e incent ive to use 
it . T h u s the leg i t imate purpose of i m p r o v i n g the examinat ion of patents 
m a y be thwarted . 

I a m i n favor of procedures that b r i n g a l l pert inent in f o rmat i on 
before the Patent Office. I a m i n favor of procedures for the c i tat ion a n d 
argument of references. K n o w l e d g e of pr i o r use or sale shou ld be brought 
out reasonably. F r o m there on, I be l ieve that the financial/legal b u r d e n 
that w o u l d be imposed b y S.2255 w o u l d have a n adverse effect o n par 
t i c ipa t i on i n the patent system a n d that this adverse effect outweighs 
any p u b l i c benefit of not l e t t ing even one m a r g i n a l patent s l ip by . 

A s a result of a lot of t h i n k i n g b y a lot of people, there has emerged 
a n alternative proposa l that attempts to consolidate the best of the 
oppos i t ion a n d reexaminat ion procedures to achieve the benef ic ial effects 
a n d yet to reduce the costs of not on ly opposit ions but also patent l i t i g a 
t ion . T h i s alternative proposa l has p r o v i d e d the focus for attempts to 
i m p r o v e S.2255. T h i s proposa l has come to be k n o w n as " C h a p t e r 3 1 " 
because that was its p lace i n a b i l l i n t roduced i n the Senate b y Senator 
F o n g . It h a d broad support f rom industry a n d bar associations, but i t 
d idn ' t carry i n the Senate i n its o r ig ina l f o rm. 

C h a p t e r 31 p r o v i d e d that anyone c o u l d request the Patent Office at 
any t ime to reexamine an issued patent b y c i t i n g n e w references. W r i t t e n 
arguments c o u l d be submit ted , the patentee c o u l d n a r r o w his c la ims, 
a n d the Patent Office w o u l d reexamine the patent i n the l ight of this 
n e w in format ion . If, d u r i n g l i t igat ion , the v a l i d i t y of a patent were 
at tacked because of n e w references that weren 't before the Patent Office, 
C h a p t e r 31 r e q u i r e d that this too go to the Patent Office for reexamina
t i on a n d for an advisory o p in i o n b y the examiner. T h i s is based o n the 
statistic that somewhat over 7 0 % of the patents that the courts have 
h e l d i n v a l i d over the past f ew years were h e l d i n v a l i d o n the basis of 
references that w e r e not before the Patent Office, a n d presumably i f the 
Patent Office h a d h a d the references, they w o u l d not have issued the 
patent. Reexaminat ion under C h a p t e r 31 w o u l d be l i m i t e d to p u b l i s h e d 
references, a n d thus there w o u l d be no need for d iscovery or depositions 
or cross-examination. It w o u l d be a n inexpensive procedure that w o u l d 
cover almost a l l of the reasons for i n v a l i d i t y that c o u l d arise i n a f u l l 
b l o w n oppos i t ion proceeding . 

C h a p t e r 31 was opposed b y the Justice D e p a r t m e n t a n d some legis
lators. Observers be l ieve that there are t w o major reasons. O n e reason 
is apparent ly that i t does not a l l o w as far - reaching a n attack on a patent 
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14 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

as c o u l d arise i n a f u l l y contested opposi t ion , so that m a r g i n a l patents or 
c la ims c o u l d s l ip through a C h a p t e r 31 proceeding. T h e other object ion 
is the obl igatory re ferral to the Patent Office d u r i n g l i t igat ion . I t is gen
eral ly be l i eved that judges are harder o n patents—espec ia l ly w i t h a v i g 
orous adversary attacking the patent, the inventor , a n d the i n v e n t i o n — 
t h a n w o u l d be the Patent Office o n its o w n reexaminat ion. T h u s , the 
compulsory re ferra l of C h a p t e r 31 was v igorously opposed. 

Nevertheless , there was a p a r t i a l compromise i n c l u d e d i n S.2255 i n 
the f o r m of a last -minute amendment that appears as Sect ion 135A. It 
provides for a reexaminat ion proceed ing after the one-year oppos i t ion 
p e r i o d has r u n . A t any t ime d u r i n g the r e m a i n i n g l i fe of the patent , 
anyone can request the Patent Office to reexamine a patent based o n 
n e w references. T h e patent owner c a n t change his c laims as a result of 
reexaminat ion , except t h r o u g h a reissue procedure as at present. T h i s 
route c a n t be used i f the patent is i n l i t i ga t i on unless the judge h imse l f 
decides to ask the Patent Office for an advisory op in ion , b u t the judge 
doesn't have to ask for the advice , a n d of course he doesn't have to take 
the advice . 

I n early 1976 i t appeared that the H o u s e of Representatives w o u l d 
take u p S.2255 d u r i n g that session of Congress . I n ant i c ipat ion of that 
act ion, Congressman H o r t o n i n t r o d u c e d a reexaminat ion b i l l d ra f ted b y 
the Rochester Patent L a w Assoc iat ion based heav i ly o n C h a p t e r 31 b u t 
mod i f i ed i n a f e w areas. W h e n a s imi lar b i l l was in t roduced i n the pre 
vious session of Congress , i t re ferred to a n earl ier letter to the Senate 
submit ted b y the A m e r i c a n C h e m i c a l Society r e c o m m e n d i n g stepwise 
leg is lat ion i n specific areas of the exist ing patent l a w a n d suggesting that 
oppos i t ion proceedings w o u l d be a good place to start. I n June 1976 
Congressman W i g g i n s i n t r o d u c e d a b i l l w h i c h e m b o d i e d C h a p t e r 31 i n 
its o r i g ina l f o rm as an amendment to the exist ing patent l a w . T h i s a p 
p r o a c h has rece ived general support f r o m the patent c o m m u n i t y as a 
so l id a n d important step i n meet ing the needs of a patent system i n t e n d e d 
to encourage technolog ica l g rowth . 

Joint Inventorship 

O f major concern to the scientific c o m m u n i t y are those aspects of 
S.2255 that relate to jo int inventorship . L e g i s l a t i o n is needed i n this 
area to c lar i fy ambiguous a n d conf l i c t ing decisions, l a w , a n d pract ice . 
S.2255 took a g iant step b a c k w a r d . W i t h the g r o w t h of technology a n d 
the increased complex i ty of invent ions , often more t h a n one person 
makes a n invent ive contr ibut i on to a patentable advance. N o t every 
invent i on is created f u l l - b l o w n i n the m i n d of one person b u t is creat ively 
deve loped , sometimes b y teams of researchers, sometimes b y successive 
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2. N E W M A N Revisions in the Patent Law 15 

contributors . S.2255 expressly does not p e r m i t this recogni t ion of h o w 
inventions are made. S.2255 requires that a l l jo int inventors must have 
contr ibuted to every c l a i m i n the patent. Proponents of this requirement 
have stated that the ir purpose is to reduce , as a matter of nat i ona l po l i cy , 
the issuance of patents based o n "corporate invent ions . " I do, indeed , 
th ink i t w i l l have this effect. I t presupposes that inventions made b y 
two people are not i n the nat i ona l interest w h i l e inventions m a d e b y one 
person are. I k n o w n o basis for the conc lus ion that complex invent i on 
a n d corporate technolog ica l leadership i n this country shou ld be iso lated 
f r o m our on ly i n v e n t i o n incent ive system. T h e exist ing l a w on jo int 
inventorship needs c lari f icat ion. O t h e r b i l l s before the Senate offered 
advances i n this area, b u t these were not e m b o d i e d i n S.2255. 

Assignee Filing 

S.2255 provides that a patent app l i ca t i on m a y be filed a n d issued i n 
the name of the patent owner , p r o v i d e d the inventors are correct ly 
ident i f ied a n d p r o v i d e d that joint inventions meet the requirements d is 
cussed above. T h i s is different f r o m the present l a w , w h i c h prov ides 
that a patent is filed a n d issued i n the name of the inventors w i t h the 
patent owner also l i s ted on the patent. I k n o w of no corporate group 
that v igorously u r g e d this change, a n d i t provides very l i t t l e l ega l a d 
vantage. I f i t was inserted as a sop to the corporate appl i cant , i t is a 
m i n o r concession. O w n e r s h i p r ights as to patent appl icat ions are based 
o n the l ega l re lat ionship be tween the inventor a n d the assignee a n d not 
on the technica l i ty of i n whose name the patent app l i ca t i on is filed. 

Disclosure Requirements 

T h e r e seems to be, i n some circles, the suspic ion that the draftsmen 
of patent appl icat ions try to conceal the substance of a n i n v e n t i o n rather 
than to emphasize i t . W h e t h e r this was ever the case, I m not sure, 
b u t today the penalties for p r o v i d i n g a n y t h i n g other than a f u l l y enab l ing 
disclosure are so great that a patent app l i cant is cer ta in ly i l l - a d v i s e d to 
p l a y that game. O n e hears chemists c o m p l a i n about the difficulties of 
t r y i n g to repeat experiments i n the Journal of the American Chemical 
Society, or worse, i n Chemical Abstracts, because of the lack of deta i l . 
M o s t patent appl icants i n the c h e m i c a l field find today that i t is advisable 
legal ly to i n c l u d e more de ta i l t h a n w o u l d be i n c l u d e d i n a j ourna l art ic le 
s i m p l y because the risk of even a n appearance of w i t h h o l d i n g pert inent 
data carries such h i g h penalties. S.2255 prov ides for t e chn ica l disc losure 
a n d rev i ew a n d discussion of the l i terature w e l l b e y o n d that w h i c h a 
chemist m i g h t fee l ca l l ed u p o n to inc lude i n a t e chn i ca l art ic le o n w h i c h 
his professional reputat ion m i g h t ride. 
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16 L E G A L RIGHTS O F CHEMISTS A N D ENGINEERS 

There are n e w provisions i n S.2255 re lat ing to the ob l igat ion to 
m a k e "reasonable i n q u i r y " into a l l re lated in format ion " i n the possession 
or contro l " of the inventor , the appl i cant , the assignee, a n d the patent 
agent or lawyer . Some people interpret this as m e a n i n g that a l a w y e r 
w i t h different clients m i g h t be compe l l ed to te l l the Patent Office the 
trade secrets of one cl ient i f they m i g h t have any re lat ionship to the patent 
app l i ca t i on of another c l ient. T h i s is perhaps not the intent ion, a n d I 
t h i n k i t c o u l d be c lari f ied. I t is general ly agreed that this clause, a l though 
not unreasonable on its face, provides further g i m m i c k y technical it ies to 
be resolved i n future l i t igat ion . 

Importation of Products Made Abroad 

Sect ion 271 of S.2255 w o u l d prov ide some s m a l l measure of protec
t i o n to manufacturers w h e n the ir process w h i c h is patented i n this c oun 
t ry is prac t i ced outside of the country, presumably b y cheaper labor , 
w i t h the goods then i m p o r t e d to the detr iment of the U . S . manufacturer 
a n d to labor p a i d o n U . S . standards. H o w e v e r , this prov is ion takes effect 
on ly i f the impor ter is the exclusive or p r i m a r y distr ibutor . I f there are 
several non-exclusive d is tr ibutors—none be ing " p r i m a r y " — t h i s safeguard 
w o u l d not app ly . T h i s ent ire prov is ion thus w o u l d be easy to avo id . 
T h e r e are impor tant issues here i n v o l v i n g labor p o l i c y a n d internat ional 
t rade as w e l l as patent l a w a n d fairness. A n y change i n the l a w shou ld 
consider a l l the issues. 

A n o t h e r n e w prov is ion i n Sect ion 271 provides that a patented 
invent ion , i f substantial ly completed w i t h i n the U n i t e d States a n d then 
finally comple ted elsewhere, cannot a v o i d in fr ingement of the U . S . 
patent. T h i s is a useful clause because a recent U . S . court dec is ion h a d 
h e l d that a l l aspects of a patented invent i on must be prac t i ced w i t h i n 
the U n i t e d States i n order to in fr inge the U . S . patent. I t n o w remains 
for the courts to decide w h a t is meant b y "substant ia l ly completed . " 

'Patentability Brief 

A n o t h e r prov is ion of interest to chemists is the compulsory filing of a 
"patentab i l i ty br ie f , " w h e r e i n the inventor discusses pert inent l i terature 
references a n d other b a c k g r o u n d in format ion a n d explains w h y his i n v e n 
t i o n is patentable i n the l i ght of this background . T h i s requirement for 
a patentabi l i ty br ie f is not i n itself disadvantageous. I t does, however , 
present risks to the patent app l i cant w h e n considered i n the context of 
other provis ions of S.2255, par t i cu lar ly that w h i c h requires that the 
inventor , the assignee, a n d the attorney invest igate a l l sources of in for 
m a t i o n w i t h i n the ir possession or contro l—this surely means w i t h i n a l l 
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2. N E W M A N Revisions in the Patent Law 17 

laboratories, even overseas laboratories of a m u l t i n a t i o n a l corporat ion , 
a n d a l l other chemists w o r k i n g i n these laborator ies—to inc lude i n the 
patentab i l i ty br ie f a l l pert inent in format ion w h i c h the company m a y 
have. A n y chemist i n a b i g company w h o thought he was w o r k i n g i n 
iso lat ion w i l l n o w find himsel f i n contact w i t h colleagues throughout the 
company a n d its subsidiaries. 

Deferred Examination 

D e f e r r e d examinat ion was i n i t i a l l y used i n countries w i t h five or 
more years of back log of untouched patent appl icat ions a n d where the 
b a c k l o g was gett ing worse each day. T h e U . S . Patent Office h a d a large 
back log itself a f e w years ago, b u t thanks to efficient commissioners a n d 
various procedures for accelerat ing prosecution, at present i n the U n i t e d 
States the major i ty of patent appl icat ions are processed w i t h i n 18 months 
of filing. Nevertheless , S.2255 provides for deferred examinat ion, even 
though f e w patent users are n o w u r g i n g this step. 

There isn't t ime to go into the arguments for a n d against deferred 
examinat ion or to discuss the other n e w provisions conta ined i n S.2255. 
M a n y of us w h o be l ieve that a good patent system, des igned to encourage 
technolog ica l progress, is important to our country , are concerned about 
the major a n d m i n o r changes be ing proposed i n the patent l a w w i t h 
inadequate study a n d inadequate p u b l i c par t i c ipat i on . 

Cost and Benefits 

H o w m u c h shou ld i t cost to get a patent? W h o shou ld p a y this cost: 
the inventor? the government? the p u b l i c ? A n Inf lat ionary Impac t 
Statement was prepared by the government i n connect ion w i t h one of 
the b i l l s that l e d to S.2255. It was est imated that the cost to the govern
ment u n d e r present l a w averages $1500 per patent app l i ca t i on (this 
average was based on the total of mechanica l , e lectr ical , a n d c h e m i c a l 
patents ) . T h e statement est imated that a n a d d i t i o n a l $1233 per a p p l i 
cat ion w o u l d be added , m a k i n g the cost to the government a n average 
of $2733 per app l i ca t i on . T h e government also est imated that the i n 
creased cost to the patent app l i cant w o u l d be 8 0 % over present cost. 
M a n y industries have est imated the increase to be several times that 
amount, w i t h the highest est imated increase c o m i n g f r o m the c h e m i c a l 
industr ies because c h e m i c a l processes a n d the ord inary pract ice of 
c h e m i c a l exper imentat ion w o u l d present the greatest burdens i n c o m 
p l y i n g w i t h the proposed n e w l a w . 

T h e government, us ing these figures, est imated that the rate of 
patent filing w o u l d drop b y one- th ird . T h e y d i d not respond to the 
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18 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

quest ion of whether this is a desirable result or the des ired result . 
N o t h i n g has been heard f r o m the sponsors of the adminis trat ion -sup
p o r t e d patent b i l l s as to whether this result is i n the nat i ona l interest. 
Perhaps w e rea l ly are better off w i t h one - th i rd fewer technica l d i s 
closures, b u t w h i c h th i rd? M a n y of our major industries , p a r t i c u l a r l y 
h igh-technology industr ies , are deep ly i n v o l v e d w i t h the patent system. 
W e d o n t k n o w h o w the next generation of possible n e w industries w o u l d 
approach the h i g h investment a n d h i g h risk c l imate of today. T h e conse
quences are not w e l l understood a n d concern us a l l . 

Summary 

S.2255 represents, I be l ieve , a ca l cu la ted move t o w a r d a d i m i n i s h e d 
patent incent ive system. I f this ph i l osophy preva i l s—that patents s h o u l d 
i n d e e d be a d i m i n i s h e d factor i n our compet i t ive e conomy—we m a y never 
k n o w where our technology m i g h t have gone i n a n environment more sup
por t ive of creat iv i ty a n d n e w ideas. I t is m y personal v i e w that the risks 
of damage to our technolog ica l future are sufficiently r e a l that n o change 
of the m a g n i t u d e of S.2255 shou ld be m a d e unless w e have a better i d e a 
of the consequences. I a m not i n favor of S.2255 because I be l ieve that 
the disadvantages ou twe igh the advantages. I support stepwise a m e n d 
ment to the present l a w , to modern ize i t where appropr iate , to cod i fy 
judge-made changes i n the l a w as appropr iate , to c lar i fy ambiguit ies that 
have deve loped since the 1952 Patent A c t , and , as the foremost cons id 
erat ion, to p rov ide a n increased incent ive to our nat iona l economic 
strength a n d technolog ica l preeminence. I hope that scientists a n d c h e m 
ists, as users of the patent system, w i l l speak out o n whatever the i r v iews 
m a y be as n e w patent legis lat ion is proposed. 

R E C E I V E D September 17, 1976. 

Discussion 
Q . W h a t can the average person do i n this context? 

A . I be l ieve that par t i c ipa t i on i n the p o l i t i c a l process is i n o r d e r — 
to express whatever v iews a person m i g h t have. I t h i n k that is about a l l 
the average person m i g h t do, b u t i t is something that w e are i n c l i n e d 
not to do, a n d I th ink this leg is lat ion is important enough to act on . 

Q . W h a t do y o u t h i n k w i l l be the cost to the average smal l inventor 
u n d e r this n e w b i l l ? 

A . Y o u have to look at the cost of this b i l l i n phases. T h e filing phase 
w i l l p r o b a b l y increase his l ega l fees substant ia l ly i n terms of the increased 
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2. N E W M A N Revisions in the Patent Law 19 

effort i n filing a n d prosecution, b u t the rea l cost and , I th ink , the r e a l 
h a z a r d is the poss ib i l i ty of p u t t i n g the smal l inventor i n a s i tuat ion w h i c h 
he c a n t hand le financially i n the opposi t ion aspects of the b i l l ; these come 
at a t ime f a i r l y early i n the l i f e of a patent w h e n the inventor m a y not 
k n o w the true w o r t h of the invent ion . T h e d ivers ion of the inventor s 
resources to what has been compared w i t h a ful l -scale d istr ict court 
proceed ing , w i t h the k inds of discovery a n d test imony that one sees i n 
patent l i t igat ion , w o u l d p u t the patent oppos i t ion system i n the context 
of l i t i ga t i on rather than i n a n administrat ive proceeding. T h e figure of 
$10,000—20,000 is b e i n g used i n eva luat ing the cost of fighting an oppo
s i t ion through its f u l l potent ia l b u r d e n under S.2255. 

Q . Is there any chance of amending the b i l l to separate the corpo
rate inventor f r o m the pr ivate inventor? 

A . T h e r e has been an attempt i n the b i l l to recognize the d i s a b i l i 
ties, the extra burdens , on the smal l inventor i n that there is a prov i s i on 
w h i c h says that for an i n d i v i d u a l inventor , or those w h o meet the def in i 
t i o n of a smal l business as def ined i n our laws, there is an u p p e r l i m i t 
o n the filing a n d issuance fees of the patent. T h a t u p p e r l i m i t is $100. 
T h a t same clause says that there w i l l be a m i n i m u m lower l i m i t of 
$200 for the corporate appl i cant . N o w that difference does not solve the 
quest ion that y o u ra ised , but i t is as far as the sponsors of the b i l l are 
apparent ly w i l l i n g to go. I th ink that w h e n associations of b i g business 
t e l l the government that they are w o r r i e d about h o w this is go ing to 
h e l p or h u r t the smal l inventor , they don't receive m u c h attention. I t 
isn't r emembered that most b i g business started smal l . 
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Special Compensation for Salaried Chemists 
and Rewards for Inventors 

W I L L A R D MARCY 

Research Corp., 405 Lexington Ave., New York, Ν. Y. 10017 

Special compensation for the employed inventor has been 
mandated by statute for many years in a number of coun
tries foreign to the United States. In this country such com
pensation, if any, is customarily provided by individual 
employers at their discretion. While a bill to provide man
datory compensation has been introduced with modifications 
by Rep. Moss of California at each session of Congress since 
1970, no action has yet been taken. During this period the 
ACS Committee on Patent Matters and Related Legislation, 
jointly with the Economic Status Committee, has been 
studying the various provisions of the bill in order to adopt 
an official ACS position on it. The relationships between 
this bill and existing legislation in other countries are dis
cussed. Proposals and procedures other than legislative are 
outlined for on-going discussion. 

adoxica l ly , the wor ld ' s first society to recognize t h r o u g h l a w the 
«*• right of employed inventors to receive a r e w a r d for the ir w o r k was 
H i t l e r ' s G e r m a n y . T h e country 's desperate s i tuat ion i n the ear ly 1940s 
ca l l ed for the immed ia te deve lopment of n e w products a n d processes, 
a n d i t was proposed that inventors a n d innovators s h o u l d be s t imulated 
b y monetary rewards proport ionate to the va lue of the i r contr ibut ion . 
T h u s was b o r n the G e r m a n " L a w R e l a t i n g to Inventions of E m p l o y e e s " 
w h i c h went into effect on J u l y 21, 1942. 

T o d a y , w e also have a n urgent need for innovat ion , a lbe i t for vast ly 
different purposes. S h o u l d w e st imulate inventors t h r o u g h a l ega l ly 
de termined m e t h o d of compensat ion, a n d i f this is i m p r a c t i c a l or unde 
sirable , w h a t other methods c a n be used to increase creat iv i ty? 

20 
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3. M A R C Y Special Compensation and Rewards 21 

Since W o r l d W a r I I p u b l i c interest i n i n n o v a t i o n has b e e n steadi ly 
increasing. Conservat ive ly , innovat i on is a g r o w t h industry . W h i l e the 
words were scarcely k n o w n a n d se ldom used 25 years ago, ta lk of " i n n o 
v a t i o n ' a n d "technology transfer" c a n n o w be h e a r d at almost every 
nat i ona l a n d internat ional conference, a n d the words c a n be read every 
d a y i n lay a n d technica l journals a r o u n d the w o r l d . 

" I n n o v a t i o n " has become a ca t chword for descr ib ing a h i g h l y c o m 
p lex process. S t r i p a w a y the superf ic ial appearances of c o m m o n usage, 
log ic , a n d good reasoning, a n d y o u find strong biases, i l l o g i c a l opinions , 
emotions, a n d legalisms. F o r this paper , however , let us b e content w i t h 
a s imple def init ion. Innovat ion is the procedure b y w h i c h n e w products 
a n d processes are conceived, deve loped , a n d in t roduced in to p u b l i c use. 
Innovat ion is a s imple concept i n theory; i n pract ice , i t is extremely 
complex . 

W h y is innovat ion important , a n d w h y are so m a n y people inter 
ested i n it? O n e reason is that accelerat ing progress over several decades 
n o w leads people to ask: ' W h a t ' s new? W h a t ' s better? W h a t w i l l m a k e 
us healthier a n d happier? H o w c a n w e protect our environment a n d 
expan d our sources of energy? H o w do w e max imize the good i n n o v a 
tions a n d m i n i m i z e or e l iminate the bad? A r e p u b l i c funds , increas ingly 
devoted to innovat ion since W o r l d W a r I I , b e i n g w e l l spent?" 

R e t u r n i n g to our o r i g ina l quest ion concerning compensat ion for 
e m p l o y e d inventors, some assumptions are necessary before w e c a n 
attempt a n answer. W e assume that change is necessary a n d desirable , 
a n d the innovat ive process cannot be stopped. W e assume at least part 
of the innovat ive process must be carr i ed through before w e can judge 
whether any g iven deve lopment is good or b a d . T o ensure that w e d o 
not miss the good innovations, w e assume that w e must encourage a n d 
promote the use of the innovat ive process generally. F i n a l l y w e assume 
that mot ivat ing i n d i v i d u a l s to invent is one w a y to p r o d u c e more 
innovations. 

B a s e d on these assumptions, a n d tak ing h u m a n nature into account, 
a n obvious conclus ion is that r e w a r d i n g inventors w i l l mot ivate t h e m to 
invent . Man-on-the-street inventors , i f successful, ga in the ir rewards 
d i rec t ly f r o m p u b l i c use of the ir inventions. E m p l o y e d inventors, h o w 
ever, must depend on the g o o d w i l l , imaginat ion , a n d largesse of the i r 
employers—industry , government, or academia . A l t h o u g h m a n y large 
corporate employers do have vo luntary employee—inventor compensat ion 
programs, g o o d w i l l a n d largesse m a y not be f o r thcoming f r om m a n y , i f 
not most, intermediate a n d smaller companies a n d government employers 
w i t h o u t some direct or ind irect persuasion. 

W h i l e G e r m a n y operated under the " L a w R e l a t i n g to Inventions of 
E m p l o y e e s " b e g i n n i n g i n 1942 ( rewr i t ten i n 1957 a n d a m e n d e d i n 1961 
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22 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

a n d 1968) , other nations e ither d i d not k n o w of the pract i ce or d i d not 
recognize its effects u n t i l w e l l into the 1950s. S ince then at least 15 
countries have deve loped a n d p r o m u l g a t e d s imi lar laws based o n the 
G e r m a n precedent . A l l stem f r o m the assumptions that monetary s t i m u 
l a t i o n w i l l mot ivate inventors a n d innovators to the p u b l i c benefit a n d 
that the adequacy of such s t imulat ion depends on the force of l a w . 

N o s imi lar leg is lat ion was i n t r o d u c e d i n the U n i t e d States u n t i l 
R e p . M o s s of C a l i f o r n i a filed a b i l l i n the U . S. H o u s e of Representa
tives i n 1970. H i s o r i g ina l b i l l f o l l owed the format of the G e r m a n l a w 
w i t h some modif ications to make i t more app l i cab le to condit ions i n 
the U n i t e d States. T h e proposed legis lat ion, filed p r i m a r i l y at the i n s t i 
gat ion a n d w i t h the h e l p of the C o o r d i n a t i n g C o m m i t t e e of the C a l i f o r n i a 
sections, a coa l i t ion of A m e r i c a n C h e m i c a l Society sections, a n d cer ta in 
other professional societies, h a d no congressional act ion taken o n i t a n d 
exp i red w i t h that session. N e w b i l l s w i t h modif ications w e r e filed i n 
subsequent years, the latest da ted M a r c h 25, 1975. N o act ion has been 
taken on any of these, a n d no corresponding leg is lat ion has been filed 
i n the U . S . Senate. T h e 1975 vers ion was s t i l l p e n d i n g w h e n the 94th 
Congress adjourned. 

A compar ison of the latest vers ion of the M o s s B i l l w i t h the current 
G e r m a n l a w shows cer ta in s imilarit ies . B o t h relate to rights i n patentable 
invent ions a n d proposals for technica l improvements , a n d each appl ies 
to a l l types of e m p l o y e d inventors—indus t r ia l , academic , c i v i l servants, 
a n d a r m e d services. B o t h d is t inguish between "service" invent ions , to 
w h i c h employers have rights, a n d " free" inventions , w h i c h be l ong to the 
employee. E a c h contains general language regard ing proper a n d ade
quate compensat ion for e m p l o y e d inventors. B o t h i n c l u d e provis ions 
re la t ing to domest ic a n d fore ign patent ing a n d p r o v i d i n g for in terna l 
counse l ing a n d for outside m e d i a t i o n (arb i t ra t i on ) a n d l ega l procedures 
i n cases of unreso lved controversy. 

Def in i t ions of technica l improvements differ. A s compared w i t h 
M o s s B i l l , the G e r m a n l a w places greater restrictions on the rights of 
inventors e m p l o y e d b y government a n d academe. T h e G e r m a n l a w 
provides that the employer c a n o b t a i n nonexclusive as w e l l as exclusive 
r ights ; the M o s s B i l l is l i m i t e d to exclusive rights. Differences exist as 
to the extent of r ights i n fore ign patents a c q u i r e d b y the employer . 
Dif ferences also exist i n the in terna l counsel ing procedures a n d i n patent
i n g procedures re lated to d i f fer ing patent laws i n the t w o countries. 

I n order to execute the provis ions of the G e r m a n l a w , direct ives 
have been issued w h i c h , w h i l e stated to be guidel ines , have, i n effect, 
the force of the l a w itself. These direct ives spe l l out procedures for 
d e t e r m i n i n g the compensat ion to w h i c h inventor-employees are ent i t led . 
T h e factors taken into considerat ion are the va lue of the invent ion , the 
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3. M A R C Y Special Compensation and Rewards 23 

employee's duties a n d pos i t ion , a n d the cont r ibut i on of the employer 
to the m a k i n g of the invent ion . C o m p l e x formulas a n d tables are p r o 
v i d e d to a i d i n assessing these factors. N o s imi lar d irect ives or guidel ines 
have as yet been proposed i n connect ion w i t h the Moss B i l l . 

W h e n the first M o s s B i l l was filed, its provis ions w e r e s tud ied b y the 
A m e r i c a n C h e m i c a l Society C o m m i t t e e o n E c o n o m i c Status a n d the 
C o m m i t t e e on Patent Mat ters a n d R e l a t e d Leg i s la t i on . O n e concern was 
whether a n official A C S pos i t ion o n the b i l l shou ld be presented to the 
govern ing congressional committee . T h e A C S bodies also fe l t that con 
s iderat ion shou ld be g iven to the act ive invo lvement of A C S itself i n 
deve lop ing a p r o g r a m for encouraging compensat ion to e m p l o y e d i n v e n 
tors. I t soon became apparent to the members of the t w o A C S C o m m i t 
tees that the issue was more complex t h a n appeared , a n d a jo int 
subcommittee was appo inted to study the ent ire quest ion i n depth . T h i s 
subcommittee , under m y cha i rmanship , has been act ive since 1972, a n d 
i t m a d e a report to its parent committees i n the f a l l of 1974 w i t h r e com
mendations for future act ion. 

A n i n i t i a l effort b y a p r i o r subcommittee of the C o m m i t t e e o n E c o 
n o m i c Status, i n v o l v i n g a survey of a representative n u m b e r of i n d u s t r i a l 
companies , h a d deve loped details o n the then-current methods for c o m 
pensat ing employee- inventors. T h e joint subcommittee , however , fe lt 
that recommendat ion of a f o r m a l pos i t ion to be taken b y A C S w o u l d 
first require answers to some bas ic questions, for example : 

• I n terms of the p u b l i c interest, w h a t innovations are needed? 
• H o w do w e get inventors a n d innovators to contr ibute to the satis

fac t ion of these needs? 
• W h a t parties w o u l d be l i k e l y to have interests i n such innovations 

a n d of w h a t nature? 
• W h a t are some alternative means w h i c h can be used to p r o v i d e 

these s t i m u l i a n d rewards? 
T o obta in some unders tanding of these basic issues, the joint sub

committee dec ided that broader surveys were needed, p a r t i c u l a r l y w i t h i n 
the A C S membership . S u c h surveys, however , w o u l d be p r o h i b i t i v e l y 
expensive a n d t ime-consuming even w i t h efficient s a m p l i n g techniques. 
Instead, the t w o parent committees were persuaded to agree to sponsor 
jo int ly a P u b l i c H e a r i n g at the f a l l 1973 A C S N a t i o n a l M e e t i n g i n C h i c a g o . 
A p r i n t e d , ed i ted transcr ipt of this meet ing is n o w avai lab le f r om A C S 
Headquarters . 

T h e A C S hear ing p r o d u c e d some gu idance a n d even some answers 
to the basic questions b u t p r o v i d e d l i t t le ins ight into h o w the exist ing 
laws have w o r k e d i n fore ign countries, p a r t i c u l a r l y W e s t G e r m a n y . T o 
overcome this , the C o m m i t t e e o n Patent Mat ters a n d R e l a t e d L e g i s l a t i o n 
sponsored a meet ing i n San F r a n c i s c o i n M a y 1975. T h e meet ing p r e -
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24 L E G A L RIGHTS OF CHEMISTS A N D ENGINEERS 

sented a n d discussed i n p u t f r o m fore ign attorneys w h o have prac t i c ed 
for l o n g periods under exist ing compensat ion laws. A n ed i ted transcr ipt 
of this meet ing is i n c l u d e d i n the same A C S document as the P u b l i c 
H e a r i n g transcript . 

A f t e r s t u d y i n g a l l of the in f o rmat i on deve loped to date, some con
clusions c a n be d r a w n w h i c h w i l l gu ide future A C S act iv i ty . W h i l e the 
conclusions w h i c h I present are m y personal v iews , I be l ieve the jo int 
subcommittee members share them, perhaps w i t h m i n o r differences of 
op in i on . 

(1 ) There has been sufficient interest b y the A C S m e m b e r s h i p i n 
this issue a n d enough expressed dissatisfaction w i t h m a n y exist ing corpo
rate compensat ion plans to w a r r a n t cont inued w o r k to deve lop a n d to 
execute an act ion p r o g r a m b y the Society. 

(2 ) T h e r e is no rea l opposi t ion b y corporate management to p r o v i d 
i n g extra compensat ion to employed inventors. 

( 3 ) T h e p r i n c i p a l problems to be resolved i n p r o v i d i n g such c o m 
pensat ion are to determine w h a t constitutes " fa i r treatment" of e m p l o y e d 
inventors , to determine w h o shou ld share i n any compensation, a n d h o w 
to determine the value of an invent ion . These are complex problems that 
invo lve not on ly m a n y technica l a n d financial decisions but emot ional 
a n d psycho log ica l considerations. 

( 4 ) A s i d e f r om legis lat ion there are alternate methods of p r o v i d i n g 
reasonable a d d i t i o n a l compensation, a n d these shou ld be explored since 
they m i g h t be preferable. 

(5 ) Exper i ence under the G e r m a n l a w a n d s imi lar laws i n other 
countries indicates that such laws are workab le , but the cost of a d m i n i s 
t e r ing them is substantial . N e i t h e r employed inventors nor employers 
are complete ly satisfied w i t h them. 

(6 ) T h e r e is no u n e q u i v o c a l evidence that such laws actual ly s t i m u 
late either the evo lut ion of n e w a n d useful inventions nor their in t roduc 
t i o n into the marketplace . O n the contrary, there is some evidence that 
they have h a d the reverse effect b y s t imulat ing research workers to 
m a i n t a i n silence. 

(7 ) E x c e p t for a f ew spec ia l instances, there is l i t t le evidence that 
p r o v i d i n g an e m p l o y e d inventor an opportuni ty to exploit his inventions 
himsel f , i f his employer chooses not to do so, has been a major benefit 
e ither to the inventor or society. I n almost every case such inventions 
never get off the g r o u n d for economic reasons. 

I suggest a course of ac t ion w h i c h does not require immediate legis 
la t i on a n d w h i c h can be undertaken i n a professional manner b y one or 
more professional societies. T h i s proposal is made o n m y respons ib i l i ty 
alone, a n d does not necessari ly reflect the opinions of other subcommittee 
members , nor does i t have the endorsement of e ither of the parent c o m 
mittees or A C S itself. 

L a w s a n d a l ega l structure are essential i n c r i m i n a l matters or i n 
b la tant ly u n f a i r a n d explo i t ive c i v i l situations. I n matters of honest 
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3. M A R C Y Special Compensation and Rewards 25 

differences of op in ion , I find i t abhorrent to re ly solely o n leg is lat ion a n d 
the strong a r m of the l a w to force a resolution. W h i l e i t is necessary to 
define i n l a w certain pr inc ip les or l imi ts , the legal demarcat ion of each 
step i n an act ion to resolve differences of o p i n i o n is undesirable , unneces
sary, a n d counterproduct ive . 

Fur thermore , the amicable resolut ion of differences requires a con 
vergence of v iews ar i s ing f r o m a better unders tand ing between i n d i 
v iduals a n d organizations. T o attempt such resolut ion us ing adversary 
proceedings, as are inevi table under strict laws, can on ly p r o l o n g a n d 
i n h i b i t final agreement a n d cause intractab le animosities. T h i s is i l l u s 
t rated b y experience i n those countries that have compensat ion laws. 

T h e f o l l o w i n g sequence of actions b y A C S w o u l d be a more f r u i t f u l 
w a y for the Society to proceed rather than to re ly solely o n respond ing to 
proposed legislation. T h e A C S s h o u l d : 

( 1 ) Inc lude i n its "Gu ide l ines for E m p l o y e r s " strong statements that 
tangib le awards shou ld be p r o v i d e d for specific contr ibutions b y e m 
p l o y e d inventors ; further , invent ive discoveries of no interest to employers 
shou ld be released to employees. T h e A C S should encourage b y d irect 
c ommunica t i on a n d co l laborat ive act ion the inc lus ion of s imi lar p r o 
visions i n employer guidel ines p u b l i s h e d b y other professional societies. 

(2 ) D e v e l o p t y p i c a l plans for compensat ing inventors for use b y 
employers a n d encourage a l l companies , government agencies, a n d educa 
t i ona l institutions to administer such plans. 

(3 ) E s t a b l i s h an office at A C S Headquarters to h e l p i n d i v i d u a l 
employers set u p equitable compensat ion plans for employed inventors. 
S u c h a service c o u l d be either sel f -sustaining through a fee system or 
p r o v i d e d at A C S expense. Jo int efforts along these lines m i g h t be taken 
w i t h other professional societies. 

(4 ) E s t a b l i s h w i t h i n A C S a counsel l ing , mediat ion , a n d conc i l ia t ion 
service for the benefit of members a n d employers i n resolv ing issues 
re la t ing to compensat ion for e m p l o y e d inventors. T h i s service c o u l d be 
gratis or for a fee a n d c o u l d be a joint u n d e r t a k i n g w i t h other profes
s ional societies. 

T h e p r o g r a m out l ined here avoids the invo lvement of n e w govern
ment bureaucracies a n d government intervent ion i n essentially pr ivate 
matters between t w o (or more ) parties. T h e barga in ing strengths be 
t w e e n the parties are p u t on a more equi tab le basis, a n d m o r a l suasion 
a n d economic pressures can be more effectively brought to bear o n b o t h 
employers a n d employees. Expens ive l ega l proceedings are avo ided . 

I t is possible that add i t i ona l pressures m a y be needed to arr ive at a 
satisfactory system, a n d some f o r m of legis lat ive b a c k u p m a y be desir 
able. A n y l a w enacted, however , shou ld be m u c h s impler t h a n either the 
G e r m a n l a w or the Moss B i l l . S u c h legis lat ion should relate on ly to 
p r o v i d i n g legal means to resolve otherwise unresolvable situations. I t 
s h o u l d not spe l l out i n exhaustive de ta i l the rights of the parties a n d the 
administrat ive procedures needed to implement these rights. 
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26 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

A l t h o u g h m u c h progress has been made i n the past five years i n 
re cogn iz ing a n d unders tand ing the problems inherent i n compensat ing 
e m p l o y e d inventors, effective act ion has not yet been taken. T h e joint 
subcommittee expects to cont inue its w o r k a n d to arr ive at a r e commen
dat i on for a n official pos i t i on on the Moss B i l l . H o w e v e r , such a r e com
m e n d a t i o n w i l l not be made u n t i l i t is apparent that the b i l l w i l l be 
scheduled for a congressional committee hear ing . M e a n w h i l e , a p r o g r a m 
such as that out l ined above appears t imely . I t is h o p e d that the A C S 
w i l l take the in i t ia t ive . 
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Discussion 
Q : W h a t about a l l the people necessary to make a successful i n v e n 

t i on . H o w are they go ing to share i n spec ia l compensation? 

A : W h a t y o u are asking points u p that this is not a s imple inventor 
compensat ion prob lem. I t is a m u c h more complex s i tuat ion. I f a n 
employer develops a p l a n for compensation, he shou ld take possible 
complex situations into account. T h i s is the gist of w h a t I a m saying. 
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3. M A R C Y Special Compensation and Rewards 27 

Q : W h a t k i n d of examples of extraordinary compensat ion are y o u 
t a l k i n g about? 

A : I hesitate to get into that because there are three ways that are 
set f o r th i n the G e r m a n l a w to compensate the inventor . O n e is b y us ing 
a n analogy to l i cens ing . I f there were a l icense issued for a n i n v e n t i o n at 
a certa in roya l ty rate, then a percentage of that roya l ty w o u l d be p a i d 
back to the inventor as his share. A n o t h e r w a y is to t r y to determine the 
va lue of the invent i on i n terms of profits back to the c o m p a n y a n d take a 
percentage of that. T h e t h i r d w a y is to s i m p l y come to some m u t u a l 
unders tand ing between the employer a n d inventor ( s ) o n a n arb i t rary 
basis. 

Q : H a v e y o u made any specific recommendations to the C o m m i t t e e 
for adopt ion? 

A : Yes, the first po in t i n m y act ion p l a n was that t w o guidel ines 
have been re commended b y the C o m m i t t e e o n Patent Mat ters a n d 
R e l a t e d L e g i s l a t i o n to the C o m m i t t e e o n Profess ional Relat ions for i n c l u 
s ion i n the A C S Guide l ines for E m p l o y e r s . O n e has a l ready been adopted 
b y the latter committee , a n d the other is b e i n g considered for adopt i on 
at this meet ing . T h e one that has been adopted reads this w a y : " tangib le 
awards shou ld be p r o v i d e d for specific contr ibut ions b y e m p l o y e d i n 
ventors." I t shou ld appear i n the next ed i t i on of the Gu ide l ines . T h e 
second one, that has not yet been adopted , is that inventions or d iscov
eries of no use to the employers should be released to the employee. 
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Confidentiality, Secrecy Agreements, and 
Trade Secrets 

S. B R A N C H W A L K E R 

American Cyanamid Co., Stamford, Conn. 06904 

Industrial property is best protected at times by confiden
tiality or by a secrecy agreement as a trade secret. The 
terms have somewhat different meanings but overlap in 
part. In general, high ethical standards in the profession 
are the best guide for proper conduct. The chemist, the 
employer, and the public all need to be considered and 
protected. The relationships between a former employer, 
a current employer, and a chemist need to be considered 
carefully to separate proprietary data of the first employer, 
not to be disclosed to the new employer, from what is the 
professional skill and knowledge of the employee, which 
are properly available to the new employer or prospective 
employer. Written agreements help to interpret the rights 
and duties of all parties. A few typical examples are cited 
to show court rulings. 

T n c o m m o n w i t h most other papers o n controversial subjects, any o p i n -
ions expressed here in are not necessarily those of m y employer or of 

any organizat ion or group to w h i c h I belong. Some of the opinions are 
quotations f r o m reputable sources w i t h w h i c h I m a y not even agree. 
T h e opinions m a y also be inconsistent. 

L e g a l differences of op in ion , p a r t i c u l a r l y o n controversial subjects, 
are not u n c o m m o n . I n a very recent dec is ion of the Supreme J u d i c i a l 
C o u r t of Massachusetts , for instance, the seven justices filed six separate 
opinions on a mandatory death penalty , h o l d i n g the statute unconst i 
t u t i o n a l ( J ) . Perhaps the n u m b e r of d issenting or special ly concurr ing 
opinions shows that on ly controvers ia l cases go to the highest courts, 
a n d w e need the c lar i ty of thought that goes into the ir w e l l w r i t t e n 
opinions . W e m i g h t too consider that before there is a case before the 
courts at least two parties must have a serious difference of op in i on , a 
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4. W A L K E R Trade Secrets 29 

bel ie f that the court w i l l h o l d i n the ir favor, a n d a substant ia l b a n k r o l l 
to finance the l i t i gat i on . 

I n discussions of t rade secrets a n d associated agreements o n confi 
dent ia l i ty a n d secrecy, w e c a n only t ry to forecast the future based o n 
the r e co rd of the past, large ly as expressed i n court opinions , o n the 
relat ionships that have g r o w n u p based u p o n w h a t parties th ink is right, 
a n d o n w h a t the parties t h i n k a court w o u l d h o l d i f a quest ion w e r e 
p u t to i t . 

M a n y people w o n d e r w h y laywers are often so pro l ix . U s u a l l y i t is 
a n attempt to be clear. I t is qu i te c o m m o n for a l a w y e r to restate a 
quest ion together w i t h the answer. I t is not at a l l u n c o m m o n for a c l ient 
to present a long i n v o l v e d set of facts on w h i c h he wants a "yes" or " n o " 
answer on ly to get a good m a n y pages of restatement of the facts before 
a conc lus ion is reached. T h i s is necessary to ensure that the c l ient a n d 
the l a w y e r are discussing exactly the same quest ion. C lose ly re lated 
questions m a y have different answers, a n d the c l ient m a y bias the ques
t i o n so as to receive the response he wants . I n such b ias ing , the quest ion 
c a n become sufficiently different that i t does not fit the circumstances 
f o u n d later to exist. 

O n e classic case i n the legal profession is the story of a d r i ver w h o 
descr ibed a co l l i s ion at a par t i cu lar intersect ion a n d asked the l a w y e r s 
o p i n i o n on whether or not he was negl igent a n d shou ld be h e l d account
able for the damages. T h e l a w y e r sa id no, b u t the dr iver forgot to 
m e n t i o n that there was a stop s ign b a r r i n g his entry into the intersection. 
T h i s change i n facts destroyed the pert inence of the op in ion . 

H e n c e i t is first necessary to consider that fac tua l situations vary . 
T h e n one must consider that a l awyer can state h o w a par t i cu lar court 
i n a par t i cu lar set of c ircumstances set f or th the l a w a n d f r o m this can 
give a n o p i n i o n est imating w h a t the l a w is today. A top-notch l a w y e r 
can make a re l iable estimate of w h a t the l a w is go ing to be w h e n a future 
d ispute is ad jud icated i n a spec ia l t r i b u n a l . A l s o , a great part of a l a w 
suit is establ ishing facts, a n d this is par t i cu lar ly pert inent to trade secret 
situations. 

T h e 10 C o m m a n d m e n t s c lear ly a n d unequ ivoca l l y state " thou sha l l 
not k i l l . " M o s t of the statutes on the po int are r e m a r k a b l y longer. I n 
most instances the rea l quest ion for the court is not whether someone 
was k i l l e d but w h a t admiss ib le facts can be presented to establ ish that 
a par t i cu lar i n d i v i d u a l is responsible. A great m a n y trade secret p r o b 
lems invo lve differences of o p i n i o n as to w h a t the facts are. I f w e are 
at tempt ing to adjudicate the re lat ive positions of parties i n situations 
concerned w i t h trade secrets a n d secrecy agreements, w e are more apt 
to r u n into questions of differences of o p i n i o n over w h a t is a trade secret 
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30 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

a n d w h o compromised i t t h a n i n de te rmin ing the elements of the bas ic 
l a w . T h e r e a l p r o b l e m is to a p p l y the l a w to the facts. 

T h e r e are at least f our sets of " facts" : ( a ) the facts as the p la int i f f 
sees them, ( b ) the facts as the defendant sees them, ( c ) the facts as the 
court a n d jury sees them, a n d ( d ) the facts as they rea l ly exist. I n 
a t tempt ing to determine the facts there are several hurdles . W h o knows 
the facts? A r e they competent to testify? A r e they de l iberate ly d i s tor t ing 
facts for their o w n benefit? A r e the ir m e m o r y a n d powers of observat ion 
fau l ty? T a k e a c o m m o n type of s i tuat ion, such as a n automobi le a c c i 
dent, a n d t h i n k i t over for a minute . T w o cars co l l ide suddenly . Ques 
t i o n : W h o saw what , a n d w h o can testify o n h o w fast each car was 
go ing ; where was i t o n the r o a d ; w h y d idn ' t the dr ivers see each other 
a n d a v o i d the crash; were there any traffic contro l signs; a n d w h a t w e r e 
the condit ions of the roadway? Y o u can get conf l i c t ing test imony f r o m 
prac t i ca l l y everyone present. T h e witness m a y be d o i n g his best to 
t e l l the t r u t h , but his powers of observation m a y be poor, a n d the 
passage of t ime f r o m the event to test i fy ing i n court fur ther degrades 
his a b i l i t y to describe c learly w h a t happened . 

I n consider ing a trade secret, the quest ion of p r o o f — w h o knows a n d 
can testify on key facts—is often far more c r i t i c a l t h a n w h a t the l a w 
states o n the point . A c o m m o n conflict is o n the significance of a conver
sat ion—was i t a disclosure, a n d was i t confidential? A w r i t t e n disc losure 
l abe l ed " conf ident ia l " or a w r i t t e n agreement that the disclosure is c on 
fidential can a v o i d m u c h l i t igat ion . 

I n consider ing a n i d e a as nebulous as a t rade secret, i t is often 
i l l u m i n a t i n g to go back to the beg inning . O u r re lat ionship w i t h others 
m i g h t b e w e l l exempl i f ied b y the Bible, Revised Standard Version, 
M a t t . 7: 12, "So whatever y o u w i s h that m e n w o u l d do to y o u , do so 
to t h e m ; for this is the l a w a n d the prophets . " T h a t is the go lden r u l e ; 
i t is a good start b u t perhaps a l i t t le vague to set before a court. L e t us 
t r y aga in w i t h E x o d . 20 : 15, " Y o u sha l l not s teal ; " verse 16: " Y o u 
sha l l not bear false witness against your ne ighbor ; " verse 17: " Y o u sha l l 
not covet y o u r n e i g h b o r s house, y o u s h a l l not covet y o u r n e i g h b o r s 
w i f e , or his manservant , or his maidservant , or his ox, or h is ass, or any 
t h i n g that is your n e i g h b o r s . " 

T h e in junct i on against covet ing thy n e i g h b o r s servant is qui te p e r t i 
nent as a p r o h i b i t i o n against t r y i n g to h i r e a compet i tor s employee w i t h 
the i d e a of gett ing trade secrets. R e g a r d i n g verse 15, a n e w concept 
m a y arise. I n steal ing a trade secret, i n one sense of the w o r d , no th ing 
is taken—i .e . , the owner of the trade secret has a l l that h e h a d before 
i n a p h y s i c a l sense, a n d yet a n idea can be more va luab le t h a n m a n y 
concrete embodiments . 

T h e courts are s t i l l p o n d e r i n g the quest ion of w h e t h e r a trade secret 
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4. W A L K E R Trade Secrets 31 

is " p r o p e r t y / ' C o n s i d e r the l a w of r e s t i t u t i o n — w h e n shou ld proper ty 
be restored to its owner? I f a trade secret is p u b l i c i z e d , t r y i n g to restore 
secrecy w o u l d be worse t h a n u n s c r a m b l i n g a n egg. A b i l l to revise the 
patent laws passed the Senate b u t exp i red o n ad journment of the 94th 
Congress. Patent re form b i l l s of v a r y i n g scope have been i n Congress 
for m a n y years. Changes are needed. A n o t h e r b i l l w i l l u n d o u b t e d l y be 
i n t r o d u c e d shortly after the next Congress meets. T h e objective of the 
last b i l l was to increase the presumpt ion of v a l i d i t y a n d p r o v i d e for more 
f u l l y d isc losed inventions a n d other desirable objectives, b u t the b i l l 
seemed to throw out the b a b y w i t h the b a t h water . A b i l l s imi lar to the 
last one w o u l d increase the cost of patents m a r k e d l y , a n d w i t h reexami 
nat i on after p u b l i c a t i o n , the inventor loses the t rad i t i ona l exchange of 
h is invent i on for 17 years ' l i m i t e d protect ion a n d has his invent i on spread 
before a l l countries of the w o r l d before he is sure of gett ing a U . S. 
patent. T h i s increases the r isk of disclosure w i t h o u t protect ion. H e n c e , 
more so t h a n ever, an inventor needs to consider careful ly the poss ib i l i ty 
of protect ing his ideas b y keep ing them as trade secrets. T h i s can result 
i n a major loss of n e w technology to the p u b l i c . 

T h e Patent B a r was opposed to the b i l l unless i t was revised exten
sively . T h e oppos i t ion was not selfishly mot iva ted since the b i l l w o u l d 
create a great d e m a n d for n e w patent attorneys a n d e l iminate u n e m p l o y 
ment a m o n g those i n pract ice . 

Bas i ca l l y , a trade secret belongs to the o r i g i n a t o r — a l t h o u g h he 
often sells i t to his employer as a cond i t i on of e m p l o y m e n t — a n d the 
employee shou ld not compromise i t . T h e or ig inator shou ld not t r y to 
se l l i t twice . O n the other h a n d , the s k i l l of a profession is the proper ty 
of the employee. W e have an ana ly t i ca l chemist w h o knows h o w to 
analyze carbon, hydrogen , a n d n i t rogen us ing a combust ion furnace a n d 
rout ine ana ly t i ca l techniques. N o w w h a t are those rout ine a n a l y t i c a l 
techniques? There are m a n y tr icks to the trade a n d m a n y different 
sources of error. Some of these are such that w e l earn t h e m i n ele
mentary chemistry i n college. Others m a y be k n o w n on ly i n a f e w 
ana ly t i ca l laboratories. 

A trade secret m a y even be w e l l k n o w n . F o r instance, w e have 
several methods of re f ining pe t ro l eum to m a k e gasoline. T h e quest ion 
is exactly w h i c h m e t h o d a n d w h i c h condit ions shou ld be used for a 
par t i cu lar feedstock. T h i s can be an important trade secret even t h o u g h 
the general aspects of ref ining are w e l l k n o w n . A s a good example of 
w h a t c a n be a rea l trade secret a n d yet general ly very w e l l k n o w n , con 
sider the c ombinat i on to a safe. A n y o n e s k i l l e d i n locks c o u l d look at a 
par t i cu lar safe a n d k n o w the general series of numbers used. H o w e v e r , 
whereas that a b i l i t y c o u l d be sa id to b e w e l l w i t h i n the s k i l l of the 
profession, the exact numbers are a secret. I f any employee were to 
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32 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

disclose the c ombinat i on to a safe to someone not author ized , he w o u l d 
be c ompromis ing a trade secret. E v e n i f the employee is fired, w e w o u l d 
agree that compromis ing the security of the safe is reprehensible . O f 
course, I m i g h t a d d that the safe shou ld b e reset u s i n g n e w numbers i f 
any employee leaves. 

Di f ferent iat ing a trade secret f r o m the s k i l l of a n i n d i v i d u a l c a n be 
diff icult. A top-notch foo tba l l quarterback is ready to coach his t eam
mates, but t h r o w i n g a pass entails l o n g hours of pract ice as w e l l as 
nat ive a b i l i t y a n d other factors. It is a s k i l l not read i ly taught or learned, 
a n d there is n o t h i n g rea l ly "secret" about i t , yet the coord inat ion into a 
t e a m effort involves manager ia l skil ls as w e l l as trade secrets—the signals 
o n the team can be a classic trade secret that can be compromised . T h e r e 
are subtle shadings between skil ls a n d secrets. 

I n chemistry , h o w m a n y times is the trade secret of the employer 
based on some specific in format ion or specific fact u n i q u e to that e m 
ployer , the details of w h i c h should not be compromised? F o u r separate 
interests must be considered i n a trade secret s i tuat ion : 

(1 ) T h e owner of a trade secret—often a former employer 
(2 ) T h e rec ip ient of a t rade secret—often a n e w employer 
(3 ) T h e condui t of a trade secret—often a n employee w h o m a y be 

swi t ch ing employment w i t h his duties, obl igations, a n d services to his 
masters to be separated, his skil ls to go w i t h h i m , a n d trade secrets to 
r e m a i n b e h i n d 

(4 ) T h e p u b l i c — w h i c h is interested i n promot ing indus t r ia l g r o w t h 
a n d prosper i ty a n d f u l l employment for a l l , i n c l u d i n g chemists. 

N o w consider w h o is to adjudicate these interests a n d w h a t l a w w i l l 
c on t ro l—we have a federa l government a n d 50 states. A case of major 
a n d recent importance is that of K e w a n e e O i l C o . vs. B i c r o n C o r p . — 
par t i cu lar ly the dec is ion of the Supreme C o u r t o n M a y 13, 1974 ( 2 ) . I n 
a d d i t i o n to the l i t igants , 21 different organizations filed briefs as amicus 
curiae ( fr iends of the c o u r t ) . These groups w a n t e d their v iews pre 
sented to the court because the dec is ion i n the case w o u l d be a precedent 
of concern to them. T h e A m e r i c a n C h e m i c a l Society was among those 
present ing a brief . 

M r . Justice Doug las a n d M r . Justice B r e n n a n dissented w i t h an 
op in ion . M r . Justice M a r s h a l l concurred w i t h a n op in ion . B a s i c a l l y the 
dec is ion reversed the S i x t h C i r c u i t C o u r t of Appea l s a n d h e l d that the 
O h i o trade secret l a w is not preempted b y the federal patent l a w . M u c h 
of the reasoning a n d comments are of present interest. I n part the dec i 
s ion reads (footnotes o m i t t e d ) : 

W e granted cert iorar i to resolve a quest ion on w h i c h there is a 
confl ict i n Courts of A p p e a l s : whether state trade secret protect ion is 
pre -empted b y operat ion of the federal patent l a w . I n the instant case 
the S ix th C i r c u i t C o u r t of Appea l s h e l d that there was pre -empt ion . T h e 
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4. W A L K E R Trade Secrets 33 

Second, F o u r t h , a n d N i n t h C i r c u i t C o u r t of Appea l s have reached the 
opposite conclusion. 

H a r s h a w C h e m i c a l C o . , a d iv i s i on of Kewanee , was able to g r o w a 
17-in. crystal for i on iza t i on detect ion, w h i c h no one else h a d done. 
H a r s h a w considered the processes i n v o l v e d to be a trade secret. Several 
f ormer employees of H a r s h a w f o r m e d or later jo ined B i c r o n C o . These 
employees h a d s igned at least one agreement w i t h H a r s h a w not to d i s 
close conf ident ial in format ion or trade secrets. B i c r o n was f o r med to 
p roduce crystals. 

H a r s h a w sued i n the U . S. D i s t r i c t C o u r t under the O h i o trade secret 
l a w s a n d was granted a permanent in junct ion against disclosure or use 
of 20 of the 40 c l a i m e d trade secrets u n t i l such t ime as the trade secrets 
h a d been released to the p u b l i c or obta ined f r o m author ized sources. 
T h e S ix th C i r c u i t C o u r t of Appea l s reversed because: 

O h i o c o u l d not grant monopo ly protect ion to processes a n d m a n u 
fac tur ing techniques that were appropr iate subjects for considerat ion 
u n d e r 35 U . S . C . § 101 for a federa l patent. 

T h e Supreme C o u r t reversed the dec is ion of the C o u r t of A p p e a l s , 
h o l d i n g that "Ohio ' s l a w of trade secrets is not preempted b y the patent 
laws of the U n i t e d States," a n d further h e l d (footnotes o m i t t e d ) : 

O h i o has adopted the w i d e l y re l i ed -upon definit ion of a trade secret 
f o u n d at 4 Restatement of Torts § 757, comment b (1939) . ( B . F . G o o d 
r i c h C o . v. W o h l g e m u t h , 117 O h i o A p p . 493, 498 ( C t . A p p . 1963) ; W . R . 
G r a c e & C o . v. H a r g a d i n e , 392 F . 2 d 9, 14 ( C A 6 1968). A c c o r d i n g to the 
Restatement at 5: 

" ( a ) trade secret m a y consist of any f o rmula , pattern, device or c o m 
p i l a t i o n of in format ion w h i c h is used i n one's business, a n d w h i c h gives 
h i m a n opportuni ty to obta in an advantage over competitors w h o do not 
k n o w or use i t . It m a y be a f o rmula for a chemica l c ompound , a process 
of manufac tur ing , treat ing or preserving materials , a pattern for a m a 
ch ine or other device , or a l ist of customers." 

T h e subject of a trade secret must be secret, a n d must not be of 
p u b l i c knowledge or of a general knowledge i n the trade or business. 
B . F . G o o d r i c h C o . v. W o h l g e m u t h , supra , 117 O h i o A p p . , at 499. N a 
t i o n a l T u b e C o . v. E a s t e r n T u b e C o . , 3 O h i o C . C . R . (n.s.) 459, 462 ( C i r . 
C t . 1902) , aff 'd, 69 O h i o St. 560, 70 N . E . 1127 (1903) . T h i s necessary 
e lement of secrecy is not lost, however , i f the ho lder of the trade secret 
reveals the trade secret to another " i n confidence, a n d u n d e r an i m p l i e d 
ob l i ga t i on not to use or disclose i t . " C i n c i n n a t i B e l l F o u n d r y C o . v. 
D o d d s , 10 O h i o D e c . R e p . 154, 156, 19 W e e k l y L . B u l l . 84 (Super . C t . 
1887) . These other may i n c l u d e those of the holder's "employes [sic] to 
w h o m i t is necessary to confide i t , i n order to a p p l y i t to the uses for 
w h i c h i t is in tended . " N a t i o n a l T u b e C o . v. E a s t e r n T u b e Co . , supra. 
O f t e n the rec ip ient of conf idential knowledge of the subject of a trade 
secret is a l icensee of its holder . See L e a r , Inc. v. A d k i n s , 395 U . S . 653 
(1969) . 

T h e protect ion accorded the trade secret ho lder is against the d i s 
c losure or unauthor i zed use of the trade secret b y those to w h o m the 
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34 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

secret has been conf ided under the express or i m p l i e d restr ict ion of non 
disclosure or nonuse. T h e l a w also protects the ho lder of a trade secret 
against disclosure or use w h e n the knowledge is gained, not b y the o w n 
e r s vo l i t i on , b u t b y some " improper means." 4 Restatement of Torts , 
§ 7 5 7 ( a ) , w h i c h m a y i n c l u d e theft, w i r e t a p p i n g , or even aer ia l recon
naissance. A trade secret, however , does not offer protect ion against 
discovery b y fa i r a n d honest means, such as b y independent invent ion , 
acc identa l disclosure, or b y so-called reverse engineering, that is b y 
start ing w i t h the k n o w n product a n d w o r k i n g b a c k w a r d to d iv ine the 
process w h i c h a i d e d i n its deve lopment or manufacture . 

N o v e l t y , i n the patent l a w sense, is not requ i red for a trade secret. 
W . R . G r a c e & C o . v. H a r g a d i n e , supra , 392 F . 2 d , at 14. " Q u i t e c lear ly 
d iscovery is something less than invent i on . " A . O . S m i t h C o r p . v. Petro 
l e u m I r o n W o r k s C o . , 73 F . 2 d 531, 538 ( C A 6 1934), modi f ied to increase 
scope of in junct ion , 74 F . 2 d 934 (1935) . H o w e v e r , some novel ty w i l l be 
r e q u i r e d i f mere ly because that w h i c h does not possess nove l ty is usua l ly 
k n o w n ; secrecy, i n the context of trade secrets, thus impl ies at least 
m i n i m a l novelty . . . . 

T h e on ly l i m i t a t i o n o n the States is that i n regu la t ing the area of 
patents a n d copyrights they do not conflict w i t h the operat ion of the laws 
i n this area passed b y Congress. . . . 

T h e Supreme C o u r t considered the objective of the O h i o trade secret 
laws a n d considered that the ir laws were not at odds w i t h the patent 
statutes. N e i t h e r removes matter f r o m the p u b l i c d o m a i n . I f trade secrets 
were to a p p l y on ly to non-patentable subject matter, a n innovator w o u l d 
be at great r isk i n eva luat ing patentabi l i ty . T h e court records o n h o l d i n g 
patents i n v a l i d c lear ly show that m a n y inventors have i n v a l i d patents. 
T o ask for a judgment on whether to seek protect ion as a trade secret or 
a patent puts too heavy a b u r d e n on the innovator . Q u o t i n g further : 

T h e maintenance of standards of c ommerc ia l ethics a n d the encour
agement of invent i on are broad ly stated pol ic ies b e h i n d trade secret l aw . 
" T h e necessity of good fa i th a n d honest, f a i r dea l ing , is the very l i f e a n d 
spir i t of the c ommerc ia l w o r l d . " . . . 

T r a d e secret l a w provides far weaker protect ion i n m a n y respects 
t h a n the patent l aw . W h i l e trade secret l a w does not f o r b i d the d iscovery 
of the trade secret b y fa i r a n d honest means, e.g., independent creat ion 
a n d reverse engineering, patent l aw operates "against the w o r l d , " for 
b i d d i n g any use of the invent ion for whatever purpose for a significant 
l ength of t ime. T h e ho lder of a trade secret also takes a substant ial risk 
that the secret w i l l be passed on to his competitors, b y theft or b y b reach 
of a conf idential re lat ionship , i n a manner not easi ly susceptible to d i s 
covery or proof. P a i n t o n & C o . v. Bourns , Inc. , supra, 442 F . 2 d , at 224. 
W h e r e patent l a w acts as a barr ier , trade secret l a w functions re lat ive ly 
as a sieve. T h e poss ib i l i ty that an inventor w h o believes his invent i on 
meets the standards of patentab i l i ty w i l l sit back, re ly o n trade secret l a w , 
a n d after one year of use forfeit any right to patent protect ion, 35 U . S . C . 
§ 1 0 2 ( b ) , is remote indeed . N o r does society face m u c h risk that sc ien
tific or technolog ica l progress w i l l be i m p e d e d f r o m the rare inventor 
w i t h a patentable invent i on w h o chooses trade secret protect ion over 
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4. W A L K E R Trade Secrets 35 

patent protect ion. T h e . ripeness of t ime concept of invent ion , deve loped 
f r o m the study of the m a n y independent m u l t i p l e discoveries i n history, 
predicts that i f a par t i cu lar i n d i v i d u a l h a d not made a par t i cu lar d is 
covery others w o u l d have, a n d i n probab ly a re lat ive ly short p e r i o d of 
t ime. I f something is to be discovered at a l l , very l ike ly it w i l l be d i s 
covered b y more than one person. . . . 

W e conc lude that the extension of trade secret protect ion to c lear ly 
patentable inventions does not conflict w i t h the patent po l i cy of d i s 
closure. Perhaps because trade secret l a w does not produce any posit ive 
effects i n the area of c lear ly patentable inventions, as opposed to the 
benef ic ial effects result ing f r o m trade secret protect ion i n the areas of 
the doubt fu l l y patentable a n d the c learly unpatentable inventions, it has 
been suggested that p a r t i a l pre -empt ion m a y be appropr iate , a n d that 
courts should refuse to a p p l y trade secret protect ion to inventions w h i c h 
the ho lder should have patented, a n d w h i c h w o u l d have been, thereby, 
disclosed. H o w e v e r , since there is no rea l poss ib i l i ty that trade secret 
l a w w i l l conflict w i t h the federa l po l i cy favor ing disclosure of c lear ly 
patentable inventions, p a r t i a l pre -empt ion is inappropr iate . P a r t i a l p re 
empt ion , furthermore, c ou ld w e l l create serious problems for state courts 
i n the adminis t rat ion of trade secret l aw . A s a p r e l i m i n a r y matter i n 
trade secret actions, state courts w o u l d be ob l iged to d i s t ingu ish between 
w h a t a reasonable inventor w o u l d and w o u l d not correct ly consider to be 
c lear ly patentable , w i t h the ho lder of the trade secret a rgu ing that the 
invent i on was not patentable a n d the misappropr iator of the trade secret 
argu ing its u n d o u b t e d novelty , u t i l i t y , a n d non-obviousness. F e d e r a l 
courts have a diff icult enough t ime t r y i n g to determine whether an i n v e n 
t ion , n a r r o w e d b y the patent app l i ca t i on procedure a n d fixed i n the speci 
fications w h i c h describe the invent ion for w h i c h the patent has been 
granted , is patentable . A l t h o u g h state courts i n some circumstances must 
j o in federal courts i n j u d g i n g whether an issued patent is v a l i d , L e a r , 
Inc. v. A d k i n s , supra , i t w o u l d be undes irable to impose the almost i m 
possible b u r d e n on state courts to determine the p a t e n t a b i l i t y — i n fact 
a n d i n the m i n d of a reasonable inventor of a discovery w h i c h has not 
been patented a n d remains ent ire ly u n c i r c u m s c r i b e d b y expert analysis 
i n the adminis trat ion process. Ne i ther complete nor p a r t i a l pre -empt ion 
of state trade secret l a w is justified. . . . 

M r . Justice M a r s h a l l , c oncurr ing i n the result : 
U n l i k e the C o u r t , I do not bel ieve that the poss ib i l i ty that an inventor 

w i t h a patentable invent ion w i l l re ly on state trade secret l a w rather t h a n 
a p p l y for a patent is "remote indeed . " A n t e , at 19. State trade secret l a w 
provides substant ial protect ion to the inventor w h o intends to use or se l l 
the invent i on h imsel f rather than l icense i t to others, protect ion w h i c h 
i n its u n l i m i t e d durat i on is c lear ly superior to the 17-year monopo ly 
afforded b y the patent laws. . . . 

I conc lude that there is "neither such ac tua l conflict between the 
two schemes of regulat ion that b o t h cannot stand i n the same area, nor 
evidence of a congressional design to preempt the field." F l o r i d a L i m e & 
A v o c a d o Growers v. P a u l 373 U . S . 132, 141 (1963) . I therefore concur 
i n the result reached b y the major i ty of the C o u r t . 

T h i s dec is ion i n the K e w a n e e case merits s tudy i n f u l l , a n d b u t for 
the l i m i t of space w o u l d b e set f o r th more f u l l y here. Neverthless , certa in 
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36 L E G A L RIGHTS O F CHEMISTS AND E N G I N E E R S 

points can be emphasized . T h e source of patent protect ion is granted i n 
the Const i tu t i on , A r t i c l e I , Sect ion 8, " T h e Congress sha l l have p o w e r 
. . . to promote the progress of science a n d useful arts b y secur ing for 
l i m i t e d times to authors a n d inventors the exclusive r i g h t to the i r respec
t ive wr i t ings a n d discoveries." T i t l e 35 of the U . S. C o d e a n d other enact
ments of Congress are the contro l l ing l a w . Congress can a n d does a m e n d 
a n d change the law . P r i o r to the C o n s t i t u t i o n some states h a d the ir o w n 
patent laws. 

T h e federal jud i c iary handles l i t i gat i on o n patents near ly exclusively . 
Theore t i ca l ly , the same l a w governs a l l the j u d i c i a l c ircuits . W h e r e there 
is a conflict be tween c ircuits , as i n the K e w a n e e case, sooner or later the 
U . S . Supreme C o u r t can establ ish the contro l l ing interpretat ion . Perhaps 
more i n theory than i n pract ice , the same dec is ion s h o u l d be obta inable 
i n any U . S . distr ict court. 

I n sharp contrast, i n trade secrets each state has its o w n l a w . H i s 
tor i ca l ly , this l a w is der ived p r i m a r i l y f r o m j u d i c i a l interpretat ion of the 
E n g l i s h c o m m o n l a w . Some states use the C o d e N a p o l e o n or Span ish 
l a w as a background . A s set f o r th i n S tamicarbon N . V . vs. A m e r i c a n 
C y a n a m i d C o . ( 3 ) , no fewer t h a n 20 states d u r i n g the past n ine years 
have enacted statues m a k i n g appropr ia t i on or unauthor i zed disclosure o f 
trade secrets a cr ime. T h e dec is ion lists the states. O n e commendab le 
statute is that i n N e w Jersey (4). 

A s a tort, or c i v i l w r o n g against person or property , any l ega l ac t i on 
must be taken where the wrongdoer can be served a n d brought to court . 
In fr ingement of a patent is such a tort. A s a c r ime , extradi t ion be tween 
the states a n d f r o m fore ign countries great ly simplifies get t ing the w r o n g 
doer into an appropr iate court. M i s u s e of a trade secret b y state statutes 
can be such a cr ime. T h e complex i ty of the l a w , w i t h each state h a v i n g 
its o w n laws , f requent ly far f r o m u n i f o r m , can be i l lus t rated b y reference 
to M i l g r i m , " T r a d e Secrets" ( 5 ) , w h i c h states, "prac t i ca l l y a l l jur i sd i c 
tions have recognized that a trade secret is property . " I t then cites cases 
f r om 30 states a n d 10 federal c i r cu i t courts of appeal . M i l g r i m ' s " T r a d e 
Secrets" (5 ) is an excellent text o n the subject a n d far more de ta i l ed 
t h a n w e can be here. 

Perhaps its author is t r y i n g to t e l l us something about the rate of 
change i n trade secret l a w b y p u b l i s h i n g this treatise i n loose-leaf f o r m 
w i t h year ly supplements. A U . S . patent has a fixed t e r m of 17 years a n d 
extends protect ion to the U n i t e d States o n l y — a l t h o u g h its disclosures 
are w o r l d w i d e . F o r e i g n patents c a n be obta ined separately i n each 
country a n d m a y be qu i te costly. T h e scope of protect ion a n d subject 
matter w h i c h is patentable varies tremendously . T h e r e is ac t ion towards 
patents c o m m o n to several countries, b u t the cost is apt to r e m a i n h i g h , 
a n d m a n y years w i l l be r e q u i r e d to determine the i r effectiveness. 
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4. W A L K E R Trade Secrets 37 

A trade secret has no geographica l boundaries a n d no fixed l i fe t ime. 
It expires w h e n the subject matter becomes "general ly k n o w n , " so that 
i t is no longer a secret. Comments on the po int are too lengthy to explore 
here. M u c h of the l a w devolves f r o m the centuries ' o l d re lat ionship of 
master a n d servant. If the master disc losed a trade secret to a servant, 
i n confidence, the parties were of equa l size. W i t h m o d e r n corporations 
a n d i n d i v i d u a l employees the sizes are disproport ionate . S t i l l , however , 
a secret or conf idential in format ion can pass f r o m one to the other. A 
corporat ion m a y spread a confidence among as m a n y as have a reason
able need to k n o w w i t h o u t the secret's l o s ing its conf idential status, b u t 
i f spread too w i d e l y , the secret aspect m a y be lost. 

T h e owner of a trade secret m a y at times protect i t b y a n o ra l under 
standing, or the circumstances surrounding disclosure to those w h o need 
to k n o w as a requirement for their tasks w i l l speak for itself. T h e better 
pract ice , however , requires a w r i t t e n document . T h i s m a y be i n b r o a d 
terms—e.g. , each t ime the employee acquires n e w in format ion , a n e w 
agreement need not be drafted. Substant ia l changes i n relationships re 
qu i re u p d a t i n g of the agreement. 

If the relationships be tween the previous employer , w h o owns trade 
secrets, the depart ing employee, a n d his n e w employer degenerate to the 
pos i t ion that court act ion appears imminent , that act ion may w e l l be 
taken i n a state court or a federa l court a p p l y i n g state l a w , a n d a jury 
m a y make the decis ion. A jury sometimes gives specific answers to 
specific interrogatories but usua l ly delivers a verd i c t on the evidence 
w i t h o u t explanation. It is diff icult, therefore, to pred i c t w h a t a jury w i l l 
h o l d . It is also difficult to reason f rom the verdic t i n one case to another. 

A l l that a jury knows about a s i tuation is w h a t various witnesses 
testify. W h e n different witnesses give different stories, the jury must 
choose w h i c h to bel ieve. W i t h a jury, i t is not u n c o m m o n for the s y m p a 
t h y to l i e w i t h the l i t t le m a n — t h e single employee w h o c laims he has 
been done wrong . 

N o general ru l e can cover a l l cases because i f a ru l e is set forth , the 
means of evad ing i t are b u i l t i n . A s good a ru le as any is the balance of 
equit ies—i.e . , can each party t r u l y say that i f he were o n the other side, 
he w o u l d feel justice h a d been done? O n e of our eminent Justices once 
sa id that he h a d trouble def ining pornography, b u t he c o u l d certa in ly 
recognize i t . Perhaps ethics i n trade secrets fit the same class. 

Cons ider the background i n w h i c h the jury operates a n d the e q u i t a 
b le pos i t ion of the part ies : 

(1 ) T h e employee has de l iberate ly stolen a n d de l ivered secret in for 
m a t i o n w h i l e s t i l l keep ing his o l d job as a cover. 

(2 ) T h e employee a n d his associates have i n effect f o rmed a n e w 
c o m p a n y to profit b y the stolen secrets. 
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38 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

( 3 ) T h e employee has been i n d u c e d to q u i t b y the n e w employer . 
( 4 ) T h e employee qu i t i n hope of getting a n e w a n d better job b u t 

w i t h o u t a n offer i n his pocket. 
( 5 ) T h e employee has taken del iberate act ion to be fired so as to be 

ava i lab le for n e w employment , w i t h or w i t h o u t a n e w job i n his pocket. 
( 6 ) T h e employee has been fired for independent reasons. 
( 7 ) T h e employee has been g iven treatment del iberate ly des igned 

to cause h i m to qu i t . 
( 8 ) T h e employee's job has been p u l l e d out f r o m under h i m because 

of r educ t i on i n force, or his former employer is d i s b a n d e d or m o v i n g 
to a n unacceptable locat ion. 

I t is easy to see that the employee m a y b y no fau l t of his o w n be 
f o rced to look for a n e w job. A n y of these factors, i f p roved , c o u l d sway 
the equit ies a n d the sympathy a n d h o l d i n g of the court or jury . O b v i 
ously , a jury is more sympathet ic to a n employee w h o is t h r o w n out t h a n 
to one w h o is t r y i n g to doublecross his employer . These imponderables 
a n d the re lat ionship of a trade secret to the employee's chances of ob ta in 
i n g a job elsewhere inf luence the l i k e l i h o o d of an in junct ion or fine b e i n g 
i m p o s e d for compromis ing a trade secret. 

I n t ime of w a r , spies are shot a n d traitors are h u n g ; they are dea l ing 
i n a spec ia l class of trade secrets. A tremendous amount of p u b l i c i t y 
was generated i n the case of c ompromis ing cer ta in nuc lear secrets, a n d 
the Rosenbergs were executed. Those w h o compromise i n d u s t r i a l secrets 
are usua l ly treated more gently. A l s o to be considered are whether c o m 
p r o m i s i n g of the trade secret was the p r i m e factor i n a n e w job offer or 
whether i t was i n c i d e n t a l or acc idental . T h e t ime lapse between the 
depature of an employee a n d his c o m p r o m i s i n g a trade secret is an 
in tang ib le factor that looks towards intent. T h e n u m b e r of people w h o 
k n o w the secret, the par t that the employee h a d i n deve l op ing the secret 
knowledge , a n d its re lat ionship w i t h his field of employment a l l are fac 
tors. C o n s i d e r a programmer w h o takes a ree l of tape w i t h a k e y p r o g r a m 
to a n e w employer . T h a t act ion w o u l d be reprehensible even i f he wrote 
the program, but i f he takes his s k i l l i n w r i t i n g programs a n d develops 
complete ly n e w programs, that is not o n l y acceptable, b u t i t is customary. 
I f he remembers a n d takes the concept only w i t h h i m , then the s i tuat ion 
can get st icky, a n d the comparat ive rect i tude of the parties comes into 
the s i tuat ion. 

O n e example of resolut ion of possible conflicts of interests is Patent 
Office R u l e 341 (g ) w h i c h provides that no person w h o has served as a 
patent examiner is p e r m i t t e d to prosecute or a i d i n any app l i ca t i on p e n d 
i n g i n his examin ing group d u r i n g his service there in , a n d he is not 
p e r m i t t e d to prosecute w i t h i n the group for a p e r i o d of t w o years after 
his l eav ing . 18 U S C 207 prohib i ts a former employee of the govern
ment f r o m act ing i n any case i n w h i c h he par t i c ipa ted as a n employee, 
forever, a n d for a p e r i o d of one year he must not appear before a n agency 
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4. W A L K E R Trade Secrets 39 

w h i c h was under his responsib i l i ty , w i t h a penal ty of $10,000 a n d / o r t w o 
years ' imprisonment . A n y o n e w h o is p a r t i c u l a r l y interested i n the po in t 
s h o u l d r e a d the fine pr int . 

T h e C o d e of Professional Respons ib ihty of the A m e r i c a n B a r Asso 
c iat ion , D i s c i p l i n a r y R u l e 2-108, provides i n part that a l a w y e r sha l l not 
be a par ty to or part i c ipate i n a par tnersh ip or employment agreement 
w i t h another l a w y e r that restricts the r i g h t of a l a w y e r to pract ice l a w 
after the terminat ion of a re lat ionship created b y the agreement, except 
as a cond i t i on to payment of ret irement benefits. D R 4-101 provides for 
the protect ion of confidences a n d secrets of a c l ient presumably forever 
unless disclosure is necessary under condit ions set f o r th i n the fine p r i n t , 
as, for example, to col lect his fee. Interest ingly , D R 2-106 ( Β ) (2 ) p r o 
v ides that the determinat ion of a reasonable fee inc ludes " the l i k e l i h o o d , 
i f apparent to the c l ient , that the acceptance of the par t i cu lar employ 
ment w i l l prec lude other employment b y the lawyer . " A l a w y e r cannot 
serve b o t h sides i n a dispute , a n d t a k i n g one c l ient m a y later bar lucrat ive 
employment . 

S i m i l a r l y , some employment agreements i n technica l fields prov ide 
that a depart ing employee w i l l not accept employment at var iance w i t h 
the interest of his previous employer for a reasonable fee for a l i m i t e d 
p e r i o d of t ime—say six months to a year o n payment of his salary. C o n 
sider such secrecy protect ion i n connect ion w i t h the chapter o n employ 
ment agreements. 

Some readers w o u l d l i k e to get c lear a n d absolute rules on w h a t a 
chemist can consider a trade secret w i t h o u t break ing the l a w . A n analogy 
c a n be used. T h e speed l i m i t i n a school zone is 15 m p h . A t 2 a.m. on a 
c lear night , a m u c h greater speed w o u l d be acceptable t h a n d u r i n g 
school recess w h e n a large n u m b e r of c h i l d r e n are i n the immed ia te 
v i c i n i t y . I t also depends on w h o is measur ing the speed a n d h o w accu 
rate the measurement is. A speed of 15 m p h , as l o n g as the car is not a 
h a z a r d to ch i ld ren , is the safe ru le , but m a n y drivers m o v e faster w i t h o u t 
b e i n g ca l l ed to account for this act ion i n court. T h e fact that m a n y others 
have not been charged is not a n adequate excuse for the dr iver w h o gets 
the speeding t icket. 

W i t h trade secrets, a great m a n y more ind iv idua l s b e n d the l a w a 
b i t than are ca l l ed to account for the ir actions. T h e owner of a t rade 
secret m a y feel that his cause is just b u t that a v i c to ry w o u l d not be 
w o r t h the effort. A l s o some employers fee l that i f a n employee w i l l steal 
for them, he w i l l steal f r o m them, a n d they do not w a n t a n employee 
w i t h too flexible a conscience. T h e exact l ines i n trade secrets are very 
vague a n d the subject of m a n y differences of opinions. There are h u n 
dreds of reported cases. Thousands of situations have been considered 
a n d never brought to court. T o cite a f e w examples, i n W i l k e s et a l . vs. 
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40 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

T h e Pioneer A m e r i c a n ( 6 ) , the d istr ict court h e l d that trade secrets 
c o u l d consist of concept ion, f o rmulat ion , a n d development of a m e t h o d 
of se l l ing l i f e insurance. T h e court h e l d that the fact that part , or even 
eventual ly a l l , of the components of a trade secret are matters of p u b l i c 
knowledge does not p r o h i b i t a c l a i m of trade secret. A n in junct i on was 
granted. I t was p o i n t e d out that facts of great va lue m a y l i v e l o n g i n 
the p u b l i c d o m a i n unnot i ced . T h e protect ion is not o n the secret alone 
b u t against the breach of f a i t h a n d reprehensible means of l earn ing that 
secret. I t is interest ing to note that technica l a n d c o m m e r c i a l trade 
secrets serve as precedents for each other i n court cases on breach of a 
conf ident ia l re lat ionship . 

I n C a n a d a , C a r n a g h a n Insurances L t d . vs. L u n d y (7 ) i n v o l v e d a 
restr ict ive covenant; the employee was va luab le a n d h e l d trade secrets 
i n the insurance field. T h e court h e l d that a covenant not to compete 
for three years was reasonable b u t that the plaintiff 's business was i n 
Saint John's ( the agreement covered the Prov ince of N e w B r u n s w i c k ) . 
U n d e r the circumstances, the area was too broad , the court dec l ined to 
rewr i te the area, a n d the plaint i f f lost. 

Sometimes a court w i l l l i m i t the t ime, area, or scope to h o l d a 
secrecy agreement v a l i d . M o r e often, the agreement is h e l d not v a l i d 
because it is too broad , a n d the agreement fails completely , even i f a 
more l i m i t e d agreement c lear ly w o u l d have been proper . T h e court 
decl ines to rewr i te the agreement. 

I n K - 2 S k i C o m p a n y vs. H e a d S k i C o m p a n y a n d W i l l i a m C r o c k e r 
(8 ) the court approved a two-year in junct i on on certa in phases of sk i 
manufac tur ing a n d a one-year in junct ion on another phase. T h e quest ion 
of damages was r e m a n d e d to the l ower court. H e r e C r o c k e r h a d learned 
a l l he k n e w about ski manufac tur ing w h i l e w o r k i n g for K - 2 f r o m M a y 
1967 to F e b . 1970. H i s responsibilt ies were reduced , he became d i s 
satisfied, so he contacted H e a d a n d was offered a job. H e then q u i t K - 2 
w i t h o u t disc losing the name of his n e w employer . T h e o p i n i o n does not 
m e n t i o n any secrecy agreements but does find that security at the K - 2 
p lant was not t ight. T h i s is an example of an employee l eav ing for 
w h a t amounted to a n undesirable change i n w o r k i n g condit ions. 

A . H . E m e r y C o . vs. M a r c a n (9 ) involves b o t h a patent a n d trade 
secret s i tuation. T h e patent was i n v a l i d . T h e former employer p r e v a i l e d 
o n the trade secret aspects. A conf idential re lat ionship surv ived a t e r m i 
nat i on of employment even t h o u g h one of the former employees was 
d ismissed for other reasons before the group of former employees started 
their activit ies . 

T h e express l a b e l l i n g of drawings as " conf ident ia l " or "secret" was 
not necessary i f they were , i n fact, conf idential a n d were taken. C o n -
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4. W A L K E R Trade Secrets 41 

versely other cases have h e l d that l abe l l ing non-secret data as "secret" 
does not make i t secret. 

I n A m e r i c a n C y a n a m i d C o . vs. F o x et a l . (10) the employee stole 
trade secrets, i n c l u d i n g microorganisms for the produc t i on of ant ib iot ics , 
a n d so ld t h e m internat ional ly . F o x a n d his associates h a d compromised 
m a n y mi l l i ons of dol lars w o r t h of trade secrets, b u t re t r i ev ing the stolen 
secrets was impossible . A judgment for damages is fut i l e i f the defendant 
has no funds. T h e record i n the case consisted of 6,984 pages. 

I n S p e r r y - R a n d C o r p . vs. R o t h l e i n (11), R o t h l e i n felt he d i d not 
get a fa i r break o n promotions a n d dec ided to leave S p e r r y - R a n d a n d 
start his o w n compet i t ive semiconductor company. H e p i c k e d u p 21 of 
35 employees f r o m S p e r r y - R a n d for the n e w company. S p e r r y - R a n d 
was h e l d ent i t led to damages. T h e length of the proceedings, about five 
a n d one-half years, d i d m u c h to make an in junct ion fut i le . T h e fact that 
the ex-employees deve loped the process gave t h e m no greater right to 
use i t compet i t ive ly than any other employee. 

I n S p e r r y - R a n d C o r p (12) vs. E lec tron ics Concepts , Inc. , et a l . the 
ex-employees h a d taken va luab le data o n radar antennas. O n e h a d 
learned w h a t he k n e w at S p e r r y - R a n d a n d went into compet i t ion w i t h 
S p e r r y - R a n d — e v e n compet ing o n a government b i d w i t h stolen k n o w l 
edge of the exact amount of the S p e r r y - R a n d b i d . B o t h damages a n d a n 
in junct i on were a w a r d e d to Sperry . These ex-employees w i l l f u l l y a n d 
del iberate ly a n d w i t h f u l l knowledge of the unlawfulness of the ir acts 
took b o t h technica l a n d financial data. 

Prognosis 

T o speculate o n w h a t the l a w w i l l be i n the near future is r i sky at 
best a n d i n trade secret l a w , perhaps more so. C e r t a i n trends seem to be 
present. T h e r e is a b i l l i n Congress on a F e d e r a l U n f a i r C o m p e t i t i o n 
A c t , presently S.31 i n the 95th Congress, w h i c h w i l l p robab ly be before 
Congress for some t ime i n substance under different numbers for each 
Congress. 

Some of the states are adopt ing a U n i f o r m D e c e p t i v e T r a d e P r a c 
tices A c t a n d a U n i f o r m T r a d e Secrets A c t . A s more states adopt a U n i 
f o r m T r a d e Secret A c t , the laws i n the various states t e n d to become 
more u n i f o r m a n d predictable . T h e r e is a t rend towards a more u n i f o r m 
p o l i c y a n d punishment of i n d i v i d u a l s a n d organizations that part i c ipate 
i n the outr ight theft of trade secrets. H o p e f u l l y this t r e n d w i l l continue. 

O n the other h a n d , there is increasing tendency towards p e r m i t t i n g 
a n employee to rea l ize his po tent ia l b o t h professional ly a n d financially 
b y a v a i l i n g himsel f of employment opportunit ies . A n i n d i v i d u a l w i t h 
scarce skil ls a n d u n i q u e knowledge w h o is cons ider ing employment 
opportunit ies m i g h t th ink about whether the prospect ive job has a d i s -
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42 L E G A L RIGHTS O F CHEMISTS A N D ENGINEERS 

proport ionate income p u r p o r t e d l y attached. I f an employer makes a job 
offer that is too far out of l ine w i t h the go ing rate, this raises the quest ion 
of whether he is rea l ly t ry ing to encourage theft of trade secrets, 
whether , once he p icks the b r a i n of his scientist, the job w i l l evaporate, 
or whether the n e w employer seeks to use the legit imate skil ls of the n e w 
employee towards a l o n g t e r m objective. 

F r o m the ethical standpoint , a patentable invent i on or a trade secret 
is l i ke a piece of rea l estate: i t can be so ld once, b u t then the o r i g i n a l 
owner has no right to se l l i t again. O n the other h a n d , w e m i g h t compare 
a n inventor w i t h spectacular s k i l l w i t h the owner of a n apartment house 
w h o can rent out an apartment a n d collect rent each month . S i m i l a r l y , 
the scientist w i t h u n i q u e skil ls can rent out those skil ls as an employee 
of a s ingle ent i ty or as a consultant to several, b u t h e should be sure that 
he is rent ing ski l ls a n d not p u r l o i n i n g trade secrets. 

T h e heart of misuse of trade secrets is rea l ly the breach of confidence. 
Conf ident ia l ly a cqu i red in format ion i n any field needs to be protected. 
I t is to be regretted that c lear guidel ines cannot be established, b u t the 
tremendous n u m b e r of court cases shows that differences of o p i n i o n 
i n t e r t w i n e d w i t h problems of proof are constantly aris ing. C e r t a i n 
treatises, texts, a n d references are appended . Some of these, l i k e M i l -
grim's " T r a d e Secrets" ( 5 ) , have thousands of citations to court cases. 
T h e r e are m a n y a d d i t i o n a l texts as w e l l as l a w r e v i e w articles o n various 
aspects of trade secrets. T h e s tandard lega l digests w i l l locate cases 
w h i c h are pert inent to par t i cu lar situations. Regret fu l ly , i n the space 
avai lab le here, i t is possible to touch only a few highl ights a n d to give a 
f e w clues as to further research on the subject. 

I n pure ly chemica l cases, the evidence as to w h a t was taken , proof 
that i t was a trade secret, a n d that i t was not k n o w n to competitors i n 
academia or the l i terature becomes too complex to set forth i n a short 
summary . Genera l ly , a reputable employer w i l l a v o i d t ry ing to b u y a 
trade secret w i t h a n e w employee. A n employee f r o m one company can 
be used b y his n e w employer i n a n operat ion that does not compromise 
trade secrets. T h e best ru le is whether i t seems fa i r to a l l concerned. 
W h e n i t gets close to the edges, w a t c h out. L i t i g a t i o n often is such that 
nobody rea l ly w i n s ; i t is just a quest ion of h o w b a d l y everybody loses. 

Summary 

( 1 ) Patent L a w is statutory w i t h essentially exclusive federa l jur is 
d i c t i on . 

(2 ) Patents have a l i fe of 17 years. 
( 3 ) T r a d e secret protect ion is essentially a matter of state l a w w i t h 

about 52 jurisdict ions, not necessarily consistent. 
( 4 ) T r a d e secrets are secret as l ong as they c a n be kept secret. 

T h e r e is no theoret ical or statutory l i m i t o n their l i fe . 
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4. W A L K E R Trade Secrets 43 

(5 ) M u c h of the State T r a d e Secret L a w is j u d i c i a l l y w r i t t e n based 
on o l d c o m m o n l a w precedents. Some states have m o d e r n i z e d i t w i t h 
state statutes. 

(6 ) W h e n e v e r the nature of an invent ion is such that i t can be 
explo i ted i n secret, thought shou ld be g iven to trade secret protect ion 
rather than patent protect ion. 

(7 ) I f a n e w patent act changes the patent statutes, its impac t o n 
trade secrets should be considered as to l ength of protect ion, costs, a n d 
effectiveness of protect ion. 

(8 ) A n employee shou ld respect the confidences of his employer , 
even long after employment has ended. 

(9 ) T h e former employer shou ld expect an ex-employee to use the 
s k i l l of his c a l l i n g i n a n e w employment . 

(10) N o matter h o w s k i l l f u l l y are conf idential i ty or secrecy agree
ments w r i t t e n , h i g h eth ica l standards on bo th sides are needed. L a r c e n y 
runs deep i n the h u m a n soul , a n d i f something has value , someone w i l l 
a lways try to steal it . 
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5 

Employment Contracts 

J O H N P. S U T T O N 

3000 Ferry Building, San Francisco, Calif. 94111 

The common provisions in current employment agreements 
relate to the disclosure of patentable inventions, coopera
tion in obtaining patents, assignment of inventions to em-
ployers, and protection of trade secrets. Wide variations 
exist in the presentation of these provisions in the agree
ments. As instruments of corporate personnel policy, these 
agreements almost universally favor the employer. The 
author suggests that the American Chemical Society gather 
data through efficiently conducted surveys and seek to make 
employment agreements bilateral, encouraging employers 
to abide by the ACS Guidelines for Employers. 

' - p h e major i ty of inventions m a d e i n the U n i t e d States today are m a d e 
J ~ b y employees of corporations. These e m p l o y e d inventors are r e q u i r e d 

to s ign w r i t t e n employment agreements i n 9 8 % of the cases ( J ) . W h y 
are such contracts so popular? T h e c o m m o n l a w (i.e., the l a w that 
appl ies i f there is no w r i t t e n agreement) governing inventions b y e m 
ployees appears to be straightforward. Professor S tedman puts i t this 
w a y : 

W h e r e the facts show that the employee was specif ical ly h i r e d to m a k e 
inventions , the inventions that result be long to the employer , a n d the 
employee is r e q u i r e d to assign them to h i m . T h i s doctr ine appl ies , 
however , on ly to those inventions that f a l l w i t h i n the field for w h i c h he 
was actual ly h i r e d a n d not to inventions he m a y make i n other areas. 
. . . i f the employee engages i n invent ive act iv i ty that is ent ire ly inde 
pendent of his job, e.g., w o r k done at home i n areas not re lated to his 
employment a n d not i n v o l v i n g the use of his employers faci l it ies or t ime, 
the inventions that result be l ong ent ire ly to the employee just as though 
he were u n e m p l o y e d ( 2 ) . 

D isputes ar is ing over whether an employee is h i r e d to invent i n 
the scope of his w o r k assignment cause the problems. E m p l o y m e n t 
agreements, w h i c h v a r y w i d e l y f r o m corporat ion to corporat ion , are 
p l a c e d before a n e w l y h i r e d employee to a v o i d these disputes. T h e y 
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have c o m m o n features yet enormous differences. Companies usua l ly 
make a flat payment of $100 to $200 to employed inventors u p o n filing 
of a n app l i ca t i on , issuance of a patent (2 , 3 ) , or both . T h i s provides the 
incent ive for an employee to disclose his invent ion a n d thus fu l f i l l the 
purpose of the patent system. Recent ly , however , I c onducted a survey 
of employed inventors i n C a l i f o r n i a ( J ) , w h i c h revealed that a l though 
5 7 % of corporate employers h a d sales over one m i l l i o n dol lars annual ly , 
a major i ty o f inventors responding ( 5 4 % ) i n d i c a t e d they rece ived $1 or 
n o t h i n g i n d irect compensat ion for their inventions. 

T h i s finding contradicts N e u m e y e r a n d O ' M e a r a (2 , 3 ) w h o f o u n d 
that most large companies , 6 0 % of t h e m i n O 'Meara ' s evaluat ion , gave 
monetary rewards to employed inventors. H a v i n g f a i l e d to receive ade
quate support i n another survey of employers i n order to c lear u p the 
d iscrepancy , I have proposed that the A m e r i c a n C h e m i c a l Society ( A C S ) 
sponsor such a survey since they possess the resources to complete i t 
successfully. B a s e d o n the s m a l l amount of response ( 2 0 % ) I rece ived 
i n m y survey, however , a n d o n 10 other employment agreements g iven 
to m e b y the A C S C o u n c i l C o m m i t t e e o n Professional Relat ions , I have 
f o u n d certa in c o m m o n features i n these agreements. 

O n l y one c lause was c o m m o n to every one of the agreements I 
s tud ied i n d e t a i l : a duty of cooperat ion b y the employee w i t h respect to 
patent ing of inventions. T h e second most c o m m o n feature is a d u t y o n 
the part of the employee to disclose inventions to his employer . A n o t h e r 
c o m m o n feature was a d u t y to re fra in f r o m disc los ing trade secrets 
be l ong ing to the employer , a n d a duty o n the part of the employee to 
assign his inventions to the employer . I t is fa i r to state that these are the 
usua l provis ions. 

Besides these four s imi lar i t ies , however , other correlations do not 
exist to any great extent. M o s t of the agreements have a prov is ion that 
states that the agreement is b i n d i n g u p o n the successors a n d assigns of 
the employee, the employer , or both . U s u a l l y the agreement is b i n d i n g 
o n the employee's heirs a n d assigns a n d not o n the employer 's . T h i s 
raises a n impor tant aspect of employment agreements. W h e n one th inks 
of a n agreement, he thinks of promises made b y two parties as they relate 
to each other. H o w e v e r , there is a k i n d of c on t rac t—a un i la tera l contract 
— w h i c h b inds o n l y one party . I n m y modest survey I d i d not find a 
s ingle employer w h o promised to do anyth ing for the employee. O n e of 
t h e m p u r p o r t e d to have presented a b i l a te ra l agreement, b u t there was 
no prov i s i on for the employer to sign. S u c h a n agreement w o u l d not be 
b i n d i n g , o rd inar i l y , o n any p a r t y w h o does not s ign a contract. O n the 
other h a n d , the major i ty of contracts p r o v i d e d to me b y the C o u n c i l 
C o m m i t t e e on Professional Relat ions were b i la te ra l a n d i n c l u d e d a p lace 
for the employer to s ign, b i n d i n g h i m to the terms of the agreement. 
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5. S U T T O N Emnlovment Contracts 47 

W h e t h e r the agreement was b i la tera l or un i la tera l , none of the 
employers promised his employee anyth ing other t h a n cont inued employ 
ment for a n unspeci f ied t ime. I n only one agreement, f r o m a s m a l l 
southern m a n u f a c t u r i n g company , was there any prov is ion for compen
sation, a n d this agreement s i m p l y sa id that the employer m a y compensate 
the employee for inventions. N o n e of the agreements i n either category 
made a promise to pay even the t rad i t i ona l $100 a w a r d . These a w a r d 
programs appear to be governed ent ire ly b y corporate po l i cy a n d not 
b y contract. T h i s means that the corporat ion m a y change the p o l i c y at 
w i l l w i t h o u t consult ing the employee. T h e employee, o n the other h a n d , 
cannot vary any of the terms of the employment agreement. 

Several of the agreements that w e r e s tud ied h a d express provis ions 
r e q u i r i n g an employee not to engage i n any outside employment w i t h i n 
the area of interest of the employer . Perhaps a moon l i gh t ing p o l i c e m a n 
or fireman c o u l d w o r k for these companies as a chemist, b u t a chemist 
c o u l d not use any of his skil ls a n d technica l t ra in ing i n m o o n l i g h t i n g jobs 
w h e n employed b y these companies—even i f he works o n projects unre 
la ted i n product l ines of his first employer . I t is enough i n these agree
ments for the first employer to mere ly have a n interest i n a n area, whether 
or not he actual ly does business i n that area. 

A n u m b e r of the contracts w e n t further t h a n s i m p l y r e q u i r i n g trade 
secrets a n d inventions to be protected. T h e y i n c l u d e d a prov i s i on that a 
proper ty right existed i n the records, drawings , a n d other materials used 
i n the employment , so that the employee w o u l d be b o u n d whether or not 
the inventions or trade secrets contained i n the records were protectable . 

I n none of the agreements rece ived as a result of m y survey was 
there a noncompet i t i on clause. T h i s is a prov i s i on b y w h i c h an employee 
promises not to compete w i t h his employer for a specified p e r i o d of t ime . 
I n three of the agreements p r o v i d e d to me f r o m A C S , however , there 
were non-compet i t ion provisions. T h e most onerous one was a promise 
not to compete for one year p lus the dura t i on of any l i t i ga t i on that m i g h t 
arise concern ing the subject matter of the agreement. T h i s means that 
i f the employee w e r e sued w i t h i n a year after his departure , he w o u l d 
not be able to compete u n t i l there h a d been a final de terminat ion f r o m 
w h i c h no appea l c o u l d be made . T h i s c o u l d easily be five years i n a l l , 
g iven the c r o w d e d dockets of t r i a l a n d appel late courts. 

W h i l e a promise not to compete was rare, i t was commonplace to 
have a prov i s i on that inventions comple ted w i t h i n six months or a year 
after t erminat ion o f employment w o u l d have to be reassigned to the 
former employer . I f this prov is ion were r igorous ly enforced, a n e w e m 
p loyer w o u l d be re luctant to assign a n e w employee to any area w h e r e 
he w o u l d be l i k e l y to make a n invent i on w i t h i n the first six months or 
a year. I do not be l ieve such provisions are r igorous ly enforced. 

American Chemical 
Society Library 

1155 16th St. N. W. 
Washington, D. C. 20036 
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48 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

A f a i r l y c o m m o n prov i s i on i n the agreements was a requirement that 
the employee r e t u r n a l l proper ty to the employer u p o n terminat ion of 
employment . Chemis ts are f requent ly pack rats, a n d i t is dif f icult to 
determine prec ise ly w h a t belongs to the employer a n d w h a t belongs to 
the employee. I t is reasonable, however , to require that the e m p l o y e r s 
proper ty be re turned . 

A n o t h e r c o m m o n prov i s i on is a n oppor tun i ty for the employee to 
exclude inventions made i n pr i o r employment . Some space is p r o v i d e d 
for the employee to l ist o n the agreement inventions w h i c h he has p r e v i 
ously m a d e a n d w h i c h b e l o n g to pr i o r employers. 

T h e agreements w h i c h were s tud ied i n deta i l were surpr is ing ly free 
of the bo i ler -p late legalese w h i c h one often associates w i t h l icense agree
ments a n d other contracts. Several i n c l u d e d provis ions that the govern
i n g l a w w o u l d be that of a par t i cu lar state, that provisions w h i c h were 
unenforceable w o u l d be severed f r o m the agreement so that the r e m a i n 
i n g provisions w o u l d be enforced, and , as ment ioned previously , that 
the terms of the agreement w o u l d be b i n d i n g on successors a n d assigns. 

T h e lack of a non-compet i t i on clause i n the agreements d e r i v e d f r o m 
the employer survey apparent ly reflect a concern that such a clause 
m i g h t not be enforceable. I n C a l i f o r n i a , for example, the Business a n d 
Professions C o d e §16,600 voids such clauses. T h i s prov is ion was recently 
u p h e l d b y U . S. Supreme C o u r t ( 4 ) . I n other jurisdict ions, there is a 
substant ia l r isk that a clause p r o h i b i t i n g a chemist f r o m engaging i n his 
profession w i t h another employer w o u l d be r u l e d unenforceable as an 
unconsc ionable contract of adhesion. I t seems the t r e n d of the l a w is 
to recognize the doctr ine of contracts of adhesion as b e i n g unenforceable . 

A contract of adhesion occurs w h e n the terms are prepared ent ire ly 
for the benefit of one of the parties, a n d the other party does not have 
sufficient barga in ing p o w e r to alter the terms. T o d a y the employment 
agreement is a contract of adhesion. W h e t h e r i t is enforceable or not 
depends o n whether i t is unconscionable . A u t o m o b i l e warranties , insur 
ance contracts, a n d other k inds of contracts have, i n some instances, been 
r u l e d unconsc ionable contracts of adhesion. H o w e v e r , I k n o w of no case 
d e a l i n g w i t h an ord inary employment agreement a l though there is at 
least one case p e n d i n g w h i c h raises this issue. 

N o t one of the agreements that I r e v i e w e d i n deta i l provides for 
the employee to share i n the benefits de r ived f rom his invent ion . L e g i s l a 
t i o n is p e n d i n g i n the U . S . Congress a n d i n C a l i f o r n i a w h i c h w o u l d 
requ i re the employer to share the benefits rece ived f r om an invent i on 
b y a n employee, b e a r i n g i n m i n d the pos i t ion of the employee, his duties , 
the va lue of the invent ion , a n d the contr ibut i on of the employer . These 
laws are pat terned after s imi lar leg is lat ion i n other countries. N e a r l y 
every i n d u s t r i a l i z e d country has leg is lat ion m a n d a t i n g extra compensa-
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5. S U T T O N Employment Contracts 49 

t i o n for e m p l o y e d inventors w i t h the exception of countries whose l a w 
is d e r i v e d f r om the E n g l i s h c o m m o n l a w ( U . K . , C a n a d a , U . S . , a n d A u s 
t ra l ia ) ( 5 ) . T h i s legis lat ion is u n l i k e l y to pass i n the foreseeable future. 

E v e n though the study I have conc luded does not show such agree
ments, employment contracts w h i c h prov ide that the employee w i l l 
receive a specified percentage of any royal ty income d e r i v e d f r o m l icens
i n g the invent i on do exist. T h i s prov is ion is f a i r l y c o m m o n i n the aero
space industry b u t general ly nowhere else. S h o u l d the invent i on have 
substantial va lue a n d be w i d e l y l icensed, the inventor c o u l d der ive 
substantial ly more than the usua l payment of $100 to $200. I n m y first 
survey of C a l i f o r n i a inventors, on ly 3 % of the inventors rece ived be tween 
$500 a n d $5000 for the invent ion , a n d not one rece ived more t h a n $5000. 
A s prev ious ly ind i cated , 5 4 % rece ived $1 or nothing . 

Some of the provisions i n i n d i v i d u a l employment agreements w e r e 
surpr is ing ly one-sided i n favor of the employer . O n e h a d an express 
prov i s i on that the agreement does not b i n d the company to pay any 
salary to the employee or to employ the employee for any p e r i o d of t ime . 
A n o t h e r agreement p r o v i d e d that the employee must pay attorney's fees 
a n d expenses a n d consent to a p r e l i m i n a r y in junct i on i n the event of 
l i t i gat i on over a breach or threatened breach of any prov i s i on of the 
agreement. It seems grossly un fa i r to require the employee , w h o has 
re lat ive ly f ew resources c ompared w i t h the employer , to pay these fees 
a n d expenses mere ly u p o n the existence of w h a t the employer regards as 
a threatened breach of some term i n the employment agreement. 

A n o t h e r employment agreement has a n express prov i s i on that the 
employee must serve fa i th fu l ly a n d to the best of his ab i l i t y a n d to 
devote his entire t ime, energy, a n d s k i l l to promote the corporate inter 
ests. It c o u l d be argued that m a n y every day activit ies of an employee 
do not promote the corporate interest, such as go ing home at five o 'clock 
even t h o u g h an experiment is not completed . 

O n e agreement, presumably in tended to show the m a g n a n i m i t y of 
the employer , provides that i t " w i l l g ive considerat ion to the reassign
ment to the employee of any inventions . . . w h i c h i t m a y find to be of 
no potent ia l va lue to the company . " T h e r e is no promise to do anyth ing 
except consider. T h i s att itude is the same as that expressed b y N e u m e y e r 
(2) r egard ing a w a r d p lans : 

M a n y of these have the character of a patr iarcha l , 18th -Century 
att i tude t o w a r d the employee, a pat on the shoulder b y the patron , w h o 
knows best. 

M y study of employment agreements gave broad ly s imi lar results as 
reported i n 1965 b y O ' M e a r a , though a major d i s t inc t ion is the apparent 
lessening today of post -employment restrictions. T h a t is, i n 1965, 2 5 % 
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50 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

of the agreements s t u d i e d l i m i t e d the employees act ivit ies after t e r m i n a 
t i o n of employment , a n d m y study showed very f e w such l imitat ions . 

Present -day employment agreements v a r y w i d e l y , even t h o u g h they 
have four general features: they require assignment of invent ions ; they 
requ i re non-disc losure of trade secrets; they requ i re disclosure of i n v e n 
t ions; a n d they require cooperat ion i n prosecut ing patents. T h e e m p l o y 
ment agreements of today do not b i n d the employer to compensate the 
employee for m a k i n g a n invent i on , a n d they do not recognize any sub
stantial rights of the employee . A s instruments of corporate personnel 
po l i cy , they are oppressive a n d unfa i r , b u t universa l . B y contract , e m 
ployers i n the U n i t e d States have effectively defeated the prov i s i on i n 
the U n i v e r s a l D e c l a r a t i o n of H u m a n R ights adopted b y the U n i t e d N a 
tions G e n e r a l A s s e m b l y on D e c e m b e r 10, 1948. I n A r t i c l e 2 7 ( 2 ) i t states: 

E v e r y o n e has the r ight to the protect ion of the m o r a l a n d mater ia l 
interests resul t ing f r om any scientific, l i terary , or art ist ic p r o d u c t i o n of 
w h i c h he is the author. 

T h e A m e r i c a n C h e m i c a l Society shou ld seek to have employment 
agreements m a d e b i la tera l , w i t h the employer agree ing to ab ide b y the 
Gu ide l ines for E m p l o y e r s . I have never seen an employment agreement 
remote ly s imi lar to the provis ions of the Guide l ines for E m p l o y e r s . I n d i 
v i d u a l employees w i l l not be able to m o d i f y employment agreements 
because of the ir re lat ive ly w e a k b a r g a i n i n g power . I f the agreements 
are to become fa ir a n d equi tab le to the interests of everyone, the ba lance 
be tween the employee a n d his employer w i l l have to be readjusted, either 
b y a profess ion-wide organized effort or b y leg is lat ion to repa ir the 
imbalance . 
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Discussion 
Q . I was curious about your comments that the state of C a l i f o r n i a 

has v o i d e d a l l non-compet i t ion agreements. A r e there any c ircumstances 
under w h i c h the state of C a l i f o r n i a w o u l d recognize such an agreement? 
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5. S U T T O N Employment Contracts 51 

A . I n the C a l i f o r n i a statute, there are specific provis ions that are 
exceptions to this . O n e is that a partnership that disbands can have a 
restr ic t ion so that there is no compet i t i on be tween the partners i n a 
geographica l area. T h e sale of a business can have a prov is ion that there 
is no compet i t i on be tween the buyers a n d the sellers for some p e r i o d 
of t ime. I d idn ' t cover the except ions—there are three or four of t h e m — 
because they are qui te specific a n d they d o n t a p p l y to 9 9 % of the c h e m 
ists w h o w o u l d be here today, b u t there are exceptions. 

Q . I n past years the Supreme C o u r t of Pennsy lvan ia has h e l d that 
a n employee cannot b e presented w i t h a non-compet i t i on agreement to 
s ign w i t h the i m p l i e d threat that i f he doesn't, he w i l l be fired. S u c h 
agreements are no longer enforceable. H o w e v e r , i f a potent ia l employee 
is presented such an agreement, a n d i t constitutes one of the terms b y 
w h i c h he is h i r e d for the job, then the agreement can be enforced as 
l o n g as there is considerat ion, a n d this has to be monetary i n f o rm. 

A . D o y o u k n o w the name of that case? I a m not fami l ia r w i t h i t . 

Q . M y attent ion has been d r a w n recent ly to a n employment agree
ment w h i c h requires the prospect ive employee to s ign an author izat ion 
b y a n employer to a l l ow a consumer repor t ing agency to i n q u i r e into 
m a n y personal aspects of his l i fe . Doesn ' t this seem to go as a rather 
u n d u e invas ion of personal p r i v a c y to ask a n i n d i v i d u a l to s ign such a n 
agreement? T h i s is i n fu l f i l lment of P u b l i c L a w N o . 91-508. 

A . I a m not f a m i l i a r w i t h it . N o t h i n g l ike that was brought in to the 
survey I conducted o r i n any of the agreements that I s tudied . I haven ' t 
seen a n y t h i n g l i k e a n invas ion of p r i v a c y at a l l . T h e r e c o u l d be some 
federa l l a w that demands that, but I a m not f a m i l i a r w i t h i t . 

R E S P O N S E F R O M A U D I E N C E : I be l ieve that that is a response to the 
P r i v a c y A c t w h i c h n o w requires that i f y o u do ut i l i ze such sources of 
in format ion , there has to be a release f r om the i n d i v i d u a l i n v o l v e d . 

Q . M y quest ion relates to this reassignment clause. A p p a r e n t l y the 
employee has to reassign his invent ion to the employer for $1 w i t h o u t 
k n o w i n g w h a t the va lue is go ing to be. D o any courts have a ru le about 
this? 

A . Y o u don't even have to have $1. T h e mere fact is that employ 
ment is sufficient i n the major i ty of the cases. O n e of the four of the 
un iversa l provisions I f o u n d was that y o u assign i n advance, as a con
d i t i o n of employment , any inventions y o u m a k e i n the future . I n other 
words , on day one y o u s ign the agreement that whatever the invent i on 
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52 L E G A L RIGHTS O F CHEMISTS AND ENGINEERS 

v a l u e is a n d however the inventions are re lated to the business, they 
w i l l be assigned. N o w , some of them h a d a l i m i t a t i o n that they h a d to 
be w i t h i n the areas of interest to the corporate employer , b u t some 
d i d not. 

Q . D o y o u have any suggestions as to b i la te ra l agreements? W h a t 
type of promises do employees have to make the employer for a b i l a t e r a l 
agreement? H o w does an employee get a b i la tera l agreement b i n d i n g o n 
the employer? 

A . I have a l l k inds of suggestions. T h e p r o b l e m is that unless y o u 
are N o b e l L a u r e a t e y o u are not go ing to get those provisions into the 
contract. It's b a r g a i n i n g p o w e r that gets fa i r contract provisions. M a y b e 
i f y o u have a N o b e l P r i z e i n the field y o u m i g h t be able to get a chauffeur 
a n d a l imous ine i n your contract, or y o u c o u l d get other provis ions 
w h i c h w o u l d be somewhere a long the l ines of the " G u i d e l i n e s for E m 
ployers . " Those i n demand , l ike corporat ion presidents, can w r i t e the i r 
o w n tickets. M o s t employees cannot. 

Q . W h a t about a s i tuat ion where a n employee signs a contract 
where he promises to invent b u t does not i n t e n d to do so. Assume he 
does not invent . Does he breach his contract? 

A . T h a t is the w a y it used to be i n the last century. I n fact, c h e m 
ists 100 years ago weren't as p l e n t i f u l as they are today, a n d the chemist 
was h i r e d b y the job. Assume you've got this job r e q u i r i n g explosives, 
a n d the chemist was an expert i n explosives. T h e chemist comes i n to 
solve the p r o b l e m a n d he says, "pay m e so m u c h to do this job a n d p a y 
m e so m u c h i n royalties o n use of the explosive or i f y o u l icense i t to 
someone else." U s u a l l y the agreement w o u l d have some modest amount 
of l i v i n g expense w h i l e the chemist was w o r k i n g o n the project p lus 
some re turn on the invent ion , shar ing the benefits of the invent ion . I f 
the invent i on were w i d e l y used, the inventor became rich, b u t those 
days are l ong past. 

Q . So, y o u don't th ink a b i la tera l agreement is profitable? 

A . O h , I certa inly do th ink i t is prof itable. Yes, I def initely t h i n k 
that i t is prof itable. 

Q . Is that the w a y b i la tera l agreements w o r k today? 

A . T h a t is the w a y i t ought to be. I a m te l l ing y o u that the b a r 
g a i n i n g p o w e r between a chemist a n d his employer is so grossly d i spro 
port ionate that he is not go ing to b e able to w r i t e that k i n d of c ontrac t— 
fine chemist that he is . 
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5. S U T T O N Employment Contracts 53 

Q . T o the contrary, I t h i n k that employers w o u l d b e g l a d to g ive to 
someone, a research person, an agreement i n w h i c h the chemist promises 
to invent something of va lue i n exchange for his b e i n g p a i d . T h e employ 
ment agreement of today, I th ink , serves the purpose very w e l l . T h e 
employer promises to pay as l o n g as the employee makes inventions a n d 
does his job. Y o u t h i n k that that is not proper? 

A . I th ink i t is not factual . T h e chemist is h i r e d to do research a n d 
solve problems whether they amount to inventions or not. I f they do 
amount to inventions , i t becomes a w i n d f a l l for the employer . I n v e n 
tions are, b y def init ion, w ind fa l l s for someone, because they are creations 
where n o t h i n g existed before. I be l ieve inventors , as ind ispens ib le cre 
ators, shou ld share i n the w ind fa l l s w i t h the employer w h o puts u p 
cap i ta l , poses the p r o b l e m , a n d provides the environment . 
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6 

Legalization of Employment Guidelines 

A. C. NIXON 

2140 Shattuck Ave., Berkeley, Calif. 94704 

There is a pressing need for legislation in the area of profes
sional employment guidelines. Employers make no commit-
ment to their employees except to obey discrimination 
statutes. Any contracts that are made usually only deal with 
protection of trade secrets and assignment of patent rights. 
Professional employees are not covered under the Wage and 
Hours Act; therefore, they are not eligible for overtime pay. 
"Whistleblowers" must be afforded job protection so that 
they won't be inhibited by fear of dismissal from coming 
forth with information beneficial to the public welfare. The 
American Chemical Society and the Engineers Joint Council 
have guidelines they wish employers to follow but have no 
means of enforcing them. The author advocates making 
the core provisions of these guidelines into law and dis
cusses the responsibilities of professional societies after such 
legislation. 

Since t ime i m m e m o r i a l there have a lways been agreements between 
employers a n d employees. I n the earliest days these were v e r b a l , 

they f o l l owed custom, a n d there was general ly no mechan ism set u p to 
protect the more vulnerable p a r t y — t h e employee. O f course, i n m a n y 
cases the employees h a d no rights whatsoever because the employees 
were o w n e d b y the employer . A s t ime went on , codes of ethics were 
deve loped b y different cultures w h i c h were a p p l i e d to a greater or lesser 
degree to the re lat ion between employer a n d employee. T h e O l d Testa 
ment , for instance, spel led out some f a i r l y concrete rules i n this matter , 
a n d aggr ieved employees h a d avenues of appea l t h r o u g h the R a b b i n a t e or 
the R o y a l C o u r t . D u r i n g the M i d d l e Ages the g r o w t h of gui lds tended 
to stabi l ize employment b y the semi-monopoly so created. T h e outgrowth 
of these gui lds is the m o d e r n deve lopment of i n d u s t r i a l unions. H o w e v e r , 
i n this country the basic l a w has been inher i ted f r o m E n g l i s h c o m m o n 
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6. N I X O N Legalization of Employment Guidelines 55 

l a w . I n E n g l a n d the re lat ionship between master a n d servant was based 
on custom w h i c h became codi f ied into c o m m o n l a w where there was a n 
unders tand ing of w h a t the t w o parties were supposed to do for each 
other ( i n ac tua l fact i t appears that i t was diff icult for a n employee to 
b r i n g any legal sanct ion against employers w h o v io la ted the code ) . T h e 
translat ion of the E n g l i s h c o m m o n l a w into A m e r i c a n l a w seems to have 
p r o v i d e d even less protect ion for the employee than exists i n E n g l a n d . 

Necessity far Guidelines for Employment 

T h e employment condit ions for most professions at the present t ime 
stem d irec t ly f rom the o l d E n g l i s h c o m m o n l a w master -servant re lat ion
ship. I n other words , there is no commitment on the part of the employer 
to treat the employee i n any par t i cu lar w a y except as m a n d a t e d b y the 
laws against d i s c r iminat i on w i t h respect to age, sex, r a c i a l o r ig in , or 
re l ig ion . A l s o , i n d i v i d u a l contracts that are s igned general ly on ly requ i re 
that the employee w i l l not d ivu lge his e m p l o y e r s trade secrets a n d w i l l 
s ign over to his employer any patentable inventions that he might make . 
Professionals are not even i n c l u d e d under the W a g e s a n d H o u r s A c t , so 
they are not e l ig ib le for pay for any overt ime that they are r e q u i r e d to 
work . M o s t professional employees can be fired for any reason whatso 
ever or for no reason at a l l . 

T h i s s i tuation does not a p p l y to academic employees w h o are tenured 
or to m a n y government employees covered b y C i v i l Service regulations. 
H o w e v e r , w i t h the financial c r u n c h that has affected academia a n d the 
complexi ty of the bureaucracy i n government, i n d i v i d u a l employees 
rights are often lost sight of. Nonetheless, i n theory at least, these t w o 
groups of employees have the f reedom to speak out on p u b l i c issues a n d 
to be re lat ive ly protected f r om mass layoffs. I n fact, this is not ent ire ly 
true. E v e n i n cases of the tenured academic facul ty , m a n y have such 
complex a n d d e m a n d i n g ties to e ither indust ry or government that the ir 
f reedom of expression, they feel , is severely curta i led . N u m e r o u s i n 
stances have come to l i ght ( I ' m sure m a n y more are h i d d e n ) i n w h i c h 
government employees have f o u n d themselves transferred to less desir 
able or even non-existent jobs as a result of a t tempt ing to correct some 
i n e q u i t y i n p u b l i c po l i cy . A n d even i f a n i n d i v i d u a l employee is not 
t h i n k i n g about speaking out on a matter of concern to the p u b l i c , he 
shou ld k n o w h o w his performance is judged b y his employer a n d that he 
is sh ie lded f r om capric ious actions on the part of his supervisor. T h u s , 
i f there are to be reductions- in- force, he shou ld have some assurance 
that i f his performance has been satisfactory, he w i l l not be i n c l u d e d 
i n those that are fired as a result of the w h i m of some member of 
management. 
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56 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

F r o m the standpoint of the p u b l i c , however , the most important 
aspect of the master -servant re lat ionship be ing a p p l i e d to professional 
employees is that i t is very i n h i b i t i n g to the so-cal led "whis t l eb lower . " 
T h e r e have been m a n y instances over the past several years where people 
have spoken out a n d suffered for i t , a n d w e k n o w of m a n y instances 
w h e r e i t w o u l d have been greatly i n the p u b l i c interest to have k n o w l 
edgeable professional employees come f o r w a r d w i t h in format ion . I n 
stances that come read i ly to m i n d are F i t z g e r a l d a n d the C - 5 aircraft 
s i tuat ion ( J ) , the three B A R T engineers, a n d more recently the three 
G e n e r a l E l e c t r i c nuclear engineers. 

T h e w a y i n w h i c h employers see these instances is w e l l i l lus t rated 
b y an exchange of v iews between mysel f a n d A r t h u r Bueche , v i ce pres i 
dent for research at G e n e r a l E l e c t r i c C o . , as descr ibed i n the f o l l o w i n g 
quotat ion (2): 

"Scientists w h o w o r k i n i n d u s t r y have an e th i ca l respons ib i l i ty to speak 
out o n any research they are d o i n g that c o u l d prove detr imenta l to the 
p u b l i c , a n d scientific societies should take steps to protect the jobs of 
members w h o feel c ompe l l ed 'to b l o w the whis t l e ' o n the ir employers , " 
D r . A l a n C . N i x o n , a former president of the A m e r i c a n C h e m i c a l Society, 
says. 

H e spoke here this week at the a n n u a l meet ing of the A m e r i c a n 
Assoc ia t ion for the A d v a n c e m e n t of Science at a n a l l -day meet ing on 
ethics a n d the corporate scientist. 

B u t D r . Nixon 's v i e w p o i n t was chal lenged b y D r . A r t h u r Bueche , 
v i c e pres ident for research of the G e n e r a l E l e c t r i c C o m p a n y , w h o e m p h a 
s ized that the corporate scientist "owes loyal ty to his employer " a n d 
caut ioned that it is "often diff icult to d i s t inguish between those w h o are 
b l o w i n g the whis t le a n d those w h o are just c r y i n g wol f . " D r . Bueche said 
that the p r i m a r y eth ica l responsibi l i t ies of a corporate scientist or eng i 
neer were to per form "signif icant, relevant professional work , " to protect 
trade secrets a n d to des ign a n d produce products that were "safe a n d 
effective." 

I f i n the course of such w o r k a scientist discovers w h a t he believes 
are prob lems, D r . Bueche added , he shou ld first discuss the p r o b l e m 
w i t h associates a n d his m a n a g e m e n t — a n d "be w i l l i n g to res ign" i f he 
chooses to make a p u b l i c attack. 

T h i s h a p p e n e d earl ier this m o n t h w h e n three G e n e r a l E l e c t r i c eng i 
neers i n C a l i f o r n i a res igned f r o m one of the company's nuc lear div is ions 
because they h a d reached the conc lus ion that nuc lear energy represented 
a p r o f o u n d threat to m a n k i n d . 

T h e i r ac t ion focused renewed attention on a p r o b l e m of increas ing 
concern w i t h i n the scientific c o m m u n i t y : h o w to separate w h a t a scientist 
says as a concerned c i t i zen f r o m w h a t he says as a scientist repor t ing 
scientific facts. 

" W e can t e l l t h e m apart , b u t the rest of the p u b l i c can't ," D r . B u e c h e 
sa id , a d d i n g that i t can be "dangerous to the entire technica l c o m m u n i t y " 
w h e n a scientist "combines the role of act ivist a n d professional invest i 
gator." 
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6. N I X O N Legalization of Employment Guidelines 57 

B u t D r . N i x o n stated: 
" I bel ieve the scientist has responsibi l i ty to b r i n g to the attention of 

the A m e r i c a n p u b l i c any problems i n his field of science. P o l l u t i o n is 
largely the result of chemistry , but our profession has not been very 
act ive i n b r i n g i n g this to the attention of the pub l i c . T h i s came m u c h 
later, usual ly the result of be ing caught b y a government agency." 

D r . N i x o n , a former indus t r ia l chemist , headed the A m e r i c a n C h e m i 
ca l Society and , more recently, has been c h a i r m a n of the C o m m i t t e e of 
Scienti f ic Society Presidents. I n that capacity , he has sought to encourage 
scientific societies to establish codes of ethics for corporate scientists, to 
investigate any cases of potent ia l ly h a r m f u l research brought to the ir 
attention b y members. 

D r . N i x o n said that the A m e r i c a n C h e m i c a l Society h a d invest igated 
120 such cases i n recent years* a n d "has expel led members w h o d i d 
something f ou n d to be uneth i ca l . " 

B u t he conceded that it remained "very diff icult for a corporate 
scientist to speak out—often i f he does, he is either fired or transferred 
to a less desirable assignment." 

Since G e n e r a l E l e c t r i c is a re lat ive ly responsible employer , this case 
demonstrates the huge gul f that exists between the employer a n d the 
e m p l o y e d as a result of the general employer tendency to consider the 
o l d E n g l i s h c o m m o n l a w re lat ion of master-servant as be ing the proper 
one for technica l employees. 

Existing Guidelines 

T h e need for h a v i n g some rules a n d regulations regard ing employ 
ment somewhat better than c o m m o n l a w has been evident for m a n y 
years to concerned ind iv idua l s i n various professional societies. H o w 
ever, this concern was first translated into tangib le f o rm b y the A m e r i c a n 
C h e m i c a l Society ( A C S ) w h i c h has h a d a committee dea l ing w i t h p r o 
fessional relations since the mid-40s. H o w e v e r , i t was not u n t i l the uncer 
tainties i n the employment market of the late 60s a n d early 70s, w h i c h 
resulted i n major m u l t i p l e terminations of professionals, that the A C S 
was m o v e d to formulate a set of m i n i m u m guidel ines w h i c h were issued 
i n mid-1971. T h e y have since gone t h r o u g h three revisions, the most 
recent be ing endorsed i n A p r i l 1975. O r i g i n a l l y , the guidel ines were 
d i rec ted exclusively to employers a n d were ca l l ed "Gu ide l ines for E m 
ployers" since i t was felt that a prev ious ly adopted "Chemist ' s C r e e d " 
adequate ly covered the employee side of the equat ion. H o w e v e r , the 
most recent revisions have incorporated para l l e l guidel ines for employees 
a n d are n o w ca l l ed "Professional E m p l o y m e n t G u i d e l i n e s " ( P E G ) . 

Perhaps s t imulated b y the act iv i ty i n the A C S , i n d i v i d u a l s i n some 
of the engineering societies, par t i cu lar ly the A I C h E ( I . L e i b s o n ) a n d 

* Most cases involve allegations of non-professional treatment by employers— 
very few involved "whistleblowers." 
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58 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

the N . S . P . E . ( Ε . E . S l o w t e r ) , began to formulate a s imi lar document 
in tended to cover bo th engineers a n d scientists. A joint committee was 
f ounded under the cochairmanship of L i e b s o n a n d Slowter w h i c h p r o 
d u c e d a document ent i t led " G u i d e l i n e s to Professional E m p l o y m e n t for 
Engineers a n d Scientists" ( G P E E S ) , issued i n January 1973. 

B o t h sets of guidel ines attempt to cover most of the types of p r o b 
lems that m i g h t arise i n the employee - employer re lat ionship a n d to set 
f or th desirable condit ions for employment . T h e scope of the A C S d o c u 
ment can be comprehended b y not ing the headings i n the P E G , w h i c h 
are : "Terms of E m p l o y m e n t , " " E m p l o y m e n t E n v i r o n m e n t , " "Profess ional 
Deve lopment , " " T e r m i n a t i o n Cond i t i ons , " a n d "Invest igat ion of U n p r o 
fessional C o n d u c t . " Cop ies of P E G m a y be obta ined f rom the A C S (3 ) 
a n d the G P E E S f rom the E J C (4). 

Problems with Guidelines 

A major p r o b l e m w i t h the Gu ide l ines , apart f r o m somewhat naive 
expectations, is that the documents are not b i n d i n g on either the employer 
or the employee. Acceptance of the Guide l ines b y an employer is c om
plete ly vo luntary . H e does not have to announce that he is f o l l o w i n g 
them. E v e n i f he does say he w i l l f o l l ow them, he doesn't have to con
t inue to do so i n any part i cu lar case. A l s o , subscr ib ing to the G u i d e l i n e s 
m a y par t ia l l y penal ize the better employer w h o tries to ab ide b y t h e m 
because i t puts h i m somewhat at an economic disadvantage v i z - a - v i z his 
less concerned competitor . T h e A C S Guide l ines do have the v i r tue at 
least of b e i n g m i n i m u m cr i ter ia w h i c h the Society hopes employers of 
chemists a n d chemist employees w i l l f o l l ow, a n d the A C S has set u p 
a mechanism to measure performance b y employers i n cases of disputes 
or of m u l t i p l e terminations. I n d i v i d u a l chemists or chemica l engineers 
can a p p l y to the A C S under the M e m b e r s h i p Assistance P r o g r a m a n d 
have the A C S investigate a case of a l leged unprofessional conduct o n the 
part of the employer . I f the a l legat ion is deemed to have meri t , attempts 
are made to reconci le the p rob l em. A l s o , the A C S investigates a l l ter
minat ions w h i c h invo lve more than three chemists (or chemica l eng i 
neers) a n d seeks to determine i f the employer f o l l owed the G u i d e l i n e s 
i n connect ion w i t h his treatment of his chemist employees. T h e cases are 
reported i n Chemical and Engineering News, a n d the degree of c o m p l i 
ance or noncompl iance w i t h the Guide l ines is c i ted . T h e engineer ing 
societies, on the other h a n d , have set u p no mechanism for measur ing 
compl iance . T h e guidel ines are descr ibed as desirable goals, a n d a l though 
the engineers o r ig ina l ly expected that they w o u l d be w e l c o m e d w i t h 
open arms b y employers a n d enthusiast ical ly endorsed, this d i d not 
happen . A s a result , their guidel ines have h a d very l i t t le impact , a n d , 
as a matter of fact, the " r u l i n g c i rc les" of engineer ing societies have m a d e 
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6. N I X O N Legalization of Employment Guidelines 59 

i t per fect ly clear to employers that they are not go ing to go out of the i r 
w a y to bother t h e m on the matter of guidel ines . T h e f o l l o w i n g quota 
t i on describes their att i tude ( 5 ) . 

T h e N o v e m b e r (1974) Astronautics and Aeronautics of the A I A A , 
page 78, says " 'Teeth , ' for E m p l o y m e n t G u i d e l i n e s C a u s i n g a S t i r " i n the ir 
m e m b e r Newsletter . T h i s has to do w i t h the " G u i d e l i n e s for Profess ional 
E m p l o y m e n t for Eng ineers a n d Scientists" w h i c h has n o w been endorsed 
b y 27 engineer ing a n d scientific societies. T h e A I A A B o a r d gave q u a l i 
fied a p p r o v a l to the G u i d e l i n e s — t h e qual i f i cat ion b e i n g that they r e m a i n 
"guide l ines . " T h e p r o b l e m n o w is that of f a c ing the necessity of enforc ing 
the Gu ide l ines . T h e Inter-Society C o m m i t t e e o n Profess ional E m p l o y 
ment Guide l ines recognizes the necessity of treat ing t h e m as m i n i m u m 
standards but i t is u p to the endorsing societies to p r o v i d e a mechan ism 
to see that the Gu ide l ines are enforced. T h i s is w h a t is done b y the 
A C S w i t h respect to its o w n Guide l ines . H o w e v e r , m a n y of the eng i 
neer ing societies' boards of directors are dominated b y employers ' repre
sentatives w h o w o r r y about their companies b e i n g p l a c e d under even 
this degree of constraint w i t h respect to proper treatment of the ir e m 
ployees. T h e A I A A M e m b e r s h i p C o m m i t t e e " b y consensus" h e l d that the 
G u i d e l i n e s shou ld r e m a i n that a n d presumably no attempt shou ld be 
m a d e to see that they are enforced. N o t surpr is ing ly a subsequent eng i 
neer - industry conference demonstrated support for this po int of v i e w 
f r o m i n d u s t r i a l representatives. 

A l s o i n the same issue is an ed i tor ia l b y A l C l e v e l a n d , w h o is the 
A I A A ' s D i r e c t o r - T e c h n i c a l a n d V P - E n g i n e e r i n g , L o c k h e e d A i r c r a f t 
C o r p . , i n w h i c h he reports on " T h e G r o w i n g D i l e m m a of the Corporate 
M e m b e r " ( A I A A has a pract ice of a l l o w i n g corporations to be ac tua l 
members of the organizat ion , A C S has C o r p o r a t i o n Assoc iates ) . H i s 
d i l e m m a seems to be brought about b y the fact that the A I A A member 
sh ip over recent years has been concerned about the employment con 
dit ions a n d mass unemployment of its membersh ip a n d has been exam
i n i n g " such things as pensions a n d ret irement plans , manpower p l a n n i n g , 
ethics, w o r k i n g condit ions, salary standards, fr inge benefits, a n d patent 
r ights . " H e suggests that such preoccupat ion is b a d because " i t is . . . 
unreasonable to ask an i n d i v i d u a l to be long to a n d support a group, some 
por t i on of whose purposes a n d actions m a y b e adverse to that ind iv idua l ' s 
wel fare ; f ew pol i t i c ians contr ibute to the opposi t ion par ty . " H e appar 
ent ly feels that these sorts of concerns are detr imenta l to industry ; i n 
fact, he says it is " p u t t i n g i t a l l i n jeopardy." H e suggests that A I A A 
should re turn to " technica l matters" a n d leave "employment matters to be 
treated b y other means." H e impl ies that i f this doesn't happen , corpo
rations w i l l p u l l out of the society a n d refuse to support any of its tech 
n i c a l activit ies or a l l o w employees to present papers, at tend meetings, 
take part i n the governance, etc. 

I w o n d e r i f M r . C l e v e l a n d is about to g ive u p his U . S . c i t i zensh ip 
because he doesn't approve of everyth ing our government does? 

E v e n w h e n a society sets u p a strong p r o g r a m for p r o m o t i n g c o m 
p l iance b y employers w i t h the vo luntary guidel ines for employment , i t 
w i l l have to expect that there w i l l be a continuous attack o n such a p r o 
g r a m b y employers a n d b y their representatives w i t h i n the professional 
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societies. T h i s is h a p p e n i n g n o w to the A C S . F o r instance, i n 1975 a 
reso lut ion was passed b y the C o m m i t t e e o n Profess ional Relat ions that 
Chemical and Engineering News, the organ of the A m e r i c a n C h e m i c a l 
Society w h i c h goes to a l l members , shou ld carry a story i n the "Careers 
Issue" of the magazine each year l i s t ing companies w i t h respect to h o w 
they h a d f o l l o w e d the guidel ines i n connect ion w i t h m u l t i p l e t e rmina 
tions or the treatment of i n d i v i d u a l members . It was also resolved that 
this story be repeated i n three issues of the a n n u a l "Careers Issue." T h i s 
request was den ied b y the editor of CirEN, a n d his act ion is n o w be ing 
supported b y the B o a r d of Direc tors . T h i s sort of pressure against v o l 
untary guidel ines is to be expected. 

It w o u l d appear that the only sensible course of act ion is to have 
the core provis ions of the guidel ines for employment enacted into l a w 
so that a l l professional employees a n d their employers w i l l be under the 
same rules, a n d this sort of pressure on societies a n d their members w i l l 
be removed. A l t h o u g h I have been advocat ing this for a n u m b e r of 
years, one of the first general forums for present ing i t occurred at a 
meet ing at A l t a , U t a h i n 1972. D u r i n g the meet ing , I headed a p a n e l 
w h i c h presented a resolut ion endorsing l ega l i zed guidel ines . These ideas 
subsequently f o u n d their w a y into a book b y N a d e r , Petkis , a n d B l a c k -
w e l l ca l led " W h i s t l e B l o w i n g " (7 ) a n d the book " A d v i s e a n d D issent " 
( I ) b y P r i m a c k a n d V o n H i p p e l . T h e y surfaced aga in at the A A A S 
meet ing i n Boston i n F e b r u a r y 1976 i n the report of the A A A S on the 
social responsibi l i t ies of scientific societies. A l i s t i n g of some of the items 
that such a l a w might inc lude is g iven i n the A p p e n d i x . 

H o w w i l l such a l a w come about? O b v i o u s l y not b y itself. Recent ly 
I wrote to Senator E d w a r d K e n n e d y — a letter w h i c h is w o r t h quo t ing i n 
f u l l — a s k i n g h i m to sponsor such a b i l l . 

D e a r Senator: 
T h a n k y o u for g i v i n g m e the opportuni ty to testify on the author i za 

t i o n for the N a t i o n a l Science F o u n d a t i o n o n the matter of Science for 
C i t i z ens a n d for your gracious letter of M a r c h 4. 

I w o u l d l i k e to b r i n g to your attention the matter w h i c h I d i d refer 
to i n m y test imony w i t h respect to a l a w to improve the l ega l basis for 
the employee - employer re lat ionship of professional employees. A s I 
unders tand , a n d I a m sure y o u as a l awyer are qu i te aware , the re la t i on 
sh ip is that of master—servant as defined i n E n g l i s h c o m m o n law. I th ink 
i t w o u l d be very w o r t h w h i l e to explore the prospects of changing this to 
p r o v i d e l ega l basis for the employment re lat ionship so that professional 
employees w i l l be encouraged to exercise their responsibi l i t ies as i n 
f o rmed cit izens. 

O n e might ask, " W h y restrict it to professional employees a n d w h a t 
is the lega l basis for such restr ict ion?" I t h i n k the answer to this is that : 

• Professional employees general ly are more apt to possess deta i l ed 
knowledge a n d unders tand ing of t echnica l problems than do others. 
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6. N I X O N Legalization of Employment Guidelines 61 

• G e n e r a l l y employers consider the jobs that professionals do to be 
more sensit ively re lated to the operations of the enterprise a n d , 
hence, are less w i l l i n g to have such employees speak out i n the 
area of the ir expertise t h a n non-professional employees. 
• A s far as the lega l basis for such ident i f i cat ion, i t seems to m e 
that professional employees are defined as such i n b o t h the N a t i o n a l 
L a b o r Relat ions A c t w i t h respect to the ir r i ght to set u p exclusive 
co l lect ive b a r g a i n i n g electorates a n d i n the W a g e s a n d H o u r s A c t 
where they are classified as exempt employees. 
N o t b e i n g a lawyer , I hesitate to undertake s u p p l y i n g the language 

for the f r a m i n g of a b i l l , b u t i n general I w o u l d t h i n k that the items that 
shou ld be covered are : 

• T h e necessity for there b e i n g set out c lear ly i n w r i t i n g the con
dit ions of employment a n d lega l obl igations of the employee 
• A s tandard non-d i s c r iminat ion clause 
• T h e r ight of employees to w o r k more t h a n 40 hours per week i f 
they w i s h b u t not regular ly on d e m a n d ( w i t h o u t compensat ion) i f 
they do not 
• Employees shou ld have regular w r i t t e n reports o n the ir ad judged 
l eve l of job performance 
• T h e special status of employees as professionals should be recog
n i z e d 
• T e r m i n a t i o n condit ions shou ld be spel led out 
If y o u are interested i n sponsoring a b i l l such as this , I w o u l d be 

very g l a d to assist i n the dra f t ing of the leg is lat ion or i n any other w a y 
I can. 

It w i l l take the efforts of m a n y people to accompl i sh the passage of 
such legis lat ion. I t w i l l , of course, be opposed b y most employers for the 
same reason that they refuse to endorse vo luntary guidel ines . It w i l l 
cost them some money, a n d i t w i l l reduce the ir f reedom of act ion. It is 
also opposed b y labor unions w h o m a y see i t perhaps as a n in f r ingement 
of the ir turf , w h i c h i t is to some degree. H o w e v e r , even i f a l l e l ig ib le 
professionals were u n i o n i z e d , I estimate as m a n y as one - th i rd to one-half 
of them w o u l d not be covered b y u n i o n contracts because they w o u l d b e 
classified as management employees under the rules of the N a t i o n a l 
L a b o r Relat ions B o a r d . T h e thrust for the enactment of guidel ines w i l l 
have to come f rom the people w h o are go ing to be affected d i r e c t l y — t h e 
professionals themselves—as Senator K e n n e d y po inted out i n a r e p l y to 
m y letter. These matters have been presented to the various scientific 
a n d engineer ing societies through the C o m m i t t e e of Scientif ic Society 
Presidents a n d through the Assoc iat ion for Coopera t i on i n E n g i n e e r i n g 
a n d was brief ly discussed at the joint meet ing of these two groups i n 
A u g u s t 1976. T h e matter has also been discussed w i t h C h r i s Stone of the 
U n i v e r s i t y of Southern C a l i f o r n i a w h o is the author of two forward- look
i n g a n d innovat ive books designed to extend the l a w more effectively into 
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62 L E G A L RIGHTS O F CHEMISTS AND ENGINEERS 

areas that are not n o w adequate ly covered. H e has expressed interest i n 
c on t r ibut ing to the f r a m i n g of an effective statement of a solution. 

Recent l a w , w h i c h is on ly just n o w go ing into effect, shou ld give a 
benef ic ial impu lse t o w a r d the passage of l ega l i zed guidel ines . I a m re 
f e r r ing to the so-cal led Science for C i t i zens A c t w h i c h requires the 
N a t i o n a l Science F o u n d a t i o n ( N S F ) to set u p a p r o g r a m that w i l l b r i n g 
more scientists a n d engineers into the arena of p u b l i c interest b y pro 
v i d i n g mechanisms w h e r e b y they can l e n d the ir expertise to p u b l i c 
interest groups a n d to inf luence p u b l i c p o l i c y i n v o l v i n g science a n d eng i 
neer ing matters. I n test i fy ing on the N S F appropr ia t i on b i l l before 
Senator Kennedy ' s Subcommittee of the Senate C o m m i t t e e o n L a b o r 
a n d P u b l i c W e l f a r e , I sa id the f o l l o w i n g ( S ) : 

H o w e v e r , i t should be po inted out that there is a major p r o b l e m 
i n get t ing m a n y qual i f i ed people to vo lunteer for this effort. A s y o u k n o w 
most engineers w o r k for i n d u s t r i a l organizations w h i l e a substant ia l a n d 
r i s i n g propor t i on of scientists do l ikewise . Indus t r ia l managements are 
extremely re luctant to have technica l employees speak out on technica l 
matters except through the management structure. T h i s was emphas ized 
at the recent meet ing of the A m e r i c a n Assoc iat ion for the A d v a n c e m e n t 
of Science i n Boston o n a p a n e l on " E t h i c s a n d Corporate Scientists." I 
expressed the po in t of v i e w that scientists w h o w o r k i n industry have an 
e th i ca l respons ib i l i ty to revea l in format ion that they have w h i c h they 
feel shou ld be d i v u l g e d for the protect ion of the p u b l i c . T h i s v i e w was 
chal lenged b y D r . A r t h u r Bueche , v ice-president for research at G e n e r a l 
E l e c t r i c C o m p a n y , w h o emphas ized that a corporate scientist p r i m a r i l y 
"owes loya l ty to his employer . " D r . Bueche felt that i f a scientist or eng i 
neer w i s h e d to speak out, his proper course was to discuss i t w i t h his 
management and , f a i l i n g satisfaction, resign i f he felt he h a d to go fur 
ther. I do not th ink that D r . B u e c h e is r ight ; i t shou ld not be necessary 
for a n i n d u s t r i a l scientist or engineer to res ign i n order to contr ibute to 
p u b l i c po l i cy or safety. B u t a mechan ism must be created i n order to 
protect such ind iv idua l s . 

I t was p r o b a b l y not apprec iated b y the drafters of the b i l l that i t 
w o u l d be very diff icult to get scientists a n d engineers employed i n indus 
try to come f o r w a r d w i t h in fo rmat ion on p u b l i c p o l i c y concerns i n the 
absence of some protect ion for their l ive l ihoods . 

T h e passage of a l a w l ega l i z ing guidel ines , of course, w i l l not remove 
the necessity for professional societies to be active i n the field of p r o 
tect ing their members . N o l a w is sel f -enforcing. I t is to be expected 
that unscrupulous employers w i l l seek to evade the provis ions of the l a w . 
Profess ional societies shou ld have mechanisms avai lable to the i r m e m 
bersh ip at a l l t imes w h i c h w i l l apprise t h e m of the ir rights under the 
l a w a n d be able to give t h e m advice o n par t i cu lar issues, a n d shou ld be 
w i l l i n g to prov ide lega l a i d funds i n case i t is necessary for t h e m to insist 
o n compl iance w i t h the l a w . A l s o , the professional societies can h e l p 
the ir members i n those cases w h e n the l a w , as a l l laws do , breaks d o w n 
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6. NIXON Legalization of Employment Guidelines 63 

a n d the member is forced to seek other employment as a result of psy 
cholog ica l pressure or subtle acts of d i scr iminat ion . H o w e v e r , g iven the 
l a w a n d the assistance of the professional societies, professional employ 
ment i n the U n i t e d States can be expected to be more product ive , more 
s t imulat ing , a n d more r e w a r d i n g . 
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Appendix 

Outline of Proposed Legal Guidelines for Employers 
of Professional Employees 

I n connect ion w i t h the employment of such employees, the f o l l o w i n g 
condit ions w i l l p r e v a i l : 

I . Cond i t i ons of employment shal l be f u l l y descr ibed i n w r i t i n g to 
a prospect ive employee. 

I I . L e g a l obl igations of the employee to the employer must be 
c lear ly set for th i n an employment agreement. 

I I I . E m p l o y m e n t shal l be based solely on competence a n d a b i l i t y 
to per form assigned responsibi l i t ies w i t h o u t regard to factors of age, race , 
re l ig i on , p o l i t i c a l aff i l iation, or sex. 

I V . S u c h employees m a y not be regular ly scheduled to w o r k more 
t h a n 40 hours per week unless recompensed at the rate of 1.5 t imes the 
n o r m a l salary for hours i n excess of the 40 hours. 

V . Such employees must be p r o v i d e d w i t h opportunit ies a n d f a c i l i 
ties for w o r k i n g more than 40 hours per week i f they so desire. 

V I . A n employer must keep such employees i n f o r m e d of the i r 
judged leve l of job per formance b y means of conf idential w r i t t e n a n n u a l 
records w h i c h must be attested to b y the employee w i t h copies p r o v i d e d . 
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64 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

V I I . T h e Judgment of a professional employee's per formance shou ld 
invo lve i n p u t f r om his professional peers b y means of conf idential 
questionnaires. 

V I I I . E m p l o y e r s shou ld a l l ow such employees opportunit ies to 
m a i n t a i n professional expertise through attendance at professional meet
ings equivalent to at least one week per year a n d courses of s tudy a n d 
leaves of absence for professional study equivalent to two weeks per year. 

I X . E m p l o y e e - i n v e n t o r s shal l part i c ipate to the extent of at least 
1 0 % i n the income generated b y their inventions. Patents obta ined b y 
a n employee resul t ing f r o m inventions deve loped on his o w n t ime, out
side his assigned field of work , w i l l be the property of the employee. 

X . E m p l o y e e s prac t i c ing i n professional fields where advancement 
is dependent u p o n p u b l i c a t i o n w i l l not be i n h i b i t e d f r o m so d o i n g except 
through contractual arrangements. 

X I . T h e right of professional employees to part i c ipate i n the a c t i v i 
ties of their professional societies w i l l be recognized . 

X I I . E m p l o y e e s w i l l receive notice of in tended terminat ion one 
m o n t h plus two weeks for each year of service before such terminat ion 
w i l l take place , except that severance pay m a y be offered i n l i e u of 
notice b e y o n d two weeks. 

X I I I . T e r m i n a t e d employees w i l l be p r o v i d e d reasonable assistance 
i n finding another posi t ion. 

X I V . E m p l o y e e s terminated due to budget cuts or a r e d u c t i o n i n 
force w i l l have first p r i o r i ty i n reh i r ing for two years b e y o n d their ter
m i n a t i o n date. E m p l o y e e s terminated w i t h a m i n i m u m of 10 years of 
service shal l have f u l l y vested pension r ights . 

X V . Employees w i t h a m i n i m u m of 10 years of service m a y not be 
terminated except for f u l l y documented cause conf irmed b y two levels 
of management above his immediate supervisor, conf irmable b y e m 
ployees ' peers. 

X V I . H e a l t h a n d insurance plans sha l l be cont inued for a t e r m i 
nated employee for a m i n i m u m of one m o n t h b e y o n d terminat ion p lus 
one week for each year of service. 

X V I I . U p o n terminat ion , propor t i ona l vacat ion rights sha l l be exer
c ised b y the employee , e ither i n t ime or money. 

X V I I I . U p o n terminat ion , the employee sha l l be g iven custody of 
his centra l personnel file. Records r e m a i n i n g w i t h the employer w i l l 
consist s imp ly o f the name a n d address of the terminated employee a n d 
the p e r i o d of service. U p o n terminat ion , a n employee sha l l be de l i vered 
a document b y the employer def ining his res idua l rights i n invent ions , 
patents pend ing , a n d possible publ i cat ions . 
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Discussion 

Q . W h a t can l o ca l sections do w i t h respect to employers of chemists 
i n their terr i tory? 

A . I th ink that w h a t they should do is to w r i t e to each employer , 
send h i m a copy of the Gu ide l ines , a n d b r i n g to his attention the fact 
that they do exist a n d fo l l ow u p w h e n they get an answer. 

Q . T h e p r o b l e m is h o w far y o u can go because I rece ived a m e m o 
r a n d u m f rom the A C S legal counsel stating that w e w o u l d be very 
l i m i t e d i n h o w far w e c o u l d go. 

A . T h a t was a very garb led communica t i on f rom the C o m m i t t e e o n 
Professional Relat ions. It was a most i l l - adv i sed t h i n g to do, a n d I wro te 
a n d t o l d them so. I f they w a n t to communicate w i t h the l o ca l sections, 
they should say i n c lear a n d unambiguous terms w h a t they advise 
t h e m to do. T h a t was just a c l o u d of double ta lk that was sent out, a n d 
I a m not surpr ised y o u reacted the w a y y o u d i d because I thought that 
was w h a t w o u l d happen . I th ink that y o u should wr i te to your employers 
a n d say that the Guide l ines exist. L o c a l section Professional Relat ions 
Committees should not get too i n v o l v e d i n interact ing w i t h any s i tuat ion 
but should concentrate on gett ing in format ion back to W a s h i n g t o n a n d 
let i t be h a n d l e d f rom there, because y o u c o u l d get out of your d e p t h 
very r a p i d l y . T h e in format ion gathering func t i on is most important , a n d 
that is the t h i n g that has to be done i n these cases. 

Q . Shouldn ' t the l oca l section Professional Relat ions Commit tees 
v is i t employers to discuss the Guide l ines? 

A . I th ink that i t w o u l d be m u c h more advisable to w r i t e a n d say 
that y o u have just rece ived copies of the latest ed i t i on of the G u i d e l i n e s 
a n d that as a l o ca l section y o u are very m u c h i n favor of them rather 
t h a n comment ing b y w o r d of mouth . I t h i n k that i t is m u c h better to 
put the l oca l section on record i n w r i t i n g w i t h respect to their pos i t i on 
a n d then to f o l l ow u p b y visits i f i t seems desirable. 

Q . H o w is professional ism defined? 

A . Profess ional ism is def ined b y l a w i n the N a t i o n a l L a b o r R e l a 
tions A c t . 

Q . B u t w h a t is your def init ion of a professional? 

A . I th ink that a professional is somebody w h o has h a d a course of 
t r a i n i n g such as that offered b y a recognized univers i ty or college i n a 
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disc ip l ine or group of d isc ip l ines a n d that he or she practices i n a n area 
that requires that sort of b a c k g r o u n d i n order to h o l d the job. 

Q. A r e teachers professionals? 

A . Yes. 

Q. W i l l Congress legal ize guidel ines w h e n there is a n exist ing alter
nat ive w a y of ach iev ing the same goal? 

A . W e l l , the quest ion relates to whether Congress w i l l pass a l a w 
unless y o u c a n show c lear ly that there is no ( or l i t t l e ) poss ib i l i ty of 
d o i n g i t otherwise. I suppose y o u are re ferr ing to the poss ib i l i ty of 
professionals ' f o r m i n g a u n i o n a n d then gett ing barga in ing r ights under 
the N L R B a n d w r i t i n g the guidel ines into a contract. T h a t of course is 
a poss ib i l i ty ; i t can be done a n d m a y be a very good w a y to go. O n the 
other h a n d , a large f ract ion of a l l professional employees ( p r o b a b l y one-
t h i r d of t h e m ) are not e l ig ib le to be i n barga in ing groups. T h e y w o u l d 
be classified as management employees a n d therefore not e l ig ib le for 
inc lus i on under a col lect ive b a r g a i n i n g contract, so that these people 
w o u l d not be covered. S u c h people often feel as though they are meat 
i n a s a n d w i c h — t h a t the management above has its o w n pr ivate arrange
ments a n d a u n i o n be low has its o w n pr ivate contractual arrangements, 
a n d they are i n the m i d d l e w i t h no col lect ive protect ion a n d no poss ib i l i ty 
of gett ing any unless the N L R B is amended to inc lude management. 
A l s o , m a n y chemists w o r k for smal l companies where they are e m p l o y e d 
as chemists, but the management considers them as part of management. 
A l t h o u g h they are not str ict ly management , the chances are that they 
w o u l d not be i n c l u d e d i n a b a r g a i n i n g uni t . M a n y others do not w a n t 
to j o in unions. So there are a lot of people w h o won ' t be covered unless 
Congress passes a l a w that protects a l l professionals. S u c h a l a w w o u l d 
enable us, i n a sense requ i re us, to come f o r w a r d as good cit izens to he lp 
protect the p u b l i c f rom chemica l insults a n d to a i d i n the development 
of p u b l i c po l i cy i n v o l v i n g science a n d technology. 

Q. Does the A C S p u b l i s h the names of employers that f o l l ow the 
Guide l ines? 

A . W h a t most ly has been p u b l i s h e d are violat ions of the G u i d e l i n e s 
i n m u l t i p l e terminations ( layof fs ) . O f course, i f a company fo l lows the 
Guide l ines i n connect ion w i t h a m u l t i p l e terminat ion , that is reported . 
H o w e v e r , there was an art ic le i n Cù-EN a couple of years ago about 
companies that h a d avo ided layoffs a n d some compl imentary things were 
sa id about them. Unfor tunate ly , soon after that, a couple of t h e m fe l l 
off their pedestal . 
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7 
Rights of Chemists, Employers, and 
Professional Societies in Layoffs and Other 
Serious Grievances 

W I L L I A M J. B U T L E R 

Hanson, O'Brien, Birney, and Butler, 888 17th St., N.W., 
Washington, D. C. 20006 

The rights of chemists, employers, and professional societies 
are discussed in relation to layoffs and other grievances 
where the Labor Management Relations Act, the Fair Labor 
Standards Act, the Age Discrimination in Employment 
Act, the Civil Rights Act of 1954, and the Occupational 
Safety and Health Act of 1970 apply. Instances of political 
discrimination, blacklisting, employee entrapment and dis
missal, and no-switching agreements are also included in 
the discussion. 

T n the area of the r ights of chemists i n layoffs a n d other serious gr iev -
ances, there is no quest ion that the employee is gett ing a chance to 

say more , o w i n g to the assistance of legis lat ion such as T i t l e V I I of the 
C i v i l R ights A c t of 1964 a n d the courts, w h i c h are n o w start ing to p l a y 
a role. I n these economic h a r d times the threat of a layoff is very rea l , 
b o t h to the factory l ine workers a n d the w h i t e co l lar or professional 
employees. 

I t seems as t h o u g h i n times of recession, research a n d development 
is usua l ly one of the first areas where belt t i ghten ing occurs. O f course 
a m o r e bas ic reason w h y layoffs occur, whether they be economica l ly 
justi f ied or not, is that fewer a n d fewer A m e r i c a n workers are self-
employed . A s a result of a steady increase over the years, almost 9 0 % 
of the labor force are wage or salary earners. A t the same t ime, m e m 
bership i n labor unions has r e m a i n e d fa i r ly stable since W o r l d W a r I I , 
w i t h the propor t ion of o rganized employees i n the labor force ac tua l ly 
dec l in ing . T h i s is signif icant since membersh ip i n a labor u n i o n m a y 
afford various protections to a w o r k e r b y v i r tue of certa in labor laws 
a n d because unions are organized a n d can negotiate employment con -
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68 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

tracts f r o m a pos i t ion of re lat ive strength. F i n a l l y , as the p o w e r of 
corporate employers has increased, the b a r g a i n i n g p o w e r of non -un ion 
employees has decreased i n some areas. 

Three factors are at w o r k w h i c h m a k e the issues of layoffs impor tant 
to every professional wage earner. F i r s t , layoffs are obv ious ly more 
prevalent i n times of economic recession a n d undercapac i ty . I n fact, 
s ince the last A m e r i c a n C h e m i c a l Society ( A C S ) meet ing i n 1975, 29 
separate layoffs have been brought to the attention of the A C S E m p l o y 
ment A i d s Office. E a c h layoff i n v o l v e d f rom three to as m a n y as 31 
chemists or c h e m i c a l engineers. ( A layoff for our considerat ion requires 
on ly that three people be l a i d off rather than the masses of people re
q u i r e d b y the o lder de f in i t ions) . D is t ress ing as these figures are, they 
are substant ia l ly b e l o w those for the years 196&-1971. 

Second, most professionals do not enjoy either the strength i n n u m 
bers w h i c h a labor u n i o n offers or the f u l l protect ion of such labor legis
l a t i on as the N a t i o n a l L a b o r Relat ions A c t or the F a i r L a b o r Standards 
A c t . N L R A prohib i ts un fa i r labor practices on the management 's part 
a i m e d at o rganized labor or a i m e d at unorgan ized workers "engaged i n 
concerted act iv i ty for the ir m u t u a l a i d or p ro te c t i on"—a concept that has 
come to be construed expansively b y the N a t i o n a l L a b o r Relat ions B o a r d . 
T h e F a i r L a b o r Standards A c t sets m i n i m u m standards for labor c o n d i 
t ions, such as m i n i m u m wage a n d overt ime provis ions , b u t i t exempts 
f r o m its coverage b o n a fide executives, administrators , a n d professional 
employees, the categories into w h i c h most chemists f a l l . 

T h e o n l y k n o w n increase i n un ion i za t i on a m o n g professionals to 
date has o c curred i n the context of governmental a n d inst i tut ional e m 
ployees a n d , par t i cu lar ly , i n the field of educat ion. There , the N a t i o n a l 
E d u c a t i o n Assoc iat ion , the A m e r i c a n F e d e r a t i o n of Teachers , a n d the 
A m e r i c a n Assoc iat ion of U n i v e r s i t y Professors are a l l c ompet ing for 
the r ight to represent the professional academic employees on A m e r i c a n 
campuses. I n the context of the pr ivate business firm, however , e ither 
the n u m b e r of professional employees is too s m a l l or the economic 
interests are too diverse to give them any rea l economic influence vis-a-vis 
the i r employer i n a b a r g a i n i n g s ituation. 

T h e t h i r d factor, w h i c h shou ld be of some concern to the profes
s i ona l chemist i n terms of his v u l n e r a b i l i t y to a layoff, is the near absolute 
lack of l ega l protect ion (other than w h a t m a y be conta ined i n the e m 
p l o y m e n t contract itself ) against terminat ion , be i t for a just cause or 
not. T h e classic statement of an e m p l o y e r s r i ght i n this area is f o u n d 
i n the 1884 Tennessee Supreme C o u r t op in ion i n the case of Payne vs. 
W e s t e r n & A t l a n t i c R a i l r o a d ( J ) where i t was said " a l l employers m a y 
dismiss their employees at w i l l for good cause, for no cause, or even 
for cause m o r a l l y w r o n g w i t h o u t thereby b e i n g g u i l t y of l ega l w r o n g . " 
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7. B U T L E R Layoffs and Serious Grievances 69 

T h e story of h o w this p r i n c i p l e became the accepted l ega l doctr ine 
i n this country is a curious one. Profess ional employees t rad i t i ona l ly h a d 
been e m p l o y e d u n d e r ora l or, i n some cases, w r i t t e n employment c o n 
tracts that r a n for an indefinite t e rm. U n d e r the E n g l i s h c o m m o n l a w , 
w h e n no par t i cu lar t e rm of employment was stated, the h i r i n g was pre 
s u m e d to be for one year's service. I f the employment cont inued b e y o n d 
one year, i t was thereafter terminable only at the e n d of a n a d d i t i o n a l 
year . O t h e r than this power uni la tera l ly to terminate at one-year in ter 
vals , b o t h parties, under the E n g l i s h ru le , w o u l d be b o u n d as l o n g as 
they b o t h r e m a i n satisfied w i t h the performance a n d the w o r k i n g con 
dit ions. I n other words , except for the power to terminate automat ica l ly 
on the anniversary of the date on w h i c h the contract was made , b o t h 
parties c o u l d terminate on ly for a good cause shown. 

I n the U n i t e d States the ru le was qu i te different. Unless the l i f e of 
the employment contract is specif ically spe l led out, such a h i r i n g is 
deemed terminable at w i l l b y either party . W h e t h e r the contract p r o 
vides for payment at stated intervals , such as every two weeks, once a 
month , etc., or even characterizes the employment as permanent , has 
no effect u p o n the l ega l result. T h e contract is t erminab le at the w i l l of 
either party . 

A n interest ing fact i n regard to this A m e r i c a n ru le is that i t is the 
result of a single scholar's interpretat ion—that of H . G . W o o d i n his 
1877 treatise, " M a s t e r a n d Servant ." A f t e r p u b l i c a t i o n of this treatise 
the courts s imp ly began to a p p l y Wood ' s interpretat ion, at first mere ly 
c i t i n g W o o d as an authori ty , then later c i t i n g interven ing cases w h i c h 
h a d c i ted W o o d . T h u s , w e have the l a w as it stands today. T h i s doctr ine 
— t h a t employment contracts for an unspeci f ied t e rm are terminable at 
w i l l — w a s adopted wi thout any penetrat ing l ega l analysis. Perhaps the 
rea l rationale for this doctr ine was that i t fit the economic a n d soc ial 
context at a t ime w h e n management was large ly unregulated a n d the 
economy was g u i d e d b y the unseen h a n d of laissez-faire a n d caveat 
emptor. 

It is doubt fu l , however , that this ru le is justif ied today w h e n f u l l 
employment a n d a i d to the u n e m p l o y e d are a v o w e d objectives of soc ia l 
po l i cy , a n d job security has almost become a fundamenta l r ight i n labor 
law , exempl i f ied i n 8 2 % of m o d e r n co l lect ive barga in ing agreements 
where " for cause" a n d "just cause" restrictions u p o n the employer 's right 
to terminate a n employee are f ound . O f course, mere ly because the 
employer 's power to terminate at w i l l — a n absent employment contract 
prov is ion to the contrary—is the general rule of l a w does not mean that i t 
has been imposed i n a l l situations where employees are d ischarged. A 
f e w courts have suggested that an employee's promise to per form services 
for an unspeci f ied p e r i o d is legal ly sufficient either to b i n d the employer 
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70 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

to an i m p l i e d promise to d ischarge only for cause or to create the op t i on 
o n the employee's par t to r e m a i n as l o n g as the w o r k s h a l l be satisfactory 
a n d needed. 

O t h e r courts have re instated d ischarged employees u n d e r a theory 
somewhat s imi lar to unconsc ionabi l i ty . T h e D o c t r i n e of U n c o n s c i o n a -
b i l i t y a n d its use i n prevent ing b a d f a i t h o n the part of one par ty to a 
contract , however , has been restr icted large ly to non-employment cases 
i n v o l v i n g sales, w h e r e i n a consumer, usua l ly uneducated , is u n w i t t i n g l y 
d u p e d b y a c o n n i v i n g sales representative. 

T h e r e are other cases w h e r e courts have f o u n d unemployment con 
tracts to be v o i d , such as a n adhesion contract. I n a n adhesion contract 
one of the parties has no rea l choice. H e must take i t or leave i t , despite 
the fact that the contract contains outrageously onerous provis ions . 
Unfor tunate ly , the courts general ly use this doctr ine to inva l idate exist
i n g contract terms a n d not to create new , i m p l i e d obl igations. T h u s , 
a l though courts have occasional ly inva l ida ted exist ing employment c o n 
tract provis ions, a n d even less f requent ly have h e l d that job security 
i m p l i c i t l y exists i n open-ended employment contracts, very f e w remedies , 
u n t i l recently , have been avai lab le to a n employee d ischarged w i t h o u t 
notice , w i t h o u t cause, w i t h o u t severance pay , a n d w i t h o u t r e h i r i n g 
pr iv i leges . 

T h e vu lnerab i l i t y of the professional employee to unfa i r t e rminat i on 
has finally been recognized , however , a n d is i l lustrated b y abusive 
d ischarge cases, of w h i c h I s h a l l n o w ment i on three. I n a 1959 C a l i f o r n i a 
case ca l l ed Pe te rman vs. Teamster L o c a l 296 ( 2 ) , the court re instated 
a n employee w h o h a d been fired for f a i l i n g to c ommit per jury w h e n 
so l i c i ted to do so b y the employer . I n that case the court s a i d : 

i t w o u l d be obnoxious to the interests of the state a n d contrary to p u b 
l i c p o l i c y a n d sound mora l i ty to a l l ow an employer to discharge an e m 
ployee, whether the employment be for a des ignated or unspeci f ied d u r a 
t i on , o n the g r o u n d that the employee d e c l i n e d to c o m m i t per jury , a n act 
spec ia l ly enjo ined b y statute. T h e threat of c r i m i n a l prosecut ion w o u l d , 
i n m a n y cases, b e sufficient deterrent u p o n b o t h the employer a n d the 
employee , the former for so l i c i t ing a n d the latter for c o m m i t t i n g per jury . 
H o w e v e r , i n order to more f u l l y effectuate the state's dec lared p o l i c y 
against per jury , the c i v i l l a w , too, must deny the employer his general ly 
u n l i m i t e d right to discharge the employee whose employment is for a n 
unspeci f ied dura t i on w h e n the reason for this d ismissal is the employee's 
refusal to c o m m i t per jury ( 3 ) . 

A l t h o u g h this case involves extreme hardsh ip , i t a l lows us to get 
n e w laws of this t ype on the books. 

I n the 1973 case of F r a m p t o n vs. C e n t r a l I n d i a n a G a s C o . ( 4 ) , the 
court reinstated a n employee w h o h a d been fired for filing a workmen 's 
compensat ion c l a i m . T h e court s a i d : 
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7. B U T L E R Layoffs and Serious Grievances 71 

retal iatory discharge for filing a workmen's compensat ion c l a i m is a 
w r o n g f u l , unconsc ionable act a n d shou ld be act ionable i n a court of l a w . 
A l t h o u g h w e k n o w of no other cases i n this or any other jur i sd i c t i on 
h o l d i n g that such a discharge is act ionable , there has been a p a r a l l e l 
deve lopment i n l a n d l o r d a n d tenant l a w . Courts i n several jur isdict ions 
have h e l d that retal iatory evictions offend p u b l i c po l i cy . 
T h e court went on to say that the retal iatory d ischarge a n d retal iatory 
evictions are c lear ly analagous a n d then said , 

w e agree w i t h the C o u r t of Appe a l s that under ord inary c i r c u m 
stances, a n employee, at w i l l , m a y be d ischarged w i t h o u t cause. H o w 
ever, w h e n an employee is d ischarged solely for exercising a statutori ly 
conferred r ight , an exception to the general ru le must be recognized ( 5 ) . 

F i n a l l y , i n the 1974 N e w H a m p s h i r e case of M o n g e vs. Β. B . R u b b e r 
C o . ( β ) , the court i n its op in ion s a i d : 

p laint i f f c laims that she was harrassed b y her foreman because she 
refused to go out w i t h h i m a n d that his host i l i ty , condoned i f not shared 
b y defendant's personnel manager , u l t imate ly resulted i n her be ing fired. 
T h e court here stated: 

the l a w governing the relations between employer a n d employee has 
s imi lar ly evo lved over the years to reflect chang ing legal , soc ia l a n d eco
n o m i c condit ions. I n this area, w e are i n the mids t of a p e r i o d i n w h i c h 
the pot boi ls the hardest a n d the process of change the fastest. A l t h o u g h 
m a n y of these changes have resul ted f rom the act iv i ty a n d influence of 
labor unions, the courts cannot ignore the n e w c l imate p r e v a i l i n g gen
eral ly i n the re lat ionship of employer to a n employee. . . . i n a l l e m 
p loyment contracts, whether at w i l l or for a definite term, the employer 's 
interest i n r u n n i n g his business as he sees fit must be ba lanced against 
the interest of the employee i n m a i n t a i n i n g his employment , a n d the 
publ i c ' s interest i n m a i n t a i n i n g a proper balance between the two . W e 
h o l d that a terminat ion b y the employer of a contract of employment at 
w i l l , w h i c h is mot ivated b y b a d fa i th or mal i ce or based on reta l iat ion , is 
not i n the best interest of the economic system or the p u b l i c good a n d 
constitutes a breach of the employment contract ( 7 ) . 

These cases represent a n e w t rend i n the l a w b y m a k i n g inroads into 
w h a t has been the management 's complete r ight to discharge a n e m 
ployee w i thout good cause. H o w e v e r , i n each of these cases, two elements 
were present. (1 ) A l l three i n v o l v e d non-work re lated discharges, for 
the threat of b e i n g fired was first used b y the employer to extort or 
coerce the employee into c o m m i t t i n g an act outside the parameters of 
his leg i t imate job descr ipt ion . (2 ) I n each case, a strong p u b l i c p o l i c y 
w e i g h e d i n favor of the employee's ac t ions—namely , i n M o n g e , an 
employee's r ight to associate or not to associate w i t h persons of her 
choice ; i n F r a m p t o n , workmen 's compensat ion; a n d i n Peterman , c r i m i n a l 
penalties for per jury. These cases, therefore, m a y b e more of a v i n d i c a 
t i o n of society's interest than a v i n d i c a t i o n of a n employee's right to 
i m p l i e d job security. 
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72 L E G A L RIGHTS O F CHEMISTS AND ENGINEERS 

T h i s not ion of i m p l i e d job security, a c c ru ing to a n employee f r o m 
a source outside the stated terms of his employment agreement, has 
been g iven its most authoritat ive endorsement b y the U . S . Supreme 
C o u r t i n the 1972 case, P e r r y vs. S in der man n ( 8 ) . I n that case S inder -
m a n n h a d taught i n the Texas college system for 10 years, h a v i n g taught 
for four years at Odessa J r . Co l l ege immed ia te ly p r i o r to his d ismissal 
w i t h o u t cause. Odessa Co l l ege h a d no tenure system, a n d the plaint i f f 
h a d no f o rmal , contractual right to job security. T h e school's facul ty 
guide stated, however , that a facul ty member 's job was safe as l ong as a 
teacher's services were satisfactory a n d he was cooperative. I n 1969 
S i n d e r m a n n was f ired w i t h no official explanat ion , no hear ing , a n d no 
r ight to appeal . H e then sued i n federal court for reinstatement, a rgu ing 
that the decis ion not to rehire h i m was based on his outspoken c r i t i c i sm 
of the college adminis trat ion , thus i n f r i n g i n g on his r ight to free speech, 
a n d that the Co l l ege B o a r d of Regents ' fa i lure to grant h i m a hear ing 
v io la ted his 14th A m e n d m e n t r i g h t to procedura l due process. T h e C o u r t 
agreed, at least w i t h the d u e process c l a i m , a n d a l though the C o u r t d i d 
not ru le that S indermann h a d a r ight to cont inued employment , i t d i d 
r e m a n d the case to the t r i a l court a n d ordered that he should have the 
opportuni ty to prove an i m p l i e d contractual r ight to employment . 

I n w h a t m a y be a l a n d m a r k effort of courts to strike a n e w balance 
between employee a n d employer rights, the Supreme C o u r t sa id : 

A w r i t t e n contract w i t h a n expl ic i t tenure prov i s i on c lear ly is e v i 
dence of a f o r m a l unders tanding that supports a teacher's c l a i m of entit le
ment to cont inued employment unless sufficient "cause" is shown. Ye t 
absence of such an explicit contractual provision may not always foreclose 
the possibility that a teacher has a "property" interest in re-employment. 
F o r example , the l a w of contracts i n most, i f not a l l , jurisdict ions l ong has 
e m p l o y e d a process b y w h i c h agreements, though not f o r m a l i z e d i n 
w r i t i n g , may be " i m p l i e d . " E x p l i c i t contractual provisions may be sup
p lemented b y other agreements i m p l i e d f r om "the employer 's words a n d 
conduct i n l i g h t of the surround ing c ircumstances" ( 9 ) . 

T h u s , for the first t ime, a n employee's r ight to job security does not 
stand or f a l l on the basis of the f o r m a l terms of the employment contract. 
A l t h o u g h courts w i l l not recognize a n d protect one's expectancy of con 
t i n u e d employment or expectancy of discharge only for cause, a n e m 
p loyee m a y have a r ight to cont inued employment or a right to require 
a showing of cause to justify his d ismissal i f such rights are recognized i n 
the pol ic ies , i n f o r m a l statements, or practices of the employer . 

A w o r d of caut ion is i n order. T h i s case is easily d ist inguishable 
f r o m that i n v o l v i n g layoffs of pr ivate ly e m p l o y e d chemists a n d c h e m i c a l 
engineers. S i n d e r m a n n was a p u b l i c employee, a n d his c laims a l leged 
a d e n i a l of his const i tut ional right b y a state agency. F u r t h e r m o r e , the 
Supreme C o u r t h e l d that even i f S i n d e r m a n n w e r e ab le to prove a n 
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7. B U T L E R Layoffs and Serious GHevances 73 

ent i t lement to job security, he w o u l d not necessarily be reinstated. 
Instead, the college w o u l d mere ly be r e q u i r e d to show good cause for 
his d ismissal , a n d courts h is tor i ca l ly have been fa i r l y acquiescent i n 
r e cogn i z ing good cause for d ismissal i n a pr ivate e m p l o y e r s c la ims of 
economic necessity. T h u s , a l though the long-shut door to professional 
employees ' rights i n job security has n o w been opened, most courts s t i l l 
w i l l not over turn a pr ivate employer 's dec is ion to discharge an employee 
except under certain condit ions : 

• A court w i l l c lear ly order reinstatement i f an employee's d ismissal 
violates the terms of his employment contract. 

• A court w i l l overturn an employee's dismissal where i t violates 
the 1964 C i v i l R ights A c t , w h i c h makes i t u n l a w f u l for an employer to 
"d ischarge any i n d i v i d u a l . . . because of such ind iv idual ' s race, color , 
r e l i g i on , sex or nat iona l o r i g i n . " ( A chemist w h o is employed b y a gov
ernment contractor receives add i t i ona l protect ion b y v i r tue of E x e c u t i v e 
O r d e r 11246, w h i c h provides that government contractors f o u n d to have 
engaged i n employment d i s c r iminat i on m a y have the ir contracts 
terminated . ) 

• A court w i l l overturn the dismissal of a chemist be tween 40 a n d 
65 years of age where i t violates the A g e D i s c r i m i n a t i o n i n E m p l o y m e n t 
A c t of 1967, w h i c h makes it u n l a w f u l "to f a i l or refuse to hire or to d is 
charge any i n d i v i d u a l w i t h respect to his compensation, terms, c o n d i 
tions, or pr ivi leges of employment because of such ind iv idua l ' s age." 

• A court m i g h t overturn the dismissal of an employee where that 
employee , i n add i t i on to i n c u r r i n g obl igations or surrender ing certain 
rights i n exchange for employment , surrendered add i t i ona l r ights or 
i n c u r r e d add i t i ona l obl igations i n exchange for permanent employment . 
A n example of this w o u l d be an employer 's rece iv ing extraordinary bene
fits f r o m h i r i n g a par t i cu lar employee—e.g. , w h e n a n employee agrees 
to surrender certain tort c la ims against the employer . It was c o m m o n 
ear ly i n this century for the employer to extract f rom the employee, as 
a c ond i t i on of employment , a wa iver of his c ommon l a w right to recover 
damages for injuries resu l t ing f rom i n d u s t r i a l accidents. A n o t h e r ex
a m p l e is where the employer solicits a n d the employee makes spec ia l 
contr ibut ions to the business. 

• C o u r t s w i l l also look for any spec ia l rel iance b y the employee ; 
for example , where an employee changes jobs at some personal sacrifice 
i n order to w o r k for his n e w employer , or where a businessman sells his 
business contingent u p o n b e i n g h i r e d b y the n e w owner . 

• A n o t h e r factor w h i c h m a y sway a court, par t i cu lar ly since the 
S i n d e r m a n n case, is whether the " c o m m o n l a w of the job" indicates a 
r i g h t of employment security. I n other words , is there a handbook of 
w o r k rules , an i m p l i e d promise , or an o r a l statement or m e m o to the 
worker , or anyth ing else supplementa l to the contract w h i c h creates a n 
enforceable r ight of job security for the employee? 

• F i n a l l y , the court w i l l look to the quest ion of the employee's l o n 
gevi ty of service w i t h that par t i cu lar firm. T h i s does not m e a n that those 
workers w h o have served longer o n the job have greater r ights t h a n 
those w h o haven't . I t does mean , however , that, par t i cu lar ly where a 
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74 L E G A L RIGHTS O F CHEMISTS A N D ENGINEERS 

dismissal w o u l d w o r k an extreme hardsh ip because of an employee's 
loss of deferred ret irement compensation, or where a firm temporar i ly 
lays off an employee to prevent h i m f rom rece iv ing accelerated increases 
i n benefits w h i c h come w i t h un in te r rupted longevity , a court w i l l c on 
sider longevi ty i n favor of the d ischarged employee. 

T h i s , then , is the chang ing state of the l a w regard ing dismissal of 
professional employees w h o have not contractual ly b o u n d their employer 
to re ta in them for a g iven term. R e f o r m is v i s ib l e o n three fronts. F i r s t , 
courts are p a y i n g closer attention to the c o n t r a c t - l a w concept of i m p l i e d 
promises—i.e . , a promise of job security not f o u n d i n the employment 
contract b u t w h i c h arises f r o m circumstances of employment , the c o m 
pany's " c o m m o n l a w , " etc. 

Secondly , courts are more responsive to c laims that a par t i cu lar 
discharge m a y be sued u p o n i n court, not because i t violates a n enforce
able contract r i ght of an employee, b u t because i t shows b a d fa i th a n d 
undermines an over r id ing p u b l i c po l i cy . T h e Petermann , F r a m p t o n , a n d 
M o n g e cases, as w e l l as cases f ounded u p o n any of the employment 
d i s c r iminat i on acts, i l lustrate this. T h e r e is also a g r o w i n g species of 
tort k n o w n as the prima facie tort, where of fending parties m a y be c a l l e d 
to answer for acts w h i c h are not w r o n g f u l i n themselves b u t are w r o n g f u l 
w h e n done out of spite or mal i ce . E x a m p l e s i n c l u d e the erect ion of 
" sp i te " fences, d r i l l i n g a w e l l on your property solely to cut off another's 
u n d e r g r o u n d water supply , a n d "abuse of process," where a plaint i f f uses 
l a w f u l procedures of the court a n d sues another mere ly to harass h i m . 

T h i r d l y , there is m u c h agi tat ion for the creation b y state legislatures 
of a pr ivate right of act ion for the w r o n g f u l l y d i scharged professional 
employee . U n d e r C a l i f o r n i a l a w today, fa i r notice is r e q u i r e d of a n 
employer pr i o r to a n employee's terminat ion , a n d a n employer is further 
p r o h i b i t e d f r o m u s i n g such tactics as demot ion , fa i lure to promote , poor 
w o r k assignments, f requent a n d undesirable transfers, a n d general har -
rassment. M i s s o u r i has a l a w r e q u i r i n g a statement of the reasons for 
a n employee's discharge, u p o n request. 

A l t h o u g h the future for the rights of professional employees i n this 
area is rather br ight , for the present one must negotiate a n d d e m a n d 
that provis ions for employment security be specif ically incorporated into 
the terms of the employment contract. These cases where the court looks 
b e y o n d one's r ights under the contract i n grant ing rel ief to a t e rminated 
employee r e m a i n exceptions, not the ru le . 

A more prophy lac t i c protec t ion against the economic dis locat ion of 
a layoff is the pens ion a n d ret irement f u n d . T h e exact nature of the 
rights a n d benefits offered b y a pr ivate pens ion p l a n , of course, depends 
u p o n the par t i cu lar provis ions of that p l a n , a n d great var ie ty exists. Some 
states regard a ret irement p l a n as wages w i t h h e l d i n order to i n d u c e con 
t i n u e d f a i t h f u l service o n the employee's part ; therefore, the state in ter -
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7. BUTLER Layoffs and Serious Grievances 75 

prêts the p l a n as de layed compensat ion for services rendered . U n d e r 
this interpretat ion, u p o n dismissal an employee m a y enforce his c l a i m to 
whatever amount has been ac cumula ted for h i m i n the ret irement f u n d . 
O t h e r states take the v i e w , par t i cu lar ly w h e r e the p l a n does not c a l l for 
employee contr ibutions , that ret irement benefits are gratuities to w h i c h 
employees do not have an enforceable entit lement. Y o u r attorney s h o u l d 
explore the l a w of your state o n this quest ion before assuming that some 
amount y o u r employer has set aside as ret irement benefits c a n ac tua l ly 
be taken w i t h y o u u p o n dismissal . 

Perhaps more important than state l a w , however , i n de te rmin ing 
ones l ega l rights under a pens ion p l a n is E R I S A — t h e 1974 E m p l o y e e 
Ret i rement Income Securi ty A c t . E R I S A , b y a l ter ing the requirements 
w h i c h employee ret irement benefit plans must meet i n order for an 
e m p l o y e r s contributions to qua l i f y for tax deduc t ib i l i t y , has s tandard ized 
pr ivate pension plans i n ways most favorable to covered employees. T a x 
savings a n d protections are also avai lable u n d e r either a " q u a l i f i e d " 
group ret irement p l a n or an H . R . 10, " K e o g h , " or I . R . A . p l a n w h e r e i n 
a n i n d i v i d u a l m a y set u p a tax-deferred ret irement f u n d for himsel f . 

Summary 

I t behooves every professional chemist to recognize, i n terms of job 
security, that he is less w e l l protected than workers covered b y a pprox i 
mate ly 8 0 % of the col lect ive barga in ing agreements i n this country. A t 
least under those contracts, discharge of an employee must rest u p o n a 
s h o w i n g of a spec ia l ly enumerated good cause. I t further behooves p r o 
fessional chemists to real ize that nine times out of 10, job security only 
comes f rom the terms of your employment contract. One 's enl ightened 
self-interest, therefore, demands tougher contract negot iat ion to upgrade 
protec t ion against layoff. I n conjunct ion w i t h that effort, a n employee 
must explore for h imsel f or t h r o u g h a n attorney, the l a w i n his state 
r egard ing abusive discharges, vest ing of ret irement benefits, u n e m p l o y 
m e n t compensat ion, a n d r e h i r i n g pr iv i leges . T h e job security of the 
professional employee m a y be largely hostage to the w h i m of the e m 
ployer . T h e r e is no other s i tuat ion w h e r e the m a x i m , " the l a w helps 
h i m w h o helps himsel f , " is more appropr iate . 
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8 

A Union's Effect on the Legal Obligations of 
Chemists and Employers 

DENNIS C H A M O T 

Council of A F L - C I O Unions for Professional Employees, 
815 16th St., N.W., Washington, D.C. 20006 

The average chemist works at the sufferance of his em
ployer. He can be fired for any reason not covered by 
anti-discrimination statues, cannot bargain over salary or 
fringe benefits, and cannot openly protest undesired assign
ments without fear of losing job or promotional opportuni
ties. With the formation of a union, the employer loses a 
good deal of flexibility. The law requires him to bargain 
in good faith with the union, being bound by a collectively 
bargained contract. The chemist is also bound by the con
tract negotiated by his elected representatives. Formal 
means are available for settling differences based on Na
tional Labor Relations Board rulings and past court 
decisions. 

Ĵphe t y p i c a l professional today, a n d chemists are no exception, differs 
i n m a n y ways f r o m the professionals of the past. T h e t rue profes

s ional was an independent , se l f -employed i n d i v i d u a l w h o offered his 
services to cl ients. H e so ld his expertise as a c o m m o d i t y that was 
va luab le a n d i n demand . F o r these reasons a n d because f u l l y t r a i n e d 
professionals such as physic ians a n d attorneys were re lat ive ly rare, these 
people possessed a great dea l of i n d i v i d u a l b a r g a i n i n g power . T h e l ega l 
obl igations of the professional a n d his c l ient were d e r i v e d f r o m the 
contract, w r i t t e n or ora l , that was s igned b y the t w o parties. T h e p r o 
fessional agreed to per form the job satisfactori ly ac cord ing to the terms 
of the contract, a n d i n re turn , the c l ient was r e q u i r e d to p a y the fee 
agreed u p o n a n d to prov ide whatever other mater ia l support r equ i red . 
T h e s i tuation today is vastly different for most professionals p r i m a r i l y 
because most professionals today are employees. T h e y do not accept 
cl ients; they are h i r e d b y employers . T h e y have lost the ir independence 
a n d w i t h i t m u c h of their ab i l i t y to protect themselves. 

77 
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78 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

F e w chemists w o r k under deta i led employment contracts. A s such, 
they have m a n y obl igat ions a n d f e w protections. W h a t contractual 
agreements do exist usua l ly dea l w i t h per iphera l matters a n d are heav i l y 
i n the employer s favor. F o r example , the chemist f requent ly must agree 
to assign a l l inventions to his employer as a cond i t i on of employment . 
T h e chemist is subject to m a n y employer -d ic tated rules a n d regulat ions, 
not because there is any lega l basis, b u t because he is a n employee b y 
sufferance, a n d as such, he has l i t t le job security. H i s lack of i n d i v i d u a l 
b a r g a i n i n g p o w e r leaves h i m w i t h l i t t le or no i n p u t i n f o r m u l a t i n g those 
po l i c ies a n d rules. 

F u r t h e r m o r e , the employee can be fired at any t ime, for any reason, 
except for those situations covered b y l a w — d i s c r i m i n a t i o n based o n race, 
sex, age, r e l i g i on , or u n i o n act iv i ty . Indeed , s ince most chemists are 
exempt employees u n d e r the F a i r L a b o r Standards A c t , the employer 
does not even have to pay them for overt ime work . 

I n a curious w a y this d u a l system of sadd l ing the employee w i t h 
stronger constraints t h a n the employer is reflected i n the A C S ' s o w n 
Profess ional E m p l o y m e n t Gu ide l ines . F o r example , u n d e r Sect ion 1, 
" T e r m s of E m p l o y m e n t , " the chemist is "ob l igated to honor a n offer of 
employment once accepted unless f o r m a l l y released after g i v i n g adequate 
not ice of intent . " T h e equiva lent section for the employer states: " T h e 
employer is ob l igated to honor a w r i t t e n a n d accepted offer of a pos i t ion . 
If unable to honor it, the employer should p rov ide the chemist w i t h 
equi tab le compensat ion. " I n other words , the chemist is g iven n o a l terna
t ive , but the employer has a great dea l of d iscret ion. 

T h e foregoing deals w i t h the relations between a n i n d i v i d u a l chemist 
a n d his employer . T h e problems exist for the most part because of the 
vast difference i n barga in ing power possessed b y the two parties. A n 
employee u n i o n changes the s i tuat ion marked ly , i n part because of l ega l 
restrictions p l a c e d u p o n the employer bo th b y the co l lect ive b a r g a i n i n g 
agreement a n d b y app l i cab le labor laws. 

I t is useful at this po in t to define terms. T h e L a b o r M a n a g e m e n t 
Relat ions A c t , c o m m o n l y k n o w n as the T a f t - H a r t l e y A c t , doesn't use the 
w o r d " u n i o n " b u t does define the t e rm ' l a b o r o rgan izat i on" as "any 
organizat ion of any k i n d , or any agency, or employee representation 
committee or p l a n , i n w h i c h employees part i c ipate a n d w h i c h exists for 
the purpose , i n w h o l e or i n part , of dea l ing w i t h employers concern ing 
grievances, labor disputes, wages, rates of pay , hours of employment , or 
condit ions of w o r k . " T h i s is a b r o a d def init ion. Essent ia l ly any v o l u n 
tary group of employees act ing together to dea l w i t h the ir employer 
over wages, w o r k i n g hours, or w o r k i n g condit ions is , i n fact, a u n i o n . 

Sect ion 7 of the T a f t - H a r l e y A c t recognizes the right of employees 
to j o in together for the purposes of barga in ing co l lect ive ly w i t h the ir 
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8. C H A M O T Unions Effect on Legal Obligations 79 

employer . Sect ion 8 further provides , i n part , that i t is a n u n f a i r l a b o r 
pract ice for the employer to interfere w i t h the employee's right to f o r m 
or to w o r k for a labor organizat ion. I n other words , a chemist cannot be 
fired for t r y i n g to f o r m or for j o in ing a u n i o n ; h e cannot b e d i s c r iminated 
against for carry ing o n u n i o n act ivit ies ; a n d the protect ion begins w h e n 
the ac t iv i ty begins, not after the u n i o n is certif ied. 

T h e term, " u n f a i r labor pract i ce , " is used i n the T a f t - H a r t l e y A c t . 
V i o l a t i o n of any of the specific practices stated i n the A c t are subject to 
r e m e d i a l act ion ordered b y the N a t i o n a l L a b o r Relat ions B o a r d . T h e 
B o a r d has the author i ty to go to court to ensure that its decisions are 
c a r r i e d out. I f an employee w h o is fired or otherwise d i s c r iminated 
against so charges, the b u r d e n of proof is on the employer to show that 
such ac t ion is complete ly unre la ted to u n i o n act iv i ty . 

O n e other i t e m i n the T a f t - H a r l e y A c t is par t i cu lar ly per t inent—the 
ob l igat ion p l a c e d on b o t h the employer a n d the u n i o n to b a r g a i n i n good 
fa i th . T h e employer is not ob l igated to agree w i t h every suggestion a n d 
d e m a n d of the u n i o n , but neither can he dismiss them. T h e result of the 
process is a w r i t t e n employment contract that is t r u l y b i la te ra l a n d not 
employer d ic tated . T h i s system closely resembles the system of the past 
w h e r e professionals possessed significant i n d i v i d u a l barga in ing power , 
t h o u g h here a group is invo lved . T h e s igned w r i t t e n contract is b i n d i n g 
o n b o t h parties. H e n c e , i t m a y be of va lue to out l ine some of the areas 
usua l ly covered a n d also to look at w h a t happens w h e n a disagreement 
on interpretat ion or an outr ight v io la t i on of the contract occurs. 

T h e statutory scope of barga in ing—"wages , hours, a n d other c o n d i 
tions of employment "—is very broad . B a r g a i n i n g over items contr ibut ing 
to employee income includes rates of pay a n d k inds of p a y increases to 
be granted (s tra ight percentage; percentage based on consumer p r i c e 
index changes; mer i t poo l only , w i t h a l locat ion determined either solely 
b y management or w i t h peer i n p u t ; across the board do l lar increases, or 
some combinat i on of these) as w e l l as bonus plans , stock purchase p lans , 
a n d extra compensat ion for inventions a n d va luab le ideas. A l s o subject 
to barga in ing are vacations, ho l idays , employer contr ibutions to hea l th 
a n d l i f e insurance plans, a n d pens ion plans. T h e u n i o n part ic ipates i n 
sett ing these pol ic ies prev ious ly dec ided solely b y management. 

A n important subject is layoffs. T h e u n i o n a n d management m a y 
b a r g a i n over cr i ter ia for d ismissal , amount of notice, amount of severance 
pay , whether or not benefits l i k e insurance pol ic ies w i l l r e m a i n i n effect, 
a n d important re ca l l provisions. T h e customary treatment of chemists 
has been to ignore r e ca l l possibi l i t ies . Layo f f is equiva lent to permanent 
separation, b u t this need not be. If the layoff is caused b y economic 
considerations (regardless of the excuse g iven) a n d is not a result of 
poor performance, the chemist shou ld be re turned to w o r k w h e n the 
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80 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

economic s i tuat ion improves . T h i s c a n be covered b y the co l lect ive 
b a r g a i n i n g agreement. 

A great m a n y other subjects m a y be brought u p d u r i n g contract 
negotiations, b u t I w o u l d l ike to discuss just one more . A n y contract , 
no matter h o w sk i l l fu l l y draf ted , is subject to various interpretations. 
Some m a y be del iberate attempts to w r i n g more out of the contract t h a n 
was p u t i n . M o r e l ike ly , there m a y be honest differences of op in ion . A 
m e c h a n i s m must be avai lable for resolving problems i n either case. 

M o s t co l lect ive barga in ing agreements w i l l i n c l u d e a f o r m a l gr iev
ance procedure . A grievance is no th ing more t h a n a compla in t that some 
par t of the contract has been v io lated . Since the contract covers b r o a d 
areas of compensat ion, fr inge benefits, a n d w o r k i n g condit ions , the a v a i l 
a b i l i t y of a f o rmal , b i n d i n g c o m p l a i n t procedure that is not contro l l ed 
b y management gives the employee protect ion that he otherwise w o u l d 
not have. Indeed , any good grievance procedure w i l l in c lude t h i r d - p a r t y 
arb i t ra t i on as the last step, w h i c h places the final dec is ion i n the hands 
of a neutra l outsider. 

M a n y checks a n d balances are b u i l t into this system. T h e goal is 
compromise a n d the prevent ion of absolute dominance b y either side. 
G o v e r n m e n t entities s tand r e a d y to enforce the l a w n o matter w h i c h side 
br ings the compla int . T h e first is the N a t i o n a l L a b o r Relat ions B o a r d , 
ment i oned earl ier i n the context of protec t ing employees ' r ights r egard ing 
u n i o n act iv i ty . T h e B o a r d is charged w i t h adminis ter ing the N a t i o n a l 
L a b o r Relat ions A c t . A l t h o u g h the A c t sets general pol ic ies a n d spells 
out specific u n f a i r labor practices for b o t h employers a n d unions , i t 
cannot cover a l l possible grievances that m a y arise. Interpretat ion a n d 
enforcement are left to the B o a r d . A f t e r 40 years of h a n d l i n g cases a n d 
render ing decisions, the N L R B has b u i l t u p a large b o d y of precedents 
d e a l i n g w i t h u n i t determinat ion , refusal to barga in , d i s c r iminat i on for 
u n i o n act iv i ty , access to in format ion needed for barga in ing , a n d so on. 
I t has the author i ty to issue b i n d i n g orders a n d can secure enforcement 
t h r o u g h the federa l courts. O n the who le , the system works r emarkab ly 
w e l l . Unfor tunate ly , i t is not avai lab le to a l l . T h e N L R B does not have 
jur i sd i c t ion over p u b l i c employees—e.g. , chemists w h o are employed b y 
state universit ies or federa l or state agencies. M a n y of these, however , 
are covered b y some k i n d of col lect ive barga in ing l a w w h i c h permits 
organizat ion a n d at least l i m i t e d barga in ing . 

F e d e r a l employees, for example , are covered b y executive orders 
go ing back to 1962 w h i c h require federal agencies to recognize employee 
organizations. H o w e v e r , these unions cannot barga in over p a y scales 
w h i c h are set b y Congress. State a n d l o ca l employees m a y be covered 
b y i n d i v i d u a l state laws w h i c h v a r y f r o m state to state. C o m p l a i n t s can 
be brought to state employee relations commissions. 
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8. C H A M O T Unions Effect on Legal Obligations 81 

P u b l i c sector b a r g a i n i n g is f a i r l y recent a n d is not yet un iversa l . 
T h e s i tuat ion is s t i l l deve lop ing . W h e r e b a r g a i n i n g is permi t ted , even 
i f the scope of barga in ing is statutori ly l i m i t e d , the ro le of unions is the 
same as i n the pr ivate sector—to increase employee b a r g a i n i n g power . 

W h e t h e r i n the p u b l i c or pr ivate sector, employee -management r e l a 
tions are governed b y rules. I n the absence of a u n i o n , the rules are 
un i la te ra l l y set b y management . L e g a l restraints o n the employer are 
re lat ive ly minor . W i t h a u n i o n the rules are jo int ly negot iated be tween 
employer a n d employees a n d take the f o r m of a w r i t t e n , enforceable 
contract. T h e locus of r u l e - m a k i n g author i ty is shi f ted ; s imultaneously , 
the possibi l i t ies for appea l to outside agencies are increased. 

T h e a p p l i c a b i l i t y of this argument i n favor of unions for professional 
employees is especial ly impor tant to chemists. T h e n u m b e r of chemists 
i n unions n o w is re lat ive ly smal l , b u t the n u m b e r of other professionals 
—actors , music ians , nurses, doctors, journalists, school teachers, col lege 
professors, a n d engineers—is large, approx imate ly three m i l l i o n ( I , 2 ) . 
Professional chemists can be expected to f a l l into this category b y f o l 
l o w i n g the t rend a n d s imply because unions do indeed change the l ega l 
re lat ionship between the employer a n d the employee, d i s t inc t ly i n favor 
of the employee ( θ ) . 
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9 

Societal Responsibility of the Practicing 
Chemist 

A L B E R T J. FRITSCH 

Center for Science in the Public Interest, 1757 S Street, N.W., 
Washington, D.C. 20009 

Chemists have helped fashion modern society. Their sci
entific procedures and acquired knowledge have societal 
content, especially in the area of toxic chemical substances. 
This content extends to choices of research topics, infor
mation flow, and public policy making. Quite often the 
chemist is able to alert the public to possible dangers in the 
use of certain chemicals. If whistleblowing is the only effec
tive recourse, proper procedures should be followed. As a 
member of a professional group, the chemist is becoming 
conscious of the need to champion good hiring practices, 
working conditions, job security, and pension policies. This 
awareness is broadening to procedures for securing grants, 
gathering data, chemical applications, and the method for 
revealing published results. Examples of concrete problems 
are included. 

c h e m i s t s have u n l o c k e d the secrets of nature, have exper imented o n 
^ mater ia l things, a n d have discovered a n d created n e w chemicals a n d 
in t roduced these to h u m a n use. I n the process, chemistry has changed 
a n d h e l p e d to m o l d society. Since chemistry is not on ly a d i s c ip l ine of 
the past b u t is ongo ing a n d v i t a l today, the p r a c t i c i n g chemist has a 
societal impact . T h e p h y s i c a l a n d social environment is affected b y the 
w o r k of the p r a c t i c i n g chemist . A l o n g w i t h a f reedom to un lock the 
c h e m i c a l secrets of nature goes a respons ib i l i ty to use the a c q u i r e d 
knowledge proper ly . 

E v e n though the prac t i c ing chemist can , u p to a po int , separate his 
or her personal l i f e a n d professional l i fe , certa in societal responsibi l i t ies 
f a l l w i t h i n each sphere. T h e chemist as a professional bears societal 
responsibi l i t ies to colleagues, to management of the inst i tut ion where he 
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9. F R i T S C H Societal Responsibility 83 

or she works , a n d to the technica l staff; to colleagues t h r o u g h honesty 
i n data co l lect ion a n d presentation a n d f a i r c r i t i c i sm of others' w o r k ; to 
management through frankness i n c o m m u n i c a t i o n as to possible h a r m 
f r o m current research pract ices ; a n d to technica l staff through a sp ir i t of 
t eamwork a n d proper credit for the ir par t i n research efforts. These p r o 
fessional responsibi l i t ies have b o t h interpersonal a n d societal character. 

E v e n the use of c h e m i c a l equ ipment a n d laboratories has a n i m p a c t 
o n society. L a b s cost money to operate; they need repairs ; equ ipment 
needs maintenance a n d spare parts. C h e m i c a l s must be proper ly s h i p p e d , 
stored, a n d disposed of. L a b emissions m a y f o u l the a ir , water , a n d l a n d 
to a not iceable degree. T h e to ta l research system—personnel , l ab , e q u i p 
ment , a n d mater ia l—has economic a n d societal impacts . T h e a l locat ion 
of f u n d i n g , q u a l i t y of laboratory safeguards, a n d emphasis o n one re 
search top i c or another i m p a c t on b o t h the scientific a n d non-scientif ic 
c o m m u n i t y a n d inc lude societal factors. 

T h e prac t i c ing chemist also bears a societal respons ib i l i ty w i t h 
regards to the fruits of his or her labor . I t is not enough to discover or 
to synthesize a n e w chemica l c o m p o u n d ; the chemist must be concerned 
about the proper use or potent ia l abuse of the chemicals produced . 

P u b l i c sp i r i ted chemists are w e l l aware of the f o l l o w i n g reports : 
• T h e N a t i o n a l C a n c e r Institute a n d the W o r l d H e a l t h O r g a n i z a 

t i o n bel ieve that a h i g h percentage of cancer is env ironmenta l ly i n d u c e d . 
A m o n g the general popu la t i on the chances of d y i n g f r o m cancer are 
one i n five, a n d the chances of deve lop ing some f o r m of i t are one i n four. 

• A p p r o x i m a t e l y one - th i rd of workers ' hea l th problems are caused 
b y exposure to toxic substances i n their environment , a n d at least 200,000 
to 500,000 illnesses a n d 100,000 deaths are caused b y occupat ional disease. 

• M o r e than 200,000 infants are b o r n w i t h phys i ca l or menta l d a m 
age each year. A b o u t 2 0 % of a l l b i r t h defects are be l i eved str ict ly the 
result of env i ronmenta l factors such as drugs, chemicals , or rad iat ion , a n d 
another 6 0 % are be l ieved to be the result of an interact ion of env i ron 
m e n t a l a n d heredi tary factors. 

• F luorocarbons a n d aerosol spray products cont inue to concern 
scientists because of their apparent a b i l i t y to destroy the ozone layer i n 
the upper atmosphere, thus l ead ing to increased inc idence of sk in cancer. 

• M e r c u r y , l ead , a n d c a d m i u m can attack the centra l nervous sys
t e m ; carbon tetrachlor ide a n d ch lor inated phenols can destroy the l i ver ; 
ethylene g l y c o l a n d c a d m i u m sulfate produce k i d n e y disease; asbestos 
a n d b e r y l l i u m l e a d to l u n g disorders; a n d l ead po isoning can cause 
m e n t a l retardat ion. 

N o chemist can be unaffected b y these reports. Some chemists w i s h 
to d iscount the impac t of the extensive l ist of chemica l hazards , so they 
concentrate on one or two misnomers or inaccuracies b y hea l th a n d 
env ironmenta l advocates. O t h e r chemists m i g h t assert that to some de
gree a l l have contr ibuted to the produc t i on , promot ion , a n d consumpt ion 
of these chemicals . E v e r y chemist , however , bears some respons ib i l i ty 
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84 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

to society for the potent ia l threat to the environment a n d h u m a n hea l th 
s t emming f r om the 30,000 exist ing, untested commerc ia l chemicals a n d 
the hundreds of n e w ones i n t r o d u c e d each year. 

W h a t e v e r w a y the chemist is affected, he or she should consider the 
f o l l o w i n g questions: 

( 1 ) W h a t is the possible use of this chemical? 
(2 ) A r e there secondary uses w h i c h m i g h t prove h a r m f u l to aver

age cit izens? 
(3 ) H o w m u c h of the par t i cu lar chemica l is go ing to be produced? 
(4 ) Does the process b e i n g used i n m a n u f a c t u r i n g the c h e m i c a l 

requ i re excessive amounts of energy a n d scarce resources? 
(5 ) W i l l the c h e m i c a l explode or b e dangerous i n sh ipment a n d 

storage? 
(6 ) W i l l the chemical 's use a l l ow for consumer abuse? 
(7 ) W h a t is the a n i m a l a n d h u m a n toxic i ty of the chemical? 
(8 ) W i l l laborers be h a r m e d i n the m a n u f a c t u r i n g process? 
(9 ) A r e there contro l led chemica l emissions f r o m the manufac tur 

i n g p lant? 
(10) Is the c h e m i c a l b iodegradable? 
(11) Is the company m a k i n g false or mis l ead ing advert is ing c laims? 
(12) Is the chemica l product proper ly labe l l ed w h e n s h i p p e d or 

sold? 
T h e o rd inary p r a c t i c i n g chemist m a y find i t imposs ib le to answer 

m a n y or any of these questions, especial ly i f he or she works i n a p u r e l y 
research section of a c ompany or academic inst i tut ion . H e or she is not 
i n p romot i on or advert is ing , or c h e m i c a l engineer ing or sales, or env i ron 
m e n t a l sciences. I n fact, any prac t i c ing chemist or other professional 
person m i g h t w i s h to excuse himsel f or herself f r o m answer ing these 
quest ions—but is such a n excuse justified? 

A n o i l c o m p a n y scientist once sa id that he was h a p p y his c ompany 
was r e p r i m a n d e d for some of their advertisements; he sa id the chemists 
i n his l ab were somewhat p i q u e d that management never showed ads to 
scientists to check for accuracy ; they left i t ent i re ly i n the hands of 
M a d i s o n A v e n u e . H e was conv inced that comment ing o n ads was par t 
of the chemist's w o r k a n d soc ial responsibi l i ty . 

T h e above series of questions is not speci f ical ly chemica l i n nature 
b u t is in t imate ly connected to the c ommerc ia l va lue a n d societal i m p a c t 
of the chemica l . I n fact, these questions are often more important f r o m 
a societal v i e w p o i n t than the color retent ion, absorbency, or d u r a b i l i t y 
of a par t i cu lar c h e m i c a l product . M e r e l y k n o w i n g the tox ico log ica l 
effects of a cer ta in c h e m i c a l is not enough. T h e p u b l i c has a right to 
k n o w amounts, uses, a n d other characteristics of the mater ia l . T h e p r a c 
t i c i n g chemist qu i t e often is the most knowledgeab le person to hoist a 
w a r n i n g flag about a potent ia l ly dangerous compound . 
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9. F R i T S C H Societal Responsibility 85 

T r a d i t i o n a l chemistry programs have offered l i t t le i n the w a y of 
toxicology t ra in ing . W h a t the prac t i c ing chemist usua l ly learns i n this 
field is s tr ict ly extracurr icular . S t i l l , data der ived f r o m tox ico log ica l 
testing, report ing , a n d disclosure is of utmost importance i n judg ing 
economic a n d hea l th effects. A r e chemica l p lant workers aware of the 
dangers of the materials w i t h w h i c h they w o r k ? A r e consumers aware of 
potent ia l h a r m a chemica l product presents? T h r o u g h years of l abora 
tory w o r k chemists l earn to hand le chemicals w i t h caut ion ; they k n o w 
that the ir o w n li fespans can be shortened b y fa i lure to take proper safe
guards; they hear that m a n y famous chemists l ive r emarkab ly short l ives, 
a n d that the average chemist l ives 10 years less than the average m e d i c a l 
doctor. B u t w h i l e not w i l l i n g to w o r k i n mercury - f i l l ed laboratories or 
to taste each n e w organic chemica l—as was done i n the last c e n t u r y — 
chemists m a y s t i l l be u n w i l l i n g to share the ir o w n e m p i r i c a l l y based 
caut ion w i t h the general populace . 

O n e cannot pred i c t w h e r e a n d w h e n societal responsib i l i ty ought to 
be app l i ed . A mere use of c o m m o n sense or l earned scientific knowledge 
is not enough. T h e chemist must be ready to m a k e value judgments 
w h i c h inc lude the importance of society to his or her professional l i fe . 
Soc iety is more important t h a n quant i ty a n d q u a l i t y of publ i cat ions or 
one's career advancement. A f f i r m i n g this bel ie f b y act ion is another 
matter . O f t e n a good w a y to raise oneself to a h igher l eve l of p u b l i c 
interest consciousness is to communicate w i t h average cit izens about 
issues of m u t u a l concern. 

T h e average A m e r i c a n is immersed i n a consumer cu l ture w h i c h 
has encouraged intake of increas ing quantit ies of chemicals . A m e r i c a n s 
are hooked on chemicals : a lcohol , h a r d drugs, over-the-counter drugs , 
prescr ip t ion drugs, aerosol sprays, househo ld chemicals , pesticides, a n d 
a host of other products . Instead of a n a l y z i n g the u n d e r l y i n g factors 
that cause overdependence on chemicals , Amer i cans are apt to focus o n 
one chemica l w h i c h causes h a r m or potent ia l h a r m — a food addi t ive or a 
detergent—but to neglect the who le p ic ture . Chemists can offer va luab le 
assistance i n educat ing the p u b l i c to respect a l l chemicals , not just those 
p u b l i c i z e d at one or other t ime as dangerous. 

W a t e r can b o t h give l i fe a n d cause death b y d r o w n i n g . Salt is nces-
sary for l i fe b u t is unhea l thy i n excess. Peop le have to chart the dif f icult 
course between w h a t is over ly abstemious a n d w h a t is excessive. T h i s 
takes thought a n d educat ion. T h e smal l b a n d of p u b l i c interest advocates 
are too overworked to per form this task alone. P r a c t i c i n g chemists c a n 
h e l p w i t h this educat ion b y : 

(1 ) A l e r t i n g consumers to overuse of cer ta in items, even before 
tox i c i ty has been firmly established. 

(2 ) D i s cuss ing w i t h cit izens substitutes for potent ia l ly dangerous 
consumer products . 
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( 3 ) W o r k i n g w i t h P T A s a n d c i v i c a n d c h u r c h groups o n d r u g 
problems. 

(4 ) W o r k i n g w i t h those w h o have no sympathy w i t h d r u g abusers 
so they can be l e d to see that their o w n overuse of chemicals is a source 
of the prob lem. 

(5 ) Suppor t ing l oca l consumer a n d env ironmenta l organizations, 
offering t h e m advice a n d encouragement. 

(6 ) Ass is t ing as technica l aids i n m a k i n g film strips, educat ional 
games, a n d in format iona l packets on hazardous wastes, indoor po l lutants , 
a n d na tura l a n d synthetic toxins. 

(7 ) J o i n i n g a toxicology study group. 
(8 ) T a l k i n g w i t h reporters w h o w a n t to cover a news story about a 

toxic mater ia l . So often chemists w a n t noth ing to d o w i t h those w h o 
m i g h t misquote t h e m ; however , the r isk of misrepresentat ion is m u c h 
smal ler than the ever-present r isk of m i s i n f o r m i n g the p u b l i c . 

( 9 ) T e a c h i n g a course i n p u b l i c interest chemistry at the l o c a l h i g h 
school or c o m m u n i t y college. 

H o w e v e r va luable the educat ional w o r k on a n i n d i v i d u a l l eve l is i n 
ra i s ing the chemists ' social consciousness, i t is not near ly as impor tant as 
extending one's societal responsib i l i ty to the l eve l of p u b l i c interest 
act ion. T h e chemist c o u l d : 

(1 ) P e t i t i o n the F e d e r a l T r a d e C o m m i s s i o n for proper l a b e l l i n g of 
chemicals . 

(2 ) Support toxic substance legis lat ion on state a n d nat ional levels. 
(3 ) Pe t i t i on for complete corporate disclosure of m e d i c a l hea l th 

records to the ind iv idua l s concerned. 
(4 ) Serve on advisory boards for one's state or federal representative. 
Soc ietal respons ib i l i ty can be fostered through consumer educat ion 

a n d p o l i t i c a l a n d p u b l i c interest act ion. Exper i ence i n exercise of this 
respons ib i l i ty prepares one to v i e w the benefits a n d the risks of cer ta in 
c h e m i c a l practices i n a p r u d e n t manner . I say p r u d e n t instead of u n 
b iased because a l l h u m a n beings, even scientists, have biases w h i c h must 
be recognized as part of one's subject ivity . N o one makes valueless 
judgments , nor is there such a t h i n g as a p u r e l y object ive risk-benefit 
analysis . 

T h e b a l a n c i n g of risks a n d benefits a n d the p l a c i n g o n the proper 
p a r t y the b u r d e n of proof about toxic substances c a n create a n u m b e r 
of complex lega l , economic , a n d soc ial problems. I n a j ourna l ed i t o r ia l 
A l b e r t F . P l a n t sa id ( I ) : 

I th ink the heaviest b u r d e n of proof should l i e w i t h those w h o w i l l 
profit f r o m a n e w development , not w i t h those w h o w i l l be exposed to 
i t , b u t the dec is ion should s t i l l t ry to balance the benefits versus the risks. 

C r e a t i n g a ba lanced soc ia l judgment means w e i g h i n g risks a n d bene
fits. W h a t one person v iews as a benefit, however , m a y be a t rue benefit 
for on ly a s m a l l por t i on of the people . E n e r g y "needs" are often exten-
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9. F R i T S C H Societal Responsibility 87 

sions of a waste ethic w h i c h has profit as the m o t i v a t i n g force. C h e m i c a l 
"needs" are often convenience items w h i c h are potent ia l ly h a r m f u l w h e n 
app l i ed . A remote benefit must be w e i g h e d against equa l ly remote risks. 
T h e trouble is that the p r a c t i c i n g chemist is often immersed i n the j u d g 
ments w h i c h have a l ready gone into de te rmin ing a so-cal led c o m m e r c i a l 
benefit. W h i l e safety cannot be absolutely proved , neither can absolute 
proof of h a r m be de termined p r i o r to use. Society must m a k e va lue 
judgments , a n d that is w h a t technology assessment is a l l about. 

Recent ly considerable attention has been p a i d to the l imi ts to g r o w t h 
i n b o t h popu la t i on a n d ecomonic areas. L i t t l e has been said , however , 
about l i m i t i n g c h e m i c a l research or product i on . A r e there, perhaps , 
times w h e n chemicals s imp ly should not be p r o d u c e d because society is 
u n p r e p a r e d to use t h e m proper ly? T h e beginnings of such l i m i t a t i o n o n 
research m a y be emerging a lready i n the b i o l og i ca l sciences. Research i n 
recombinant D N A has l e d to concern that researchers m i g h t inadvertent ly 
a l l o w bacter ia bear ing n e w a n d unusua l genetic combinat ions into labs 
where they m i g h t produce adverse effects on p lant , a n i m a l , a n d h u m a n 
populat ions . A series of committees has been created to produce research 
guidel ines a n d to protect against mishap . 

Perhaps a f e w specific recommendations are i n order. T h e first is 
that the A C S establ ish a committee of responsible scientists to look into 
the quest ion of l imi ts for c h e m i c a l use a n d research. O n e such candidate 
for a proscr ibed l ist is / ^ n a p h t h y l a m i n e . It w o u l d be w i t h i n the mandate 
of this committee to treat quest ionable compounds a n d p r o d u c t i o n m e t h 
ods a n d to r e c o m m e n d to the manufac turer less h a r m f u l substitutes. F o r 
the hea l th a n d eventual economic v i a b i l i t y of the ent ire c h e m i c a l p r o 
fession, a p o l i c i n g of chemica l manufac tur ing methods a n d products is 
imperat ive . 

A second recommendat ion is that the A C S spe l l out that par t of 
one's professional ism is mandatory disclosure of in fo rmat ion about toxic 
a n d h a r m f u l effects of n e w or current ly used chemicals . I t is not enough 
for a scientist s imp ly to k n o w certa in in format ion w h i c h is of societal 
concern. It is imperat ive that the in format ion go b e y o n d company files 
a n d scientif ic journals a n d enter the d o m a i n of p u b l i c interest. T h e art 
of d e l i v e r i n g this in format ion m a y at times have to i n c l u d e wh i s t l e -
b l o w i n g . 

A s a m e m b e r of a professional group, the chemist is b e c o m i n g con 
scious of the need to c h a m p i o n good h i r i n g practices, w o r k i n g condit ions , 
job security , a n d pens ion pol ic ies . O n e finds this awareness b r o a d e n i n g 
to i n c l u d e remote topics such as the pol i t ics of secur ing grants. W h e n 
one real izes, however , that i t is the publ ic ' s money at stake, efficient use 
of resources demands accountab i l i ty f r o m a l l , i n c l u d i n g the academic 
researcher. T h u s , as a t h i r d recommendat ion , the A C S shou ld develop 
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88 L E G A L RIGHTS O F CHEMISTS A N D ENGINEERS 

guidel ines for treat ing a n d exposing the e th i ca l practices dea l ing w i t h 
grantsmanship a n d h e l p to guarantee that society's financial resources 
are used for the most inte l lec tual ly a n d h u m a n l y benef ic ial research 
proposals. 

I hope that these prob lems, recommendations , a n d strategies for 
ac t ion inc i te p u b l i c sp i r i ted chemists to become more concerned about 
their o w n societal responsibi l i t ies . 
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Discussion 
Q. W h a t do y o u th ink of the n e w N S F Science F o r C i t i z e n s 

Program? 

A . I a m not sure w h a t the i m p a c t of the n e w Science for C i t i z e n s 
P r o g r a m w i l l have. I t h i n k this s c i ence - c i t i zen deve lopment w i t h i n the 
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government a n d w i t h i n professional groups is go ing to create a n e w 
c l imate o n the par t of b o t h o rd inary cit izens a n d scientists, especial ly 
w i t h respect to e th ica l a n d m o r a l scientific problems. B o t h o rd inary 
c it izens a n d scientists w i l l b e g i n to see h o w scientific research impacts 
o n our society. 

T h e p r o g r a m has p u b l i s h e d about t w o inches of documentat ion . 
W h i l e I haven't r e a d i t a l l thoroughly , i t does seem to conta in good 
mater ia l . W h a t w i l l h a p p e n n o w that the documentat ion has been 
gathered is anyone's guess. I th ink the c l imate for p u b l i c interest science 
is chang ing r a p i d l y b o t h i n W a s h i n g t o n a n d throughout the U n i t e d 
States. Scientists a n d cit izens are b e g i n n i n g to ask some very serious 
questions. T h a t is especial ly exempli f ied b y recent i n p u t i n the f o r m of 
test imony o n certa in b i l l s before Congress w h i c h have chemica l impact . 
T h e t ime is ripe for a good program. 

Q . I w o n d e r i f y o u w o u l d comment o n w h a t y o u m i g h t v i e w as pos
s ible protect ion for the i n d i v i d u a l scientist w h o , w h e n w o r k i n g for a n 
organizat ion , discovers something that he feels is not rea l ly i n the best 
interests of society a n d hasn't yet b l o w n the whist le . 

A . O n c e the s i tuat ion is understood, the i n d i v i d u a l scientist should 
search out a f r i end , a confidante, a n d t e l l h i m or her the p r o b l e m a n d 
find out w h a t they w o u l d do about i t . So often one's motives m a y not 
be pure . A whis t l e b l o w e r m a y be a person w h o m i g h t w a n t to leave a 
c o m p a n y w i t h a bang , a n d this is the opportunity . T h e person m a y have 
a grudge against someone i n the organizat ion . I n order to d i s cern one's 
mot iva t i on one needs to ta lk the matter over w i t h a dis interested party . 

T h e next step deals w i t h whether the p r o b l e m can b e resolved 
w i t h i n the organizat ion w i t h o u t whis t le b l o w i n g or c o u l d it be resolved 
w i t h i n one's scientific professional organizat ion. I f e ither w i l l work , then 
that is the proper place. A g a i n d iscernment is necessary. T h e w h i s t l e 
b l o w e r might get fired or get his o r her f u n d i n g removed . T h e r isk is 
great. 

T h e next step ( g rant ing good mot iva t i on a n d i n a b i l i t y to act w i t h i n 
t rad i t i ona l structures) is to choose a course of ac t ion w h i c h has m a x i 
m u m impact . P i c k a responsible p u b l i c m e d i a expert to carry the 
message. M a k e sure the news gets to the proper people . It is extremely 
impor tant to choose the proper p lace a n d the proper t ime . Perhaps the 
choice must be a p e r i o d w h e n there is a l o w i n p u t of other news. G e t i t to 
where the people w i l l r e a d i t . I f possible do i t i n association w i t h the 
professional society so that there w i l l be proper support i n case of a 
threat. M a n y of the points on w h i s t l e b l o w i n g have been spel led out i n 
current ly ava i lab le books ( 2 ) . 

Pu
bl

is
he

d 
on

 J
un

e 
1,

 1
97

7 
on

 h
ttp

://
pu

bs
.a

cs
.o

rg
 | 

do
i: 

10
.1

02
1/

ba
-1

97
7-

01
61

.c
h0

09



10 

Affirmative Action and Equal Employment 
Opportunity 

G E R A L D A. B O D N E R 

Albert Einstein College of Medicine, Yeshiva University, Bronx, N.Y. 10461 

The meaning of affirmative action to provide equal oppor
tunity employment is clarified with respect to what the law 
requires. Although the definition of affirmative action is 
relatively straightforward—to undertake reasonable efforts 
to provide equal employment opportunity—problems in 
interpreting government regulations and defining terms 
such as "goals," "minorities," and "merit" complicate matters. 
The author suggests non-governmental means of regulation 
in dealing with particular aspects of these problems. 

T n dea l ing w i t h affirmative act ion or any other ob l igat ion ar i s ing out 
·*• of l a w a n d administrat ive regulations, i t is important to d i s t inguish 
between our l ega l ob l igat ion on the one h a n d a n d any add i t i ona l under 
takings an i n d i v i d u a l or ent ity m i g h t w i s h to assume b e y o n d the requ i re 
ments of the l a w on the other. H e r e I set f o r th the former a n d p r o v i d e 
a br ie f out l ine for the lay reader of our p r i m a r y l ega l obl igations ar is ing 
out of w h a t is referred to as "aff irmative a c t i o n ' (1). 

It is , i n m y op in ion , essential for inte l l igent dec is ion m a k i n g that 
those charged w i t h that responsib i l i ty be accurate ly t o l d w h a t i t is they 
are ob l iged to do—as opposed to w h a t i t is they are b e i n g asked to d o 
b e y o n d the p u r e requirements of the l a w . T h e r e are those w h o w o u l d 
use w h a t they seem to regard as assumedly desirable l ega l theories as a 
b l u d g e o n to force social pol ic ies that m a y or not m a y be des irable o n 
the ir o w n merits . I t is , however , neither m y intent ion nor m y ro le to 
comment o n those soc ial pol ic ies . I s i m p l y w i s h to m a k e c lear w h a t a n 
intensive study of affirmative act ion laws, regulat ions, a n d cases con 
vinces me is the nature of our legal obl igat ion. I leave to others w h a t 
they m a y feel equa l ly strongly are our obl igations b e y o n d the l a w . 

L e t me beg in b y t e l l i n g y o u what , i n m y lega l op in i on , affirmative 
ac t ion does not a n d cannot l a w f u l l y require . I t does not requ i re a n 
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92 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

ins t i tut ion to h i r e a certa in percentage or n u m b e r of i n d i v i d u a l s f r om 
any g iven ethnic group or sex, even i f that ins t i tut ion current ly ut i l izes 
a l ower percentage of such i n d i v i d u a l s t h a n the percentage supposedly 
avai lab le i n that job g roup ing ( 2 ) . It does not m e a n that y o u are re 
q u i r e d — o r even p e r m i t t e d — t o mod i fy standards to increase u t i l i z a t i o n 
of members of m i n o r i t y groups or w o m e n so long as your exist ing s tand
ards for selection are reasonably job-related a n d a p p l i e d equal ly . I t does 
not m e a n that y o u have to allocate to any group of i n d i v i d u a l s propor 
t i o n a l percentages of future promotions , tenured posit ions, or salary 
levels. F u r t h e r , inherent i n a l l this, i t does not m e a n that the government 
must be made a w o r k i n g partner i n de termin ing h o w y o u r u n your i n s t i 
t u t i o n a n d meet its legi t imate operat ional a n d academic needs so l o n g as 
these decisions inc lude reasonable affirmative act ion efforts to ensure n o n 
d i s c r iminat i on . 

General Requirements 

W h a t affirmative act ion does m e a n can p r o b a b l y be best understood 
i f y o u th ink of i t not so m u c h as an e n d i n itself b u t as a means towards 
a very important end . Af f i rmat ive act ion is an o b l i g a t i o n to undertake 
reasonable, good- faith efforts t o w a r d ach iev ing the goal of equa l employ 
ment opportuni ty . T h u s , w h a t is current ly the most essential aspect of 
affirmative act ion requires that y o u expand your recrui tment sources so 
that reasonably qual i f i ed i n d i v i d u a l s f r om a b r o a d array of ethnic groups 
a n d bo th sexes have an opportuni ty to k n o w of an avai lable pos i t ion a n d 
be considered on the basis of v a l i d a n d equa l ly a p p l i e d cr i ter ia . E s s e n 
t i a l l y , that means that i f your on ly current m e t h o d of r e c ru i t ing a chemist 
is to c a l l the cha i rman of the chemistry department at H a r v a r d a n d say, 
" w h o do y o u k n o w that y o u can r e c o m m e n d " ( something the govern
ment labels as the " o l d boy n e t w o r k " ) , affirmative act ion obl igat ions 
w o u l d require y o u n o w to expand your recrui tment sources on the 
assumption that the cha i rman at H a r v a r d is not as l i k e l y to k n o w poten
t ia l l y qual i f ied m i n o r i t y or female appl icants . Perhaps that means the 
pos i t i on must be advert ised i n some p u b l i c a t i o n . I f so, the p u b l i c a t i o n 
chosen should have a reasonable l i k e l i h o o d of m a k i n g the pos i t ion k n o w n 
to potent ia l ly qual i f i ed m i n o r i t y a n d female appl icants . I t does not m e a n 
that y o u cannot cont inue to contact your col league at H a r v a r d a n d ask 
h i m for his recommendat ion , a n d i t does not m e a n that y o u cannot fill 
the job u n t i l various m i n o r i t y a n d female appl icants app ly . W h a t i t does 
m e a n is that i n a d d i t i o n to your o l d m e t h o d of recru i t ing , y o u must u t i l i z e 
others so that there is a reasonable opportuni ty for a l l groups to k n o w 
about the pos i t ion a n d be considered f a i r l y for i t . A s l o n g as the means 
y o u adopt are reasonably des igned to that end, that , i n m y op in i on , is 
w h a t is r equ i red , even i f i t doesn't result i n a s ingle m i n o r i t y or female 
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10. B O D N E R Equal Employment Opportunity 93 

appl i cant , or, i f there is a b r o a d array of candidates , even i f the candidate 
h i r e d is neither a m i n o r i t y member nor a female. 

Goals 

Is i t necessary to state goals? M y l ega l o p i n i o n w o u l d be yes. ( I 
base m y o p i n i o n on the regulations of the U . S . D e p a r t m e n t of L a b o r 
a n d various enforcement agencies such as. H . E . W . as w e l l as the f e w 
j u d i c i a l decisions that have thus far been issued.) H o w e v e r , one must 
understand w h a t goals are or, at least, must be under the law . C o n 
ceptual ly , i n the absence of a n affirmative ac t i on requirement to set goals, 
the b u r d e n of p r o v i n g d i s c r iminat i on w o u l d l i e w i t h the government. 
E v e n i f not a single b l a c k is h i r e d i n 10 years, a b lack app l i cant w o u l d 
have no rel ief unless he c o u l d prove his reject ion was demonstrably the 
result of d i s c r iminat ion . B y b e i n g r e q u i r e d to state goals ( for example , 
" w i t h i n the next three years w e w i l l h i re five a dd i t i ona l b lacks as c h e m 
ists") a n d b y f a i l i n g to meet those goals, w h a t happens i n lega l terms is 
tantamount to sh i f t ing the b u r d e n of proof f r o m the government to y o u 
so that y o u must show that your fa i lure to reach the stated goal is not 
the result of d i s c r iminat ion . T o put i t another w a y , i t creates a prima 
facie case against the inst i tut ion but not a n i rre futable one. T h u s , the 
b u r d e n of showing non-d iscr iminat ion can be met b y showing that y o u 
engaged i n recrui tment efforts reasonably des igned to attract qua l i f i ed 
m i n o r i t y candidates w h o perhaps nevertheless d idn ' t app ly , or that 
despite app l i ca t i on of m i n o r i t y a n d non-minor i ty candidates , y o u selected 
a non-minor i ty candidate because he or she was demonstrably the best 
qual i f ied for the part i cu lar job or jobs i n quest ion. 

Prec ise ly w h a t does goal setting invo lve ( a l though preciseness has 
regrettably not been one of the outstanding characteristics of this 
process)? C o n c e p t u a l l y , one sets a goal b y determining one's current 
u t i l i z a t i o n of minor i t ies a n d of w o m e n i n a par t i cu lar job group ing a n d 
then compares i t w i t h the supposed percentage of qual i f i ed minori t ies 
a n d of w o m e n avai lable for p lacement i n that job group ing w i t h i n your 
recrui tment area. T h e n , s i m p l y b y ca l cu la t ing the rate of expected t u r n 
over, one calculates the t imetable for reach ing the percentage of avai lab le 
minor i t ies a n d of w o m e n , respectively. 

N o w for the realit ies . F i r s t , de termin ing the avai lable percentage of 
minor i t ies or w o m e n is a n y t h i n g b u t s imple or clear. Is your proper a v a i l 
a b i l i t y p o o l a l l i n d i v i d u a l s w i t h a P h . D . i n chemistry f rom any A m e r i c a n 
educat ional inst i tut ion , or is that unrea l i s t i ca l ly inadequate for y o u r 
par t i cu lar inst i tut ion since y o u d r a w p r i m a r i l y f r om graduates of H a r v a r d , 
Berke ley , a n d Stanford? [ T h e " G u i d e l i n e s " of the U . S . D e p a r t m e n t of 
L a b o r for educat ional institutions specif ical ly permi t a p o o l based o n the 
"feeder school " concept, at least for minori t ies (3 ) . ] I f your ins t i tut ion is 
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94 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

seeking chemistry professors, shou ld the p o o l be l i m i t e d to reflect on ly 
those P h . D . ' s that have a b i l i t y or interest i n teach ing at the r e q u i r e d level? 
S h o u l d the p o o l inc lude on ly those w i t h employment experience as 
chemists or also reflect current ly u n e m p l o y e d chemists as we l l ? I f you 're 
l o o k i n g for a senior professor of chemistry , shou ld your p o o l be l i m i t e d 
to chemists w h o rece ived the ir P h . D / s at least five years prev ious ly , or 
must i t also i n c l u d e more recent graduates? T h e n , of course, there are 
the problems i n v o l v e d i n h o w y o u define your job group ing , y o u r rec ru i t 
ment area, a n d y o u r current u t i l i z a t i o n of rather unspeci f ical ly def ined 
m i n o r i t y groups [for example , there is c on t inu ing debate over whether 
persons f r o m I n d i a or P a k i s t a n are m i n o r i t y members (4)] . T h e s igni f i 
cance of these prob lems c a n be vast. D e f i n i n g the job group ing , for 
example , involves the bas ic p r i n c i p l e or possible fau l t inherent i n goal 
sett ing i n that y o u get no cred i t for job groupings i n w h i c h y o u have 
overut i l i za t i on , yet y o u are, i n a sense, p e n a l i z e d for job groupings i n 
w h i c h minor i t ies or w o m e n are stat ist ical ly u n d e r u t i l i z e d . Therefore , 
the quest ion of whether the proper job g r o u p i n g is , for example , the 
chemistry department alone, a l l science departments together, or the 
entire school encompassing the chemistry department takes o n substan
t i a l importance . ( W e recent ly obta ined a determinat ion that the appro 
pr iate goal-setting units for the facu l ty at a col lege of med i c ine consisted 
of a single u n i t for a l l c l i n i c a l science fa cu l ty a n d a single u n i t for a l l 
basic science facu l ty as opposed to m u c h more finite breakdowns o r i g i 
n a l l y d e m a n d e d b y H . E . W . ) H o w e v e r , the possible advantages of larger 
job groupings also invo lve the inherent inaccuracy of c o m b i n i n g a v a i l 
a b i l i t y percentages for v a r i e d disc ip l ines a n d a p p l y i n g that single per 
centage to d isc ip l ines where i t m a y be unreal ist ic . I n short, there are no 
easy answers a n d very f e w prec ise ly def ined questions. 

Merit 

L e t me aga in emphasize that affirmative act ion legal ly c o u l d not a n d 
does not l i m i t the right of any inst i tut ion to make any a n d a l l decisions 
o n the basis of m e r i t — w h a t e v e r its effect on the percentage of people 
l i i r e d f r o m various groups; whatever different salary levels i t results i n 
for people i n the same job category, a lbe i t at different levels of a b i l i t y ; 
a n d whatever its effect i n terms of promot ion , tenure, or the l i k e . T h i s , 
of course, is not to say that mer i t must be used as a determinant i n 
r e g a r d to every dec is ion regard ing every job. W h a t is r e q u i r e d , however , 
is that the determinant not be based on ethnic b a c k g r o u n d , sex, or other 
p r o h i b i t e d cr i ter ia . T h u s , for example , years of service is a permiss ib le 
determinant of salary l eve l where this is regular ly a n d fa i r l y used at a n 
inst i tut ion . 
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10. B O D N E R Equal Employment Opportunity 95 

There are two important requirements , however , i n r egard to job 
cr i ter ia , i n c l u d i n g those based on meri t . F i r s t , the cr i ter ia used must be 
v a l i d l y job re lated , a n d secondly they must be equa l ly a p p l i e d . T h u s , y o u 
cannot impose a requirement that chemists have a m i n o r i n l i terature 
w h e r e such requirement w o u l d have a disparate effect o n m i n o r i t y or 
female appl icants unless y o u c a n show that requirement is reasonably 
a n d proper ly re lated to job performance ( 5 ) . A d d i t i o n a l l y , y o u obv ious ly 
cannot a p p l y a requirement to certa in appl icants w h i c h y o u do not a p p l y 
to others, a l though I w o u l d be i n c l i n e d to bel ieve that y o u c o u l d impose 
current requirements that were not a p p l i e d to every present ho ldover i n 
the job category on the ground that v a l i d job-related standards have been 
raised . 

T h a t aside, the dif f icult quest ion remains i n regard to m e r i t : h o w 
d o y o u prov ide evidence that y o u have, i n fact , based y o u r decisions o n 
mer i t , par t i cu lar ly w h e n this is offered as a justif ication for your n u m e r i c a l 
fa i lure to meet your stated goals. I n short, h o w do y o u define a n d 
exp la in mer i t i n a ra t i ona l manner that enables some r e v i e w i n g m e c h a 
n i s m to be conv inced that mer i t is not b e i n g used as a n excuse for l a ck 
of good- fa i th affirmative act ion efforts or for d i s c r iminat ion . It is a 
p r o b l e m perhaps c o m p o u n d e d b y a bureaucrat i c suspic ion of any system 
that cannot be quant i f ied a n d programmed . H o w e v e r , that obv ious ly 
cannot be a l l o w e d to deter a mer i t system. M e r i t is not, as I have sought 
for l ong hours to convince government officials, the n u m b e r of p u b l i c a 
tions a facu l ty m e m b e r wr i t e s—not even i f w e factor i n (as some govern
ment officials have suggested) a w e i g h t i n g for the par t i cu lar j ourna l i n 
w h i c h i t is p u b l i s h e d or the l ength of the art ic le . Rather , at some po int , 
a n evaluat ion of mer i t necessarily reflects qual i tat ive a n d subjective 
h u m a n judgments of w o r t h a n d ab i l i ty . H o w , the government agent 
asks, do I k n o w that supposed mer i t is not b e i n g used as a cover -up for 
intent ional or un intent iona l d iscr iminat ion? ( N o t e that the intent ion to 
d i s c r iminate—as opposed to the ac tua l effect of d i s c r i m i n a t i o n — i s not 
a necessary ingredient i n a finding of fau l t . ) I t s a v a l i d quest ion for 
w h i c h there are as yet, i n the brave n e w w o r l d of affirmative ac t i on 
requirements , on ly tentative answers. O n e such possible answer sug 
gested b y some government official w o u l d invo lve l i s t ing the app l i cab le 
subjective cr i ter ia (excellence i n scholarly research, c i t i zenship functions 
a n d responsibi l i t ies , teaching ab i l i t y , etc.) a n d assign these a w e i g h t e d 
factor i n the dec i s i on -making process. T h e n whoever is respons ib le— 
the c h a i r m a n , facu l ty committee , e t c . — w o u l d n u m e r i c a l l y evaluate each 
ind iv idua l ' s ra t ing i n each factor (so that D r . X gets 8 points i n scho lar ly 
research, D r . Y gets 3 points i n scholarly research, etc.) a n d m u l t i p l y 
this r a t i n g i n each cr i ter ia b y the we ight g iven to such cr i ter ia to arr ive 
at a w e i g h t e d result that can be c ompared f r o m one i n d i v i d u a l to 
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96 L E G A L RIGHTS OF CHEMISTS AND ENGINEERS 

another. T o be frank, I a m not ent irely c lear h o w this system is less 
subjective. W h i l e I recognize i t m a y be of some comfort to the govern
ment to at least have an employer speci fy the cr i ter ia a n d assign a 
w e i g h t i n g to each cr i ter ia , the government must s t i l l d e a l w i t h the fact 
that at some t ime h u m a n judgment must be i n v o l v e d i n any mer i t -based 
decis ion. 

A second possible w a y of dea l ing w i t h these issues, a n d one that I 
strongly r e commend be explored b y m a n y inst i tut ions , is rea l ly a n 
attempt to dea l w i t h the leg i t imate concern of m a n y institutions of h a v i n g 
to justi fy professional judgments to i n d i v i d u a l s w h o lack the expertise 
i n the g iven scientific field. A possible so lut ion to this is to establ ish 
some reasonable non-governmental means for r e v i e w i n g decisions. T h u s , 
i f the c h a i r m a n decides that the salary of D r . M a r y Jones is to be 
$10,000 a n d that of D r . J o h n Jones is to be $20,000, a n d M a r y c la ims 
that dec is ion is based on sex d i s c r iminat ion , there shou ld be some f o r u m 
(perhaps three noted professors i n chemistry f r om w i t h i n a n d w i t h o u t 
the inst i tut ion) w h o can inte l l igent ly r ev i ew the professional basis for 
the chairman's judgment. T h i s probab ly w o u l d invo lve hear ing f r o m 
b o t h the c h a i r m a n a n d M a r y , among others, a n d cons ider ing the p r o 
fessional, judgmenta l considerations i n v o l v e d i n the decis ion. I strongly 
suggest that the establ ishment of a non-governmental r ev i ew system b y 
experts i n the g iven field be seriously considered. W h i l e i t is c lear ly not 
a n absolute bar to governmental rev iew, there is reasonable l i k e l i h o o d 
of its decision's be ing g iven significant we ight i n either an adminis trat ive 
or l ega l rev iew. 

Summary 
AflBrmative act ion is s t i l l a deve lop ing area of regulat ion w i t h m a n y 

of its precise requirements not yet def ini t ive ly resolved i n either an 
administrat ive or j u d i c i a l sense. I strongly suggest that i n dea l ing w i t h 
specific problems a n d questions on aflBirnative act ion at your i n s t i t u 
t i o n , y o u first ob ta in the op in i on of your counsel concerning the precise 
requirements of aflBrmative act ion a n d then make the necessary dec is ion 
w i t h a n understanding of w h a t aflBrmative act ion actual ly does a n d does 
not require , as w e l l as w h a t is otherwise best for your inst i tut ion . 

Literature Cited 
1. Executive Order 11246. Further defined by U.S. Department of Labor 

Regulations 41 C.F.R. 60-1.1 et seq. 
2. Ibid., 60-2.12(e). 
3. "Memorandum to College and University Presidents," Aug. 1975, U.S. De

partment of Labor. 
4. U.S. Department of Labor Regulations 41 C.F.R. 60-1.3. 
5. Griggs vs. Duke Power Co., 401 U.S. 424 (1971). 

RECEIVED November, 1976. 
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11 

Tax Effects of Retirement Plans 

F R A N K PAUSCH 

Internal Revenue Service, P.O. Box 709, Church St. Station, 
New York, N.Y. 10008 

Setting up one's own retirement plan holds two advantages: 
a deduction may be made against the current income, and 
the money appropriated under the plan remains tax-exempt 
for a specified period of time. Self-employed individuals 
may choose from two plans, an individual plan or the 
Keogh (HR-10) plan. Those not self-employed may only 
establish an individual-type retirement plan. These plans 
are governed by specific requirements for eligibility and 
certain restrictions applied when the plan is in effect. 

T n consider ing the various tax effects of certa in ret irement plans w h i c h 
are avai lab le to members of the chemica l profession, there are t w o 

major advantages i n establ ishing a ret irement p l a n . T h e first advantage 
is a current deduct i on w h i c h can be made against taxable income i n the 
year i n w h i c h the p l a n is established. T h e second advantage provides 
that any earnings w h i c h are generated b y contr ibutions made under these 
plans over the years r e m a i n tax exempt u n t i l d istr ibut ions are made , 
general ly at ret irement. T w o types of plans are avai lab le to chemists, 
the appropr iate p l a n depend ing u p o n an i n d i v i d u a l s s i tuat ion. A chemist 
is considered either an employee or a se l f -employed i n d i v i d u a l . Those 
w h o are classified as employees are ent i t led to establish an i n d i v i d u a l 
ret irement account. F o r those w h o are classified as se l f -employed i n d i 
v idua ls , that same i n d i v i d u a l ret irement account might be avai lab le , b u t 
those i n d i v i d u a l s m a y , i n l i e u of establ ishing a n i n d i v i d u a l ret i rement 
account, be ent i t led to the tax advantages of a K e o g h P l a n , also k n o w n 
as a n H R - 1 0 P l a n . 

T h e r e are general requirements i n establ ishing a n i n d i v i d u a l ret i re 
ment account. F i r s t y o u must be a n employee or a se l f -employed i n d i 
v i d u a l w h o is not par t i c ipa t ing i n a qual i f i ed pens ion , profit shar ing , or 
stock bonus p l a n of an employer . Therefore , i f y o u are employed b y a 
corporat ion (or a non-corporate ent i ty ) a n d that organizat ion maintains 
a ret irement p l a n under w h i c h y o u are covered, y o u are exc luded f r o m 

97 

Pu
bl

is
he

d 
on

 J
un

e 
1,

 1
97

7 
on

 h
ttp

://
pu

bs
.a

cs
.o

rg
 | 

do
i: 

10
.1

02
1/

ba
-1

97
7-

01
61

.c
h0

11



98 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

establ ishing an i n d i v i d u a l ret irement account. I f y o u are se l f -employed 
a n d y o u have establ ished a K e o g h p l a n , y o u cannot set u p an i n d i v i d u a l 
ret irement account. I f y o u are employed b y a governmental un i t , a n d 
that u n i t provides a governmenta l p l a n , y o u are also p r e c l u d e d f r o m 
sett ing u p an i n d i v i d u a l account. 

O n c e i t has been establ ished that y o u m a y set u p an i n d i v i d u a l 
ret irement account, y o u must consider the m a x i m u m amount of c ont r i 
but ions w h i c h can be made under this type of p l a n . T h e contr ibut i on 
l imitat ions are $1500 or 1 5 % of your earned income, wh i chever is less. 
F o r these type of p lans , earned income is def ined as wages, salaries, p r o 
fessional fees, a n d sel f -employment income. It does not, however , i n c l u d e 
earnings f r o m property , such as interest, d iv idends , or rents. These latter 
types of earnings are considered passive income a n d cannot be considered 
i n ca l cu lat ing the amount of c ontr ibut i on w h i c h m a y be made . 

These contr ibut ions , i n order to be deduct ib le , must be p a i d b y the 
last day of your taxable year, D e c e m b e r 31 i n most cases. F o r taxable 
years b e g i n n i n g after 1976, this requirement has been changed so that 
contr ibut ions m a y be made not later t h a n the 45th day after the e n d of 
the taxable year a n d s t i l l be deduct ib le for that taxable year. I n a d d i t i o n 
these contr ibut ions must be i n cash; they m a y not be i n property . T h e r e 
are t imes w h e n an i n d i v i d u a l , b y the last day author ized for m a k i n g such 
contr ibut ions , does not have a complete p i c ture of his total earnings for 
that year. Therefore , i t is possible that he m a y contr ibute i n excess of 
1 5 % of his earned income. I f that were to occur, the i n d i v i d u a l w o u l d 
be able , p r i o r to the due date of his r e turn , to get back such excess 
contr ibut ions , p lus interest o n such excess, a n d thereby a v o i d a 6 % excise 
tax pena l ty on the excess that was made . H o w e v e r , i f the contr ibut ions 
are not re turned , the employee is subject to the 6 % excise tax penalty . 

O n c e a n i n d i v i d u a l has establ ished these p lans , d i s t r ibut i on p r o 
visions under these plans are restr icted to the t ime at w h i c h they m a y 
commence. D i s t r ibut i ons f r o m a n i n d i v i d u a l ret i rement account m a y not 
b e g i n before a n i n d i v i d u a l reaches age 5 9 % . I f d is tr ibut ions are m a d e 
p r i o r to that age, they are subject to a 1 0 % premature d istr ibut ions 
pena l ty i n a d d i t i o n to b e i n g i n c l u d e d i n the ind iv idua l ' s taxable income 
for that year. F u r t h e r m o r e , d is tr ibut ions m a y not be postponed b e y o n d 
the taxable year i n w h i c h the i n d i v i d u a l attains age 7 0 % . So, i n other 
words , between age 5 9 % a n d 7 0 % distr ibut ions m a y commence. O n c e 
d is tr ibut ions do occur , any amounts rece ived under the p l a n are taxed 
as o rd inary income i n c l u d a b l e i n the ind iv idua l ' s gross income for that 
year a n d are taxed at o r d i n a r y rates—no c a p i t a l gains or spec ia l averaging 
is permi t ted . 

T o establ ish a K e o g h P l a n , the i n d i v i d u a l must be a se l f -employed 
i n d i v i d u a l w h o has earned income f r o m a trade or business i n w h i c h he 
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11. PAUSCH Retirement Plans 99 

renders personal services. U n l i k e i n d i v i d u a l ret irement accounts, a self-
e m p l o y e d i n d i v i d u a l m a y part i c ipate i n another qual i f i ed pension , profit 
shar ing , or stock bonus p l a n ( b u t not i n a n i n d i v i d u a l ret irement account ) 
a n d s t i l l establ ish a K e o g h P l a n . There are other advantages for a 
se l f -employed person i n establ ishing this p l a n . 

T h e m a x i m u m contr ibut ions under a K e o u g h P l a n are substant ia l ly 
h igher t h a n under an i n d i v i d u a l ret irement account. T h e cont r ibut i on 
l imitat ions are the lesser of 1 5 % of earned income or $7500. E a r n e d 
income for contr ibut i on purposes does not i n c l u d e wages, salaries, d i v i 
dends, or interest. E a r n e d income inc ludes on ly net earnings f r o m 
sel f -employment. 

I n order for the contr ibut ions to be deduct ib le , payments for b o t h 
cash a n d accrua l basis taxpayer m a y be made n o later t h a n the due date 
of the income tax re turn . I f a contr ibut ion is m a d e i n excess of the 
1 5 % or $7500 l imitat ions , the excess is subject to a year ly 6% excise tax 
penal ty u n t i l such excess contr ibut ion is f u l l y u t i l i z e d . D i s t r i b u t i o n s 
under a K e o g h P l a n m a y not commence before a n i n d i v i d u a l reaches age 
5 9 % , except for reasons of d i sab i l i ty or death. L i k e the i n d i v i d u a l ret i re 
ment account, d istr ibut ions must commence no later t h a n the taxable 
year i n w h i c h the i n d i v i d u a l attains age 7 0 % . 

W h e n distr ibut ions do commence, they m a y be ava i lab le for c a p i t a l 
gains a n d / o r a spec ia l 10-year averaging. D i s t r i b u t i o n s a t t r ibutab le to 
years of par t i c ipa t i on under the p l a n p r i o r to Jan . 1, 1977 are subject 
to c a p i t a l ga ins—for years after D e c . 31, 1973, to o rd inary income 
rates. I f cer ta in condit ions are met, however , a n i n d i v i d u a l m a y a v a i l 
h imsel f of the spec ia l 10-year averag ing m e t h o d for the o rd inary income 
p o r t i o n of the d i s t r ibut i on b y filing f o r m 4972 w i t h his f o r m 1040. These 
condit ions are specif ied on f o r m 4972 a n d shou ld be r e v i e w e d i f a d i s t r i 
b u t i o n is rece ived under a K e o g h P l a n . 

RECEIVED March 17, 1977. 
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Chemists and the Federal Tax Law 

RICHARD HAAS 

Internal Revenue Service, P.O. Box 3100, Church St. Station, 
New York, N.Y. 10008 

The determination of tax status and the procedures to guide 
one in determining the IRS thinking on a particular tax 
status, new rules for office-at-home deductions, other allow
able deductions, and patents, nonpatentable secret proc
esses, and copyrights are addressed briefly and generally. 

' " p h e first subject to be covered is the determinat ion of your tax status as 
an employee or a n independent contractor. V a r i o u s tax benefits a n d 

obl igations w h i c h depend on this classif ication are discussed a l i t t le later. 
I discuss this subject on ly i n a general rather t h a n a specific m a n n e r 
because this is a h i g h l y complex subject i n w h i c h certainty is often dif f i 
cult to come by . There are m a n y factors to be considered i n d e t e r m i n i n g 
status, a n d the answer depends not on any one factor but on a b a l a n c e d 
p i c ture of a l l the factors contained i n any one s i tuat ion. T h e general 
l ega l cr i ter ia is whether or not the employer has the right to d irect a n d 
to contro l the manner a n d m e t h o d of p e r f o r m i n g the service. 

A t one po le y o u have the c lear ly independent free agent w h o oper
ates his o w n lab , makes his services avai lable to the p u b l i c , works for 
several cl ients, schedules his w o r k as he sees fit, a n d hires his o w n 
assistants. A t the other pole y o u have the employee of a major corpora
t i o n w h o can be d ischarged at any t ime . H e is s u p p l i e d w i t h tools, a 
p lace to work , a n d assistants. H e is t o l d i n w h a t area a n d o n w h a t project 
to w o r k a n d can be m o v e d f r om one project to another. 

B e t w e e n these extremes y o u can have a n almost u n l i m i t e d n u m b e r 
of combinat ions of c ircumstances, a n d as y o u approach the m i d d l e 
g r o u n d i t becomes harder a n d harder to k n o w into w h i c h category y o u 
f a l l . T h e k e y factor as ment i oned before is d i rec t ion a n d contro l over 
the m e t h o d a n d m a n n e r of p e r f o r m i n g the service. T h i s does not m e a n , 
even i f y o u are c lear ly an employee, that the boss looks over y o u r shoulder 
a n d tells y o u every move to make. A s chemists y o u are professionals a n d 
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12. H A A S Federal Tax Law 101 

i n a n employment s i tuat ion are expected to be able to w o r k i n d e p e n 
dent ly . It is not the actual exercise of contro l but the employers legal 
right to exercise such contro l w h i c h is de termin ing . 

O n c e y o u are classified, the tax result is more or less fixed. Therefore , 
i t is important to be able to structure your s i tuat ion i n advance. T h e 1RS 
has three adminis trat ive procedures w h e r e b y y o u can get a p r i o r i n d i c a 
t i o n of the 1RS t h i n k i n g a n d then structure y o u r s i tuat ion to ensure the 
des ired result. I w o u l d r e c o m m e n d the use of these procedures . 

T h e first m e t h o d is to request an In format ion L e t t e r f r o m your l o c a l 
1RS office. A l t h o u g h this letter is not b i n d i n g on either party , i t is 
v a l u a b l e as a n ind i ca t i on of 1RS t h i n k i n g o n the matter . I r e c o m m e n d 
this procedure because i t is potent ia l ly the quickest a n d involves the 
least r e d tape. T h e other t w o procedures are k n o w n as D e t e r m i n a t i o n 
Letters a n d Ru l ings . B o t h are f o rmal proceedings that are b i n d i n g o n 
b o t h parties a n d general ly take some t ime to issue. 

Y o u s h o u l d be aware that i f y o u are i n v o l v e d i n t w o or more s i tua
t ions, y o u c o u l d be an employee i n one a n d a n independent contractor 
i n another. A s an employee, b o t h social security tax a n d income tax are 
w i t h h e l d f rom your salary. A s an independent contractor, y o u must 
estimate your income tax a n d social security tax l i a b i l i t y a n d p a y i t i n 
advance quarter ly instal lments. Therefore , u n t i l the e n d of the year the 
amount w i t h h e l d on salary w i l l general ly exceed the amount p a i d i n b y 
the independent contractor, a n d based solely o n the va lue of the use of 
money , a n independent contractor theoret ical ly saves the interest o n this 
difference. A l s o , for 1976 the amount of soc ia l security w i t h h e l d f r o m 
y o u r salary is 5 .85% of the first $15,300, b u t the amount of soc ia l security 
tax an independent contractor must pay is 7 .9% of the first $15,300 of 
se l f -employment income. T h i s difference i n percentages can result i n 
a m a x i m u m of $313 savings for the employee over the independent 
contractor. 

M a n y of y o u p r o b a b l y m a i n t a i n a n area of your home for use as a 
second office. T h e cost of m a i n t a i n i n g such an area m a y be deduct ib le . 
T h e p r o b l e m i n this area is that one section of the code says that no 
deduc t i on sha l l be a l l o w e d for personal , l i v i n g , or f a m i l y expenses, w h i l e 
another section of the code provides a deduct ion for a l l the ord inary a n d 
necessary expenses of ca r ry ing on a trade or business. Y o u can see that 
these two sections can conflict where y o u use a part of your personal 
h o m e as a business office. O n the one h a n d , the 1RS is concerned that 
no deduct ion be a l l o w e d for personal expenses, a n d on the other h a n d 
the taxpayer is concerned that he be a l l o w e d a deduct i on for his l e g i t i 
mate business expenses. 

Before 1976, home office expenses were deduct ib le i f the condit ions 
of employment necessitated w o r k at home, the home office was used o n a 
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102 L E G A L R I G H T S O F C H E M I S T S A N D E N G I N E E R S 

regular basis, a n d the regular business office was not avai lab le at the 
same t ime the employee used the home office. T h e T a x R e f o r m A c t of 
1976 substantial ly restr icted the office-in-the-home deduct ion . F o r tax 
years b e g i n n i n g i n 1976 no deduct ion is a l l owed for an office i n the home 
unless such office is used exclusively a n d on a regular basis as either your 
principal p lace of business or as a p lace where y o u regularly meet w i t h 
clients or customers i n the n o r m a l course of your business. I n a d d i t i o n 
to the above requirements , i f y o u are an employee, the business use of 
the home must be for the convenience of your employer . I n c l u d e d i n the 
deduc t i on for office at home is a pro -rata share of deprec iat ion i f y o u 
o w n y o u r home, a share of l ight , heat, a n d power , a n d a share of rent 
i f y o u are a renter. 

A s either an employee or an independent contractor y o u are ent i t l ed 
to deduct educat ional expenses i f they are i n c u r r e d to m a i n t a i n or to i m 
prove your skil ls i n a trade or business i n w h i c h y o u are a lready engaged. 
Y o u m a y not deduct educat ional expenses that w i l l qua l i f y y o u for a 
n e w trade or business. Costs i n c u r r e d i n invent ing m a y be deducted i f 
y o u are i n the business of invent ing a n d y o u make a spec ia l e lect ion 
under code section 174 to deduct your costs. I f y o u do not so elect, such 
costs must be cap i ta l i zed a n d can be deduc ted on ly ratab ly over the 
use fu l l i fe of the invented i t em. I f y o u are i n the business of w r i t i n g , 
costs i n c u r r e d must be cap i ta l i zed a n d can be w r i t t e n off on ly over the 
use fu l l i fe of the book. A s either an employee or independent contractor 
y o u are ent i t led to deduct trade publ i cat ions , memberships i n profes
s ional organizations, a n d the costs i n c u r r e d i n at tending a convent ion . 

O n e final w o r d about deductions o n y o u r tax re turn . It is imperat ive 
that y o u keep adequate records. W i t h o u t t h e m y o u m i g h t not be a l l o w e d 
any deduc t i on at a l l . I t is y o u r responsib i l i ty to prove that y o u are 
ent i t led to a deduct ion . A n o t h e r area i n w h i c h y o u as a chemist m i g h t 
become i n v o l v e d w i t h the federa l tax l a w is the area of patents, secret 
processes w h i c h are not patentable , a n d copyrights . U n d e r general rules , 
w h e n y o u sel l outr ight something w h i c h y o u o w n , y o u real ize cap i ta l 
ga in taxable at cap i ta l ga in rates, but i f y o u mere ly l icense its use, y o u 
have roya l ty income taxable at h igher t h a n ord inary income rates. 

W h e n Congress considered the quest ion of cap i ta l gains for patents 
a n d copyrights , i t a l tered this general ru le , greatly f a v o r i n g patents over 
copyrights a l though the t w o items are conceptual ly qu i te s imi lar . A l a w 
was passed m a k i n g i t imposs ib le for a n author to get cap i ta l ga in f r o m 
the sale of a copyr ight b u t extremely easy for an inventor to get cap i ta l 
ga in f r o m a patent. I n fact, even i f y o u transfer a patent u n d e r a contract 
c a l l i n g for per i od i c payments t i e d to the amount of the patented produc t 
that is so ld , w h i c h o n its face looks l i k e a l icense rather t h a n a sale, y o u 
c a n s t i l l get cap i ta l ga in . A l l y o u must do is be sure that y o u have d is -
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12. HAAS Federal Tax Law 103 

posed of a l l substantial rights i n the patent. T h i s means that y o u cannot 
reta in any va luable rights after the transfer. T h e quest ion of w h a t is a 
va luab le right has p r o d u c e d m u c h l i t igat ion , w h i c h w e cannot discuss 
here. 

If, i n an employment s i tuation, y o u come u p w i t h a n invent i on a n d 
vo luntar i ly assign the patent to your employer , y o u w i l l get cap i ta l g a i n 
i f the employers payments to y o u are not compensation. Payments w i l l 
general ly be considered compensation i f y o u have been h i r e d to invent . 
I f y o u have not been h i r e d to invent but are r equ i red , under a s tandard 
f o r m employment contract, to assign the patent to the employer , y o u 
m i g h t get cap i ta l ga in . T h e answer depends o n whether or not the extra 
money rece ived over regular compensat ion is in tended as compensat ion 
or as payment for the patent. T h e issue is inherent ly fac tua l a n d c o u l d 
very possibly l ead to l i t igat ion . 

T h e treatment of nonpatentable secret processes is not covered b y 
any one specific statutory code section as i n the case of patents, but i t is 
governed b y a l l the rules general ly app l i cab le to cap i ta l transactions. 
W h i l e y o u can't confidently pred i c t results i n this area, i t is possible to 
get cap i ta l ga in treatment f r o m the sale of a nonpatentable secret process. 
S u c h a result c o u l d very possibly be chal lenged b y the 1RS o n the grounds 
that the transact ion is a l icense or that the secret process is not a cap i ta l 
asset. 

I have on ly t r i e d to give y o u a b r o a d overv iew to m a k e y o u aware of 
some of the tax aspects inherent i n patents a n d copyrights . T h e r e exists 
i n the area of patents tremendous opportunit ies for creative tax p l a n n i n g 
w h i c h are not l i m i t e d mere ly to the benefits of gett ing cap i ta l g a i n rather 
than ord inary income. I w o u l d strongly r e c o m m e n d consultat ion w i t h 
a tax attorney i f y o u find yoursel f i n a patent s i tuat ion that c o u l d generate 
significant amounts of income. 

RECEIVED April 12, 1977. 
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